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EDITORIAL NOTE
The Editorial Board is proud to present the Twelfth Volume of the Indian

Journal of Intellectual Property Law (IJIPL). IJIPL is the flagship

intellectual property law journal ofNALSAR University of Law,

Hyder abad. It I sun journdlithatdsswhdlly deveted tos t uden't
the study of intellectual property law with eleven successful volumes. This

year, we were delighted to receive a positive engagement and response from
contributors to present a wide array of contemporary topics and issues in the

field of intellectual property law. Accordingly, the Editorial Board for 2021

2022 has sought to publish and highlight diverse and enriching academic

scholarship within the ambif ¢the Journal.

We would like to thank wellishers and supports of 1JIPL, including our
Peer Reviewers: Prof. Peter Mezei, Prof. Sajid Shaikh, Prof. Akanksha
Kumar, Prof. Kanika Dhingra, Prof. Abhijeet Kumar, Prof. M Sakthivel,
and Prashant Reddy for thenvaluable inputs and assistance during the

editorial process.

To start off the volume, we have an article by Jagdish Sagar, concerning the
dilemma regarding the distribution of copyright in the context of a film. The
article elegantly traces the evolutiof copyright law in relation to films,

and engages in a comparative analysis as to who should be entitled to
copyright in relation to a film. He compares the various solutions regarding
ownership of a film in a crogsrisdictional analysis, and explorédse unity

of the film. He makes the case for understanding a film not only as a
collection of various works, but as an amalgamation and union of all the

works which constitute it.

Next, we have an article by Sanya Samtani which provides a blueprint for

the appropriate identification and interp

domestic l ndi an context. Al P ando cl ai

lie at the intersection of IP and this paper looks at interpreting those claims

ms



Vi

from the lens of constitwnal law, public internationalaw, and the
interpretation of statutes. Viewing oI
clarity on the various overlapping bodies of law and the obligations they

impose upon the Staie both domestically and internatiohal While she

specifically | ooks at I nterpreting ol

educational material, it provides an overall blueprint for how constitutional
and other domestic actors can interpret them in consonance with various

constitutional rightsad obligations.

Then, we present an article by Eashan Ghosh, wherein he undertakes a
comprehensive empirical survey of case laws post the enactment of the
Designs Act, 2000. His article sheds light on the development of prior
publication laws in instancesf design infringement and on challenge to
design registrations. The Act, enacted in 2000, expanded the ambit of prior
publication to include publications not only from India, but from any other
country. The author demonstrates different standards thatdbes have
developed in India from forensic examination of prior publications to an
enquiry more focussed on subjective relatability of publications. He makes a
case for a layered enquiry which incorporates features from these different
standards to ensela more comprehensive and predictable methodology to

determine any finding on prior publication of a design.

Next, we present Advika Muralidharanos
with affording copyright protection to tattoos. The author analydesiver

copyright laws in general have taken into consideration the variety of
challenges associated with providing intellectual property protection to

tattoos and tattoos artists. At the outset, the author highlights the basic
requirements of obtaining cgpght protection, such as originality and

fixation, and whether tattoos can satisfy these requirements. The lack of

legal precedents on how tattoos fare in the current regime, is one of the

reasons for persisting ambiguity, and in this context the stakea by the

Vi

P
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Indian Copyright Office contributes to this ambiguity. The author believes
mor al rights to oneds own <creation, as
across the world, is one way to afford copyright protection to tattoos. The
author also goes lend limiting tattoos to copyright protection laws, and
showcases how tattoos can be protected using industrial designs; the
interface of trademark law and tattoos, and the protection afforded by some
social norms against trademark infringement; and lasittyegrating
traditional cultural expressions into the IP framework to afford protection to
designs rooted in traditional cultural expressions. While the nature of the
tattoo industry avoids litigation as a means of dispute resolutions, the
judiciary maybe called on soon enough to concretely lay down the level

and scope of protection offered to tattoos and tattoo artists.

Next, we have an article by Emmanuel Kolawole Oke, Lecturer in
International IP Law at the University of Edinburgh, where he engages in
rhetorical analysis of the WTO negotiations relating to the waiver from
TRIPS in light of the COVIBEL9 pandemic. The said waiver was proposed

by India and South Africa at the World Trade Organisation in 2020, and was
opposed by developed nations, inchgl the European Union which
presented its own counter proposal. He discusses the waivers in great detail,
and presents an ahcompassing analysis which critically evaluates the
debates and discussions, and subsequent negotiations that took place
surrourding these waivers. The paper enquires whether the intellectual
property regime is a barrier or a solution to effectively respond to the

pandemic.

Lastly, we present an article by Veera Singh examining the effectiveness of
Mauritian civil courts in enfoiag trademark rules against widespread
counterfeiting. Due to the similarities in the origins of their legal systems,
the author has undertaken a comparative analysis between the approach

used by civil courts in Mauritius, India, and South Africa in tragem

Vii



viii

infringement cases. In addition, the author analyses the effectiveness of the
remedies offered by Mauritian courts comparing the approach used by
Indian and South African courts, along with suggesting incorporation of
their best practices.

viii
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WHATISAFILM , WHO IS ITS AUTHOR AND WHO

OWNS COPYRIGHT ?

Jagdish Sagar
Abstract

The subsistence of copyright in films is loosely harmonised by the
international copyright treaty system, leaving authorship and copyright

ownership to municipal law.

The film is the most complex copyright work, orchestrating a wide range of
skilled professional inputs to create a unified audience experience.
Copyright cannot subsist merely in the fixation of a film, encompassing both
free-standing copyright works and naopyright contributions. Indeed,
films were initially protected as dramatic works datie fixation as a series

of photographs. This dualism has persisted in one form or andtngs;

I ndi ads Copyright Act , 1957 explicitly
fixation (Avisual recordingo) and the ci
lawjur i sdi cti ons the fixation is protected

but is not the main subject matter of copyright.

As regards authorship and copyright ownership, the notion of a sharp
di vide bet ween icommon | awo and Aci vi
oversimplified historically, though since the 1950s common law

jurisdictions uniformly make the producer the author. (From 1994 the UK

" Jagdish Sagar retiréfdr om t he | AS in 2004. While in service
copyright negotiator in the WTO negotiations leading up to the Treaty on -Reldéed
Intellectual Property Rights (TRIPS); led the drafting of amendments enacted as the
Copyright (Amendmet) Act, 1994 and also represented India in various WIPO
conferences. Until retirement, though posted in other departments, he continued to be
consulted by the Government in copyright matters, chairing the Core Committee formed to
consider further amendmento comply with the WIPO Copyright Treaty (WCT) and the
WIPO Performances and Phonograms Treaty (WPR®&)bok up legal practice in 2006.

Was a partner in Anand and Anand, then practiced independently from 2012 onwards;
copyright, especially in the entamment business, was his main area. thisrecently
discontinued his practice (except pro bono) in order to write.
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made the producer and principal director joint authors for no reason but to
comply with EU requirements.) Civil law jurigtions in Europe have
different solutions all focusing on some form of joint authorship amongst
contributors, the director being one among these. There are varying degrees
of presumption of copyright transfer to the producer, who always enjoys at
least a eighbouring right in the fixation. The very significant variety in the
solutions chosen in different jurisdictions reflects the inherent difficulty of
identifying and valorising different contributions, given their interlinked
nature and the unitary charéer of the film as a whole; hence roles in the
production process are difficult to standardise. In India, a concerted
attempt to singleout thed pr i nc i p al bedadintasetlot with the t o
producer failed largely because the former term is undefineltiaa pre
eminent role of the producer, whose role is much broader and more creative
than mere financing, cannot be gainsaid. The different authorship solutions
existing in different jurisdictions have different roots, but are not fungible:

hence the cader pragmatism.
INTRODUCTION

A film is something like a conjuring trick: the mechanics of its production
need to be opaque to the audience. Sidney Lumet said the less the audience
is aware of how an effect is being achieved, the better thée filta.haveto

accept what we see; we cannot try to see things for ourselves.

Its techniques deepen our perception of the world. Walter Benjamin referred

to closeups, angle and proximity of vision, editing, whereby the film could
Areveal 0 what a uld noty e reflextedf tloat andiffarene ¢ o
nature opened itself to the camera than to the naked eye, and went so far as

to Il i ken i ts elicitation of funconsci ot

! Sidney LumetMaking MoviegVintage 1996) Ch 10.
2 VF Perkins,Film as Film: Understanding and Judging MoviéBe Capo Press 1993);
Chapter 8s most relevant to our subject.
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psychoanalysis makes of our unconscious impdidedeed this seance
of discontinuous moving images presenting an illusion of coherence in the
magic of a darkened theatre, is not entirely unlike a dfeatmgether, film

provides a more immersive experience than any other kind of work.

Nevertheless, for all its expssive potential, a film, especially a narrative
feature film, is a commercial ventdreonstrained by a budget and targeting
some patrticular audience. It is an industrial product assembled in a process
that is more or less standardised, unifying sevaralskof subject matter

and engaging the talents, specialised skills and professional expertise of
diverse contributors. Consider, for example, how professional awards
recognise some of these contributions. Academy Awards, BAFTA Awards
and, in India, Filmhre Awards, have gone to such contributors as
screenwriter, lead and supporting actors and actresses, director, assistant
director, cinematographer, composer, editor; and for makeup and

hairstyling; production design; sound; special visual effects; casting

Who then should, and who does, get rights for what? Film most exemplifies

the truth that terms | ike HAworko or i at
constructs. Different countries have adopted different legal solutions to

attribute authorship and allocataghts, for different pragmatic or

ideological reasons, that may be embedded in their own legal culture and in

the history, commercial organisation and generally the ecology of their own

% Walter BenjaminThe Work of Art in the Age of Mechanical Reproductfost published

in 1936, translated from the German by Harry Zohn, Andansonia Press 2018), this is an
influential essay also to be foundanl most any <col |l ecti Righardf Benj amini
Koszamfbki Med with t hireBaioKeith&rant eed)gutuard and

Authorship: A Film ReadgiBlackwell Publishing 2008)iscusses styles of cinematodnap

* This dream metaphor has lohgd a place in film theongeeL a ur a Ra&seairiar ol i , 6
Met aphor i n (2B02) KimenmB:hAeJourngl d&or Film and Audiovisual Media
<https://opejournals.uwaterloo.ca/index.php/kinema/article/download/982/1054?inkne=1

accessed 26 May 2022

® Not necessarily for profitseeChief Commissioner of Delhi & ors v The Federation of

Chambers and Commerce of India, Delhi & ¢i975) 3 SCC 64 for the meanings of
ficommercial 0 and fAbusinesso.
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film industries. These different legal solutions can be unstaldenaver
ideal and anyway are not fungible.

Copyright subsists in the film as a whole and independently in some

underlying works including screenplay; a novel or biography on which the

screenplay might be based, music, choreography etc., but copyrigimotmay

subsist in many of the most vital contributions like direction,
cinematography and editing. We have to consider the nature of film, and of

the contributionsto afiddid ebat es about the directoros
being specially interesting héreand the difference that is conventionally
perceived betwednoiitofipardegte appreciata d

the context in which alternative solutions to the problem of film authorship

have been devised. There caprobkmever be an

of identifying Aauthorso or granting sta

We should not forget, either, that the legal issues we are concerned with

here are not necessarily part of the daily life of the industry. Participants in

film-making speak of themselves as director, actor, screenwriter,
cinematographero aadt sal loyn: a fitaaud thmoirg a | t el
law (used in common language only for literary works) is not one of these

ter ms. Admittedl vy, agreements are execut
being fAauthoro of t he fibdti ordisary accept ed

speech the producer is simply called the producer.

Copyright law cannot be discussed usefully without some appreciation of
the nature of the subject matter; thisasfortiorari the case with film.
However, before we delve into this further, we needetoew the relevant
history and current provisions of the law of film copyright in India, in a few

other representative jurisdictions and under the international copyright

® The former term refers to the copyright law of common law jurisdictions and the latter to
the corresponding law in other or fAcivil l awo jur
"This is based essionatekperiemait hor 6 s pr of
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treaty system. The 1908 Berlin Act of the Berne Converititme, first Act
of the Cavention to deal with film, is a convenient starting point.

Article 14(1) of the Berne Convention for The Protection of Literary and

Artistic Wor ks, as it stood after the Be
ithe exclusive r i gdudiorfarfd public penfamancei ng t he
of their works by cinematographyo, t hus

underlying works and the Acinematographi

The rights that vested in underlying works flowed from authorship but the

Convention did not (and stil does not) define the term
ownership in any kind of work: this is because there were and are serious

difficulties in doing so, arising mainly from the unwillingness of many

Aci vil |l awd countries tobecaepfiathhor @; |
common law countries suffer no such inhibitf8he Convention therefore

evades all questions of authorship and merely addresses rights in works and,

in some cases, relationships between copyright owners (howsoever

identified by municipalaw) in different categories of work. This lacuna has

serious potential and sometimes unpredictable consequencdscior

standi to enforce rights across jurisdictions. It substantially negates the

purpose of fAndtional treat ment?o.

Paragraphs 2 Articl&4 of the Berlin Act laid down that

8 All Acts of the Berne Convention, together with the Committee Reports and proceedings

of Diplomatic Conferences, are conveniently collected in World Intellectual Property

Organisation (WIPO)The Berne Convention for the ProtectiohLiterary and Scientific

Works from 1886 to 198@nternational Bureau of Intellectual Property 1986).

® This includes adaptation.

19 seeRamesh Sippy v Shaan Ranjeet Uttams2@h3 SCC OnLine Bom 523, (2013) 5

Mah LJ 37.

' Article 5(1) of the Conventiom e qui res what is called fAnational
AAut hors shall enj oy, in countries of the Union
which their respective laws do now or hereafter grant to their nationals, as well as the rights

specialygr ant ed by t he Conventiiteoaliatoh atArfttihcel ee x5t(e2n)t |oaf
the protection, as well as the means of redress, shall be governed exclusively by the country

where protection is claimedo whi anbiguousead with th
SeeMireille van EechoudChoice of Law in Copyright and Related Rights: Alternatives to

the Lex ProtectionigKluwer Law International 2003).
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Cinematographic productions shall be protected as literary or artistic
works if, by the arrangement of the acting form or the combinations
of the incidents represented, the author has given the work a

personal and origal character.

Paragraph 3 of the same Atrticle clarified that this right \@ASthout
prejudice to the copyright in the original work the reproduction by
cinematography of a literary, scientific or artistic wrkhall be protected

as an original worlk.

These provisions, in effect, conferred a separate right on the author
(whoever that might be under municipal law) of the film as a dramatic work,

distinct from the fixatiort>

This effectively excluded nenarrative film: a sad failure to appreciate the
naure of the mediumThe distinction was invidiousA dramatic work is a
work of action created to be performed (in the case of film, shown to an
audience). The term should includmy film. Every film is created
specifically for performance before an auaiemnd no documentary film or

film showing an event, even a live event, can be created by just anyone
without the application of some cinematographic skill and creativity: at the
minimum there will have to be choices of camera angle, choice of lens,
some @nning, probably some zooming and some edififige subsistence

of copyright in what is filmed should be irrelevant to the subsistence of

copyright in the film itself.

The Berlin Act assimilated the fixation of the film to the copyright

conferred on photagphs under Article 3, the fixation being conceived of as

2The three words together ar
copyright wor ks ; the term A
literary work on a scientific subject.

BAFixationod means f inthistcasethe niaster copytofetheifilmlin f or m,
whatever format it may be captured (including digital) as distinct from the content captured

in the fixation.

e the Conventionbds oI
scientific wor ko mer
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a series of photographs. Photography copyright subsisted in the fixation and

dramatic copyright i n the fAcinematograp

i ntertwined: O0The per s oshotsvamndbdevelapses t he

the negatives will also be the person who has imagined the subject, arranged
the scenes and di r e t*tFerder, fixatiens offime s o f
that might not qualify as dramatic works would still enjoy narrower

protection as series of photographs.
THE COPYRIGHT AcCT, 1911/INDIAN COPYRIGHT ACT, 1914

Before the Copyright Act, 1957 came into force, our copyright lawtheas
(British) Copyright Act, 1911, with modifications (not relevant here) made
by the Indian Copyright Act, 1914. This 1911 Act was, with local variations
as in India, the copyright law of the British Empire and Commonwealth for
well over half a centuryieaving a valuable legacy of relative harmonisation

of copyright law.

The articulation of film rights in the 1911 Act, paralleling the Berlin Act,

suffered from the same shortcomings.

includeddény cinematographic produeti where the arrangement or acting
form or the combination of incidents represented give the work an original

characted™

The 1911 Act was similar to the Berlin Act in its treatment of films. The
film could be protected as a dramatic work, but the foratvas protected as

a series of photographs. However, as in the Berlin Act, there was no
copyright in the filmper seas distinct from the dramatic work and the
fixation as a series of photographs. Therefore, as with the Berlin Act, this
left some uncertaty regarding the subsistence of dramatic copyright in

nonnarrative films like documentaries and news reportage. Worse, it was

“I'nternational Union for The Protection of
Conference Convened in Berlinéd (11 November
!> Copyright Act 19115 35. Furtherfic i ne mat o gr a p hiocluding any woekf i n e d
produced by any process argoos to cinematograpfy

t

=

as

he

c

T h e

—

oo @

~
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actually held that films of sports event
the Adramaodo | a¥Y in the event itself!

The 1911 Act emained silent as to the authorship of a film, though there

seems to be no reason why this should have been so: the British Parliament

was under no such constraint as the negotiators of the Berne Convention.

Nor did this Act usprotecerceo mewhiicdhriect ge
come, for most of time that this Act was still in force, would become

common currency.

We are told that commentators were not unanimous but that the weight of
opinion in subsequent year'SHofeevoured t he
this attribution (if it existed) did not give the director any copyright. As

regards the fixation, the owner of the negative of a photograph at the time

when the negative was made was deemed the aftftnis would, of

course, be the person whom we wbuabw call the producer. Further, if a

photograph had been ordered for valuable consideration, the first owner of

copyright was the person who had ordere?f ifgain, if a work was

authored by an employee, the employer was the first owner of cop3ftight.

However, we should be careful not to di mi
financier or employer: it is improbable that a person investing or arranging

for the financial or other resources necessary to produce the film would

16 Canadian Admiral Corp v Rediffusion 1fit954] Ex CR 382, 20 CPR 73wustralian
Olympic Committee v Big Fights 1ft999 46 IPR 53 (Federal Court of Australjiddoth

cases were decided under the 1911 Act and are discussdthalas Caddick, QC,
Gwilym Harbottle and Professor Uma Suthersan€opinger and Skone James on
Copyright(16™ Edition, Sweet & Maxwell 2021) para®.

| owe this information entirely to Kamina Pasdailm Copyright in the European Union

(2nd edn CUP 2016) 245, which refers to commentators and authorities that | do not
have access to.

18 Copyright Act 19115 21.

19 Copyright Act 1911, s 5(1)(a); thus, the person ordering the series of photographs
comprising the fixation of the film would in fadte the person who financed the film,
usually by commissioning this series of photographs and paying valuable consideration for
it, who came to be regarded in common speech as the producer.

20 Copyright Act 1911, §(1)(b).
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refrain from exercising some degref controd indeed as much as he chose
to exercis@ over its content and production.

l. Definition of Afilmd in subsequent UK

The Copyright Act of 1956 (A1956 UK Act @
Aici nematograph fil mo but narrowed the de:

€ a nyquenee of visual images recorded on material of any
description (whether translucent or not) so as to be capable, by the

use of that materiat,
(a) of being shown as a moving picture, or

(b) of being recorded on any other

which itcan be showA!

The Act also, in a departure from the past, excluded films from the
definition of?THistlealyneflected animtent to bmit film

copyright to the fixation, excluding any kind of creative standard; perhaps

more so since the Act continued the omission of the 1911 Act to ascribe
authorship to anyone. l net@adf ihe meirlkemy:
first owner of copyr i ghhepersdnhbywhoni maker o6 w
the arrangements necessary foThist he makin
language was not precise but in practice was understood as being,

essentially, the pers who financed the fili® These changes, clearly,

i ntended to cr eat’ofanenreprenewisl aasue thatf A wor k o
comprised only fixations of content. The object was to facilitate the film

industry in exploiting works that, though still debed as copyright works,

were objectively akin to the subject matter of a neighbouring right or related

L Copyright Act 1956s 13(10).

22 Copyright Act 19565 48(1).

%3 SeeBenedict Atkinson,The True History of Copyright: The Australian Experience,

19052005 (Sydney University Press, 2007) 2867 for a brief, lucid discussion of the

Aphil osophical transfornmti ono that the 1956 UK /
4 Sound recordings were the other main instance of a copyright work of this kind.
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rights (although the terminology of UK law did not envisage such a thing at
the ti me: the treaties on fAneighbouring

Corvention of 1961, still lay in the future.)

The 1956 UK Act was, thus, strictly n@ompliant with the requirement of

the Berne Convention, that the film needed to be protected as a work over

and above the fixation of it. (It can be indeed be argakernatively, that

what the Act |l iterally protected was HfAar
had been fixed in a manner capable of being exploited as a cinematographic

film. This can be read to imply that fixation was only a necessary condition

of the prdection of a sequence of visual images (hence film copyright might

extend to the moving visual imagés.But the Act was never actually

interpreted in this way.

However, an incidental consequence of delinking film copyright from
dramatic works, and of lotag copyright purely in the fixation, was that all
films including documentaries and news reportage would enjoy equal, if

more constricted, protection.

The 1956 UK Act has been replaced by the current Copyright, Patents and

Designs Act 1988. The statute tonger expressly excludes films from the

definition of dramatic works, but neither does it expressly include them.

AFi Il mo is defined as 6éa recording on an
i mage may by any *ni&is stasutorg eefinjtion avduldc e d 6 .

appear, literally, to limit film copyright to the fixation, but not definitively

SO since the statute does not rul e out a

Then, inNowrozian v Ark$’ the English Court of Appeal held, in effect,
that the film is also an indepdent derivative dramatic work that cannot be

% SeeKamina (n 17 31; however, Kamina too did not consider this to be the actual
intention of the statute.

%6 Copyright, Designs and Patents Act 1988, s 5B(1).

2" Norowzian v Arks Ltd & Anf1999] EWCA Civ 3014, [2000] FSR 363.

10
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reduced to the screenplay or to the fixation, hence rights in this derivative

dramatic work and in the fixation were not mutually exclusive.

The 1988 Act finally wused thetheerm fAprod
designation of Afaut horo though defining
1956 Act: Athe person by whom the arrang
of the f il m Jadcmal interpretations afkhés riedm therefore
apply to eitheagement sThecédasaryo conti nu.i
as referring to the financial arrangemefitsiowever, even this definition,
with its simplicity, may not always be straightforward: Blater v
Wimmer?® though on very unusual facts, the Court actually had t

determine who among five persons was producer of a documentary film.

I n 1996, t he Aprincipal directoro was
producer, with retrospective effect from 1984rhis was done with the sole

purpose of compliance with the EU Rdntaending and Related Rights

Directive (the UK then being a member of the Etind, it would seem,

without much thought. It actually makes nonsense of the notion of joint

authorship: if the producer and the principal director are to be joint authors,

thentheir contributions should be inseparable and indistinguishable. Here

we have a strange ani mal, a hybrid of twv

essentially different contributions.

However, this eccentric definition is at least incompatible with limiting
copyright in a film to the fixation: there has to be something that the

principal director can enjoy credit for

i GQNEMATOGRAPH FILM O AS DEFINED IN THE (INDIAN) COPYRIGHT ACT,
1957

%8 Copinger and Skone Jam@s16) parad-49.
2912012] EWPCC 7.

%0 Copyright, Designs and Patents Act 1988(2)(ab).
31 Copinger and Skone Jam@s16) parad-47.
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The Copyright Act, H @l6s& on(thé he®ls gf thédct 0) f ol
1956 UK Act. but the two statutes are sufficiently different in their

organisation and content to belie the common impression that the former

was based on the latter. In any case, the UK legislative process did not
sufficientypr ecede I ndiab6s for that to be the
speaks that our legislature did its own thinking.

The definition of Aci nematograph fil mo i
UK Act. The original definition in the Copyright Act, 1957 was:

Ci nematograph fil mo i ncludes t he S C
6cinematographo shall be construed as

process analogous to cinematography.

This inclusive definition cannot be read as limiting the scope of protection
to the fixation. his is anyway beyond doubt from subsequent clarificatory
legislation.

Unf ortunatel vy, t he definition of Adr am
cinematograph filn> this irrational exclusion seems to have been the one

instance where our legislature blindly copied #8956 UK Act. It was not

retained in the 1988 UK Act but remains in ours.

In Academy of General Education v Malini Malffathe Supreme Court

recognised the difference between literary and dramatic works:

€ the provisions of béaewdaen fmaiktee raard
wor ko and Adramatic worko é there cal
copyright in respect of performance
within the purview of the literary work but would come within the

purview of the definition of dramatic work.

32 Copyright Act 1957s 2(9(v).
33 Copyright Act 1957s 2(h).
% Academy of General Education, Manipal v B Malini Mal{g@09) 4 SCC 256.

12
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The cefinition in the Copyright (Amendment) Act, 1994, was technology

agnostic and distinguished film from fixation (emphasis added) as follows:

€ fAci nemat ogr apworkbfivisual tecordiagaon any a n y

medium produced through a process from which a ngpwnage

may be produced by any means and includes a sound recording
accompanying such visual recording an
construed as including any work produced by any process analogous

to cinematography including video fil/

The Notes on Guses to the amending Bill explained this as being to

Ai mprove the definitiond which has to
clarificatory. Now a cinematograph film was defined awak of visual

recording, not just any visual recordéhgvhile, to underscore &point, a

sound recording remained merely any recording of sotifise definition

thus met the minimal creativity requirement spelt out in the 1908 Berlin and

all subsequent Acts of the Berne Convention and generally in the law of

copyright.

The furtherimproved definition in the Copyright (Amendment) Act, 2012

made the intention <clearer by adding a
distinguishing it from the film itself, leaving no scope for doubt that film

copyright subsists both in the work of visuatording and in the fixation

(i.e.,visual recording) itself.

) 0cinematograph filméd means any wol
and includes a sound recording accompanying such visual recording
and "cinematograph” shall be construed as including any work
producel by any process analogous to cinematography including

video fil ms; é

% Copyright Act 19575 2(xX).

13
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(xxa) ' vi sual recordingd means the recor .
method, including the storing of it by any electronic means, of
moving images or the representation thereof, from wiiel can be

reproduced and communicated by any method;

Sadly, there remains a school of thought that cinematographic copyright

subsists only in the fixation: the Bombay High Court embraced this

Aphysi cal f cStamraia Brivatetiienited wLeBumett (India)

Pvt Ltf® This throwback to the 1956 UK Act is too often very casually

assumed, though there was never any warrant for such an interpretation in
successive definitions of #fAcinematograph
the internationalconventions. Further, it is settled law that, where two

interpretations of a statute are possible, the one that is compatible with an

international treaty that India has acceded to, is the one that should ptevail.

Fortunately, two other High Courts hairgerpreted our law correctly. In

MRF Ltd v Metro Tyres L&§t he pl ainti ffos grievance
defendant had copied its film advertisement. The defendant, whose own
advertisement very closely followed the story and visual content of the

pl ai nreliedf oh$ta |ndia.In a wellreasoned judgement, the Delhi

High Court decided for the plaintiff, concluding that:

€ a cinematograph film may not i nfri
works, namely a literary, dramatic, musical or artistic work, but may

nevertleless lack originality because it infringes another
cinematograph film é a film must not

including any other film.

%(2003) 2 Bom CR 655, (2003) 105 (2) Bom LR 28.

3" Commissioner of Customs, Bangalore v GM Exports & @f6) 1 SCC 91 and a
catena of other decisions.

%(2019) 262 DLT 734.

14
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This decision was not appealed, and stands. It followed an earlier, less
detailed, Calcutta High Court decisith.

The bestknown Indian judicial pronouncement touching the nature of film

i's Justice Krishna |Iyerds exuberant Conc
Court 60s badtan Pesforming Right Society v Eastern India Motion

Picture Association™

A cinematograph film is a felicitous blend, a beautiful totality...

Cinema is more than long strips of celluloid, more than miracles in

photography, more than song, dance and dialogue and, indeed, more

than dramatic story, exciting plot, gripping situasand marvellous

acting. But it is that ensemble which is the finished product of

orchestrated performance by each of the several participants,

although the components may, sometimes, in themselves be elegant
entitiesé S. 13 ( 4) pamte sutvikag in#sct pr eser
individuality, of a copyright enjoyed
its confluence in the fil m. This ¢é do
of the film qua film... the film producer is the master of his

combination of artistic pieces atite two can happily cexist.

The case was mainly about underlying works but these observations are
definitive on the subsistence of copyright in the film itself: the film is more

than celluloid and the Bombay High Court decision pasincuriam
FILM AU THORSHIP IN INDIAN LAW

Under the 1957 Act as originally enacted, the author of a cinematograph
film was O0the owner of the film at t he

Aproducer o was not wused.

%9 Shree Venkatesh Films Pvt Ltd v Vipul Amrutlal Shah &8E€ OnLine Cal 2113.
“OAIR 1977 SC 1443.

15
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Since the Copyright (Amendment) Act, 1994, the author of g filsnally a

juridical persof*i s the producer, defined as a p
initiative and responsibility for making
from that of the 1956 and current British Acts and surely cannot limit the

term to mean thediancier: taking the initiative and responsibility for a film

has to be more than merely making fAneces:

An attempt in the Copyright (Amendment)
directoro as a joint aut hor the th the p
Parliamentary Committe®. First, the Committee noted the role of the

producer (that we have discussed above.) Second, the Committee noted with
justified surprise that the Bill did not
di rector 0 a n dgreedemthythe rcantgrtidn Ithat thd tersn was

well understood in the industry. It saw no basis for any equal partnership

bet ween the producer and a director or T
well compensated but bore no risk. Thus we were sparecahtimeady of the

present UK law, though the very fact that it was proposed in the Bill seems

ominous.

The produceroés rights in regard to wunde

1977 judgement itPRS v East India Motion Picture Associatioad made

the producerb initio owner of copyright in underlying worKs.But now,

under the second proviso to section 17 inserted in 2012, the producer will

need to obtain assignments from all contributors of underlying copyright

works; and thus, does not enjoy any protectignaai n s t any contri bu

obtaining an interlocutory injunction restraining exploitation of the film.

“ Ramesh Sippy v Shaan Ranjeet Uttams{ngtD).

42 DepartmentRelated Parliamentary Standing Committee on Human Resource
Development, Two Hundred Twen8eventh Report On The Copyright (Amendment) Bill,
2010 (23 November 2013)
<http://164.100.47.5/newcommittee/reports/EnglishCommittees/Committee%200n%20HR
D/227.pdf accessed 9 June 2022.

“3The controversy surrounding this judgement is not relevant here.
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Our law does not even attempt to provide the protection intended by Article
14° of the Berne Convention (discussed below).

17

However, assuming some problemni t h t he producerés title

would still have paid for each contribution, and would have an equitable
right to use it in the filnf There is also a catena of English case law under
which, in some circumstances, the producer might even havqustalgde

right to become the assign&&.hese principles could be applied in India.

Before parting with the subject of film authorship in India, we may notice
Sartaj Singh Pannu v Gurbani Medftahe Delhi High Court, dismissing an
application for interimrelief by a director claiming intellectual property
rights, held thaBNVhether a work of a director in a particular film can be
stated to be a work of artistic craftsmanship will be a matter for evidence.
This should give us pause: there does not appehave been any judicial
exploration of the full scope of fdfarti
Copyright Act, taking into account the wordasny other work of artistic
craftsmanshifin section 2(c)(iii). Are all artistic workéworks of artistic
craftsmanshi@ If so, what does that imply? An interesting, unanswered
question. However, the director of a film does not create any identifiable
underlying work; the notion that he might uniquely enjoy any independent
copyright, as an artist who creataswork of artistic craftsmanship for
inclusion in the film, but that too only if he can prove his special
contribution at trial, is surely farfetched. Unfortunately, this was an
application for interim relief in a matter going to arbitration, hence the

outcomewill not be reported.

FURTHER DEVELOPMENTS IN THE INTERNATIONAL TREATY REGIME

4 Clearsprings Management Ltd v Businesslinx[2@D5] EWHC 1487 (Ch).

5 Massine v de Basl1936i 45] MCC 223 (Court of Appeal)Robin Ray v Classic FM
[1998] FSR 622R Griggs Group & Ors v Evans & Of2005] EWCA Civ 11;seealso
Slater v Wimmef2012] EWPCC 7.

46(2015) 220 DLT 527.
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The definitions of #Acinematographic work
Convention also do not support any limitation of film copyright to the

fixation.

Article 14 as icluded in the 1928 Rome Act of the Berne Convention

(ARome Acto) retained the principle of t|

Cinematographic productions shall be protected as literary or artistic
works if the author has given the work an original character. If this
chaacter is absent, the cinematographic production shall enjoy

protection as a photographic work.
In the 1948 Brussels Act, Article 14(2) read as follows:

Without prejudice to the rights of the author of the work reproduced
or adapted, a cinematographicnwahall be protected as an original

work.

The intention was to remove the past distinction between, for example,
films of a Adramatico character and docu

conference report explains:

This text has to be interpreted to medhat there is no reason to make any
discrimination in the protection of films, and that the Convention abstained
from proposing a criterion concerning the nature of cinematographic

production. The very conception of a work entails an intellectual effort.

The 1967 Stockholm Act reorganised the provisions, inserting Artié 14
to deal exclusively with cinematographic works. The relevant portion of
Article 14 (which is at some pains to steer clear of the question of

authorship) reads:

Without prejudice @ the copyright in any work which may have
been adapted or reproduced, a cinematographic work shall be

protected as an original work. The owner of copyright in a

18
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cinematographic work shall enjoy the same rights as the author of an

original worké@é

The curren (1971) Paris Act, to which India has acceded, retains the

Stockholm definition.

I ndia has also acceded to the WIPO
WCT also covers making available/interactive communication to the public,
i.e.,, the internet and,nder the terms of the treaty, effectively makes it an
obligation under the Berne ConventitnOur Copyright Act was already
compliant when WCT was first adopted in 1996, by virtue of the 1994
amendments, which were further clarified by the Copyright (Amend)

Act, 2012%8 (However, India did not actually accede to WCT until 2018)

l. Current provision on multiple authorship of films in the Berne

Convention

As we have seen, t he Berne Convent.i

and matters of copyrigltwnership to municipal law for want of agreement
as to whether a juridical person can be an author. However, the 1967
Stockholm Act made a slight departure, inserting Articl&*1d address
difficulties that had arisen regarding the exploitation ofycigt in films as

between different jurisdictions. The relevant portions are extracted below:

(@) Ownership of copyright in a cinematographic work shall be a

matter for legislation in the country where protection is claimed.

(b)  However, in the countriesf the Union which, by legislation,
include amongst the owners of copyright in a cinematograph work

authors who have brought contributions to the making of the work, if

4" SeeMihaly Ficsor,Guideto The Copyrighand Related Rights Treaties Administered by
WIPO And Glossargf Copyrightand Related Rights Tern{sVIPO 2003)89- 90.

“8 Copyright Act 1957, s 14(a)(iii); Copyright Act 1957, s 14(c)(ii); Copyright Act 1957, s
14(d)(iii); see also Copyright Act 1957, s 2(ff); Section 2(ff) also applies to sound
recordings (section 14(e)(iii)) though not protected as copyright works undeB&ime
Convention or WCT.
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they have undertaken to bring such contributions, may not, in the
absence of any comtry or special stipulation, object to the
reproduction, distribution, public performance, communication to

the public by wire, broadcasting or any other communication to the

public, or to the subtitling or dubbi
(c) By oO6contsaeyi al stipulationo i s me
condition which is relevant to the af.

(3) Unless the national legislation provides to the contrary, the
provisions of paragraph (2)(b) above shall not be applicable to
authors of scemms, dialogues and musical works created for the
making of the cinematographic work, or to the principal director

ther €of &
The WIPO Guid® unpacks these confusing provisions as follows:

Paragraph 2(b): This does not apply to jurisdictions (like Indiz@re the

producer is the Aauthoro or at |l east the
apply to jurisdictions where the producer, though not the author,

nevertheless becomes the first owner of copyright by operation of law. It

applies, rather, to jurisdiions whose laws recognise multiple natural

persons as authors but presume them to have transferred their rights to the
producer absent any Acontrary or spec

Apresumption of |l egitimationodo subject to

Under clause (¢)a contractual stipulation is what obviously comes to mind,
but there could be other restrictive conditions built into a statute. The Guide

suggests that the presumption of legitimation could have been better

49 Berne Convention for the Protection of Literary and Artistic Works (adopted on
September 9 1886, as amended on 14 July, 1967) TRT/BERNE/003 (Stockholm Act) art
14bis.

O Ficor (n 47); The comments, however, are my own.

20
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described as a rebuttable presumptioant then a rebuttable presumption
might be of limited value.

Paragraph (3)}ere we run into further problems. Member countries are not

obligated to apply even the rebuttable presumption of legitimation against
authors of fAscenari os,.'NdwaAriolgif®8s and mus
was inserted in the text of the Convention to ensure that the producer of a

film should not face difficulties in enforcing copyright in the film in

jurisdictions having radically different laws of copyright ownership in films.

The pdential difficulties that continue to be faced, in any jurisdiction, by a

foreign producer on account of the rebuttable nature of the presumption in

paragraph 2 of Article 1%° are compounded by the liberty allowed under

paragraph 3.

The internationalreaty system thus provides no real guidance and remains
unsatisfactory and inadequate to deal with ctmmsler issues, particularly
of locus standarising from differences between municipal laws on the vital

guestions of authorship and ownership of caghtr
FiLMm COPYRIGHT IN USLAwW

Film copyright in the United States, [
general, issui generis We have to devote some space to it, given the

magnitude and global dominance of the US film industry.

The US remained aloof from the international treaty system governing
copyright until its belated accession to the Berne Convention in 1988,
having prepared the ground by replacing its Copyright Act of 1909 with a

new one in 1976.

The 1909 Act was amendeaa 1912 to address film copyright, defining a
Amoti on pd cdriesrok ghotographs giving the impression of

AMuai c workso incl udes Bem& Canveptiann Articla @(1).wor d s :

APrincipal directoro is undefined.

21
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motionHbut it did not make any such invidious distinction between rights in
the motion picture and rights in the fixation as in the 1968iB Act of the
Berne Convention and the UK Acts of 1911 and 1956. Rather, it classified

22

al | films as f@Amotion picture photopl ays

photopl ayso: the for mer were derivat.i
narrative works like noels or plays. Copyright in the photoplay could be

exploited only subject to the prior claim of the owner of the underlying

work: this was the reason for the distinction and it did not affect the
subsistence of copyright in other motion pictures. This letye

recognition that a film is more than the fixation, and that it was possible for

a film to infringe an underlying literary work (notwithstanding that all films

were silent at the time) substantially followed the ratio of the landmark US

Supreme Courdecision inkalem Co v Harper Bro¥

This structure created no problem for the copyrightability of motion pictures
of events, in which no copyright subsisted, showing a better grasp of the
nature of film than did the Berne Convention until the 1948 SwlokliAct,

and the UK lawuntil the 1988 Act.

The 1976 US Act did not retain the distinction between photoplays and
other motion pictures, but copyright continued to subsist in films of events.
In Production Contractors, Inc. v WGN International Broadcagt®n>? it

was held that though copyright did not subsist in a parade, it did subsist in a
film of the parade, including one made in the course of broadcasting. The

court cited legislative history, quoting the relevant Congress report:

When a football games being covered by four television cameras,
with a director guiding the activities of the four cameramen and
choosing which of their electronic images are sent out to the public

2 Kalem Co v Harper Brothers, 228555 (1911) US November 13, 19115eealso Peter

Decherney,Ho | | ywood & s Copyright Waearnst:(Coldmbia m Edi son
University Press 2012) Ch 1.

%3 Prod. Contrs v WGN Cont'l Broad Co, 622 F Supp 1500 (ND Il November 29, 1985).
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and in what order, there is little doubt that what the cameramen and

23

thediect or are doing ®onstitutes odéauthor

Further, the US requirement of fixation was met if the shooting was being
fixed simultaneously with the live broadcast. The court also referred to

earlier decision® regarding sporting events.

l. Film authorship ilJS law

As in other common law jurisdictions (except, currently, the UK) the
producer is the author and first owner of copyright in a film. However, US
law has arrived at this position by a different route: the contributions to a
film are A wohislks witleoterm: hnlike eud law and that of
other common law jurisdictions, US law does not make our clear distinction
between contractsf employment and contracter employment (the latter
being with independent contractors who remain the first osvnef
copyright.) Rather, in the U.S., both categories are often clubbed under the
rubric of Awor ks for hireo and the
film is both the first owner of copyright and the autfoThis was also the
position under the 1908ct.>’

Further, It has been held that the
merge to create a unitary whaf& a separate work that is more than the

sum of its parts, hence a director, or any contributor whose contribution is

>* ibid 1503.

%> Nat'l Ass'n of Broadcasters v Copyright Royalty Tribunal, 675 F2d 367 (DC Cir April 9,
1982) New Boston TV, le v Entm't Sports Programming Network, 1981, 215 USPQ
(BNA) 755, (D Mass August 3, 1981);

0 17 USC §201(p the statute does not make this position universally the case, but
specifically covers specialgrdered motion pictures: The law on works for hisg i
otherwise, somewhat complexsee Nimmer on Copyright(Lexis Nexis Butterworth
Wadhwa & Co 2010) para 5.03.

" Nimmer, (n 55) para 5.03.[B][1][a][ii].

*816 Casa Duse, LLC v. Merkin, 791 F3d 247 (2d Cir NY June 29, 2015) (Sack J).
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inseparable from, anchtegrated into, the work cannot maintain a separate

copyright interest in their contributiof.

. Films and film authorship in civil law jurisdictions

It is a platitude that there are two schools of copyright: a commercial,

utilitarian approach in common lawountries (making the producer the

author of a film), and one founded on the humanistic notion of the work as

an emanation of the authordés unigue pers
on creative contributors dwohddauwtee nrat ur al
or Aauthorés rightod is quite often used
di stinguish their law from t%he fAcopyri ght

In fact, however, the present legal recognition of joint authorship as being
shared among conlnitors to the film is to a large extent a creation of the
second half of the twentieth centfyDuring much of the twentieth century
several civil law countries, including Fran®eGermany, the Netherlands,
Denmark and Finland conferred economic rightkelgoon the producer,

who might be a juridical persd.

It will suffice here to describe the current law in a few representative
jurisdictions. The paradigm is to have a list, or a presumptive list, of
contributors who are designated as authors of the filhch is a work of

joint authorship: unfortunately, however, such lists vary and are sometimes

absent.

*ibid.

 The Berne Convention uses neither term but only speaks of the economic and moral

rights of authors; subsequent treaties use the te

®1 David SaundersAuthorship and CopyrighfRoutledge 1992punctures some myths
about the supposed historiicand logical consistency didr oi t ¢lélasaphyeru r 0
France and Germany, from the™@ntury onwards (Ch 3 and 4).

®2 By judicial decisions eventually overruled in 1947. For his and most of the factual
information (but not necessarily opinion) &l jurisdictions that follows;see Pascal
Kamina: Film Copyright in the European Uniof2™ edn Cambridge University Press
2016) 141189; Opinions, and any errors in understanding or expressing such facts, and are
my own.

%3 Kamina (n 62).
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In France, under the law of 1957, the list comprises the authors of the
scenario (screenplay), the fAadaptationo,
words) if created specifically for the film, and the director. This list is not
exhaustive and, interestilyg includes the authors of adapted works like a
novel, if copyright subsists in it. There is (confusingly) an irrebuttable
presumption of joint authorship, yet the presumption of authorship itself, in
the case of each person in the list in a particuliar, including the director,

is rebuttable. All the joint authors are equal regardless of their contribution
and the concurrence of all is required to assert their rights by litigation or to
enter into agreements. Each joint author may exploit his/her work
separately, unless otherwise agreed. Fortunately, by a further law of 1985, a
wide-ranging right to exploit the film is deemed to have been transferred to
the producer. The copyright laws of Belgium, Spain and Portugal are
substantially influenced by Frem¢aw.

Italian film copyright law, which had its own course of evolution, currently
sets out a list of presumptive joint authors comprising the author of the
Gubject matter or treatmdif the author of the scenario, the music
composer and the directoHowever (with exceptions like dubbing and
some other adaptation rights) the producer is the statutory assignee of

exploitation rights.

Initially, from 1910, German film copyright law matched the 1908 Berlin
Act of the Berne Convention. Since 1965, allmil, including
documentaries etc, get equal protection. The film has always been a work of
joint authorship, but there is no presumptive list of authors; and the authors
of works that are capable of separate exploitation (like music) are excluded.
There isa presumption of grant of copyright to the producer.

% Thisunexplained term is taken from Kami(ra62).
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In the Netherlands, where again film copyright matched the requirements of
the 1908 Berne Act, the producer (who might be a juridical person) was the
author of the film until 1985; since then, the film a work of joint
authorship by unspecified authors. There is a presumption of assignment of
copyright, including most adaptation rights, but excluding music, to the

producer.

The Rental, Lending and Related Rights Directive of 1992 requires EU
countriesto maintain a dual protection for films as audiovisual works and
for the fixation: the latter is only éeighbouring righ§ hence it may be
owned by a juridical person. E.U. members are further required to provide
authorship rights to contributors, whooountries were free to specify as
they see fit, but which must include the principal director. We have seen
how this does not really bring about much harmonisation. Further, the
complete divorce of rights in the film as a copyrighted work itself from

rights in the fixation of it, is difficult to grasp.

Outside the EU, in Russia, the authors are the director, the screenwriter and
the composer of any music (including accompanying words) created
specifically for the film®

In Japan, the law of film authorighis hybrid: the authors of a film, unless

ot herwise stipulated contractuall vy,
producing, directing, filming, art direction etc have contributed to the
creation of the work as a whole but the authors of works that arelyme
adapted or reproduced in the film (novels scenarios, music, etc.) are
excluded. However, absent a contract to the contrary, the producer who has

taken the initiative for a film, though a juridical person, is still the author if

% The Civil Code of the Russian Federation (chapter 70) Article 1263he Law of
Copyright of the Russian Federati@fline Preston Publishing Co 2008).
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such contributors wereemployees and the film was released in the

producef®ds name.

I n China the first owner of copyright i
director, cameraman, wosgriter, composer and other authors of the work

shall enj oy the r i glrttledotd compensdtionr s hi p o
accordingtheir contracts with the producer. This is, in effect, a statutory

transfer of exploitation rights to the produc®r.
SO, WHO MAKES THE MOVIE ?

Sometime in 1972 two young men who aspired to be screenwriters met the

produce, GP Sippy and his director son Ramesh, peddling alifoifilm

concept. At the end of the meeting, GP
fil m. Develop the four l ines. 6 The two
Javed Akhtar, and the film that eventually came of this meeting was

Sholay the most enduring success in Indian cinema. And the making of the

film was almost as much a saga as the film it€elf.

The two screenwriters sat down immediately to give shape to the proposed
film, but they did not go awayeaving a final document, rather they
remained on the job throughout the production; one may infer that the
screenplay evolved, as did the scenes and thedstocjuding a lasiminute
change of ending made reluctantly to satisfy wantonly interventiainst f
censors. The director, Ramesh Sippy, did his job very professionally, took
decisions on his own, but the producer was a handsresence from start

to finish, on the spot and taking or approving the most important decisions,

ultimately calling the shis. The director did not, for example, choose the

® Christopher Heath, Peter Ganea and Hiroshi Saits)(ekdpanese Copyright Law:

Writings in Honour of Gerhard Schrické@Kluwer Law International 2005) 380.

®YimeeiGuoModer n Chinaés Co p y(Bprirgdr 2017); ¢hisdoasmdt Pr act i ce
apply to Hong Kong.

% Anupama ChopraSholay, the Making ofraindian ClassiqPenguin Books 2000); | owe

all my factual information about the production 8holayto this lively account of it;

however all comments, inferences and views expressed are my own.
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cinematographer, who had a mind of his own, and did not appreciate him
(the cinematographer) initially (but did later). At the end of the process, the
editor was fortunately someone the director found coiadfie though
directors are not usually involved at this stage. Throughout, the production
house was arranging complicated logistics onsite in, practically, the
wilderness; personnel movements to be planned daily in advance,
equipment must be in the righape, railway officials to be convinced, local

extortionists dealt with, and more.

We get the picture of a great team working together, the drama of the

endeavour enlivened by personalities and transient interpersonal conflict, to

realise the remarkablemprobably successful, transposition of an alien

genr e, the AWestern, o to an I ndian envi.l
India for a Bollywood audience. The script, the difficult choice of location

(found after a desperate search for what would work,dawgiclichg; the

memorable casting (which, as told, came about partly by chance), the music,

everything came together to fit the prodi

That is not to say that everything was charted out in advance or that it
worked to plan: considerfor example, the midstream decision to send
someone to the UK to recruit British stunt experts. There were moments of
great anxiety. To bring the venture to fruition required great vision and will
power on the part of the producer: that was dime quanon, though the
film couldn6t have been what it is witho
actors and other fortunate choices. But all said and done, it was a great
achievement of teamwork in which it might be difficult to discern any single
guiding hand that made the film what it is, unless it was Providence itself.
And we must resist any temptation to look back at the whole process
through rosdinted lenses of teleology: it could have come out very
differently. Because of its collaborative naturedahe inevitably messy

process of film production (which we will discuss further) there is much in
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every film that can never be foreseen, and the process of production can

never be repeatéd.

One of the screenwriters &holayi s quot edSha®c asamdti nlge

improved upon. Why would anyone want to remake that film? There can be

only oneSholay 8

To put the thought in more abstract terms, and widen its séitpehas
been described as fiaut'oThoughpihisca, ©
dramatic work in the sense discussed above, a film is not at all like a play or
a song that can be performed over and over again, if differently, at least to
some extent each time, yet remain the same untouched, complete, self

sufficient wa Kk . Many films have been made

29

a

bestk n 0o wn pl ays: t he pl ays ar e Afall ogr apl

Aaut ographic. o it is what it is and

of the play, text and performance are distinguitdiaihe play is a text that

can be enacted in different ways, yet it remains distinct and inviolate. But in
the case of a fil m, t h’8é Luhriahdrhehinan i t
concede that the dialogue of a film (but not the whole screenplay which
wider in its scope and much more malleable) might be considered as
analogous to the script of a play, but that does not affect the totality of the

film as its own text. All this is

%9 SeeVF Perkins(n 2)Ch 8.

0 Stephen Alter,Fantasiesof a Bollywood Thief(Harcourt Inc 2007), quoting Javed
Akhtar; | am not suggesting that Javed Akhtar intended the further discussion and opinions
expressed here.

" William Luhr and Peter Lehmaruthorship and Narrative in the Cinenf&B Putnam

Sons 1977) Ch 1seeP et er  LSeriptmRerfoymanie, Text: Performance Theory and

(0]

own

Auteur Theorydé i n BseeasyGrKaehiatnh PGrtarnite, ( n6 A3)ter nat i

Aut e u rBarfy Kditm Grant(n 3); all these writers draw upon Nelson @man,
Languages of AriBobbsMerill 1968), which has not been consulted for this paper, for the

di stinction between oOall ographicd and autographic

2illiam Luhr and Peter Lehman (n 71).
" william Luhr and Peter Lehman (n 7192.
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None of this is new, but it does not seémnhave been considered in
connection with the law of copyright. It should influence the way we look at
authorship. The unity of the film, and the impossibility (and irrelevance) of
disaggregating different contributions made during the production process
can be considered at two levels: we can perceive the indivisibility of the
film both in its character as an autogr a
conventional level, in the futility of trying to identify precisely the
contributions of different articipants in the process. Both these
considerations justify treating the film as a work of joint authorship.
However, as will be argued below, that does not resolve the problem of who
should be granted statutory rights, whether as author or as first @vne

copyright.

l. Are there candidates for fAauthorshipo

The credits as displayed on the screen are usually negotiated and specified
contractually. There may be some politicking about them and they may not

be accuraté?

More i mportant,6 it®mag leavdius withuhe anpressionc r e d
of a sharper delineation of roles than actually existewithout actually

spying on the entire production process (and taking notes!), we may never
know that, say, the screenwriter is not responsible for memorabtis\aod

actions that the director or an actor may have improvised on the sets, that

" Stated from professional experience in India but there is plenty of foreign writing with
examples particularly from Hollywood. See, merely for example, Paulin Ragdjng Kain

(first published as an essay in 1971, Methuen 1985Rart L CarringerThe Making of

Citizen Kane(University of California Press 1985); Jack Stilling&tultiple Authorship

and the Myth of Solitary Geniy®UP 1971) Ch 8AlsoseeGor e Vi dal, O6Who Makes
Movies?' in Barry Keith Grant (n 3)

> Glenn FrankelHigh Noon: TheHollywood Blacklist and the Making of an American
Classic(Bloomsbury, 2017) is a thorough, highly instructive account of the making of the
eponymous classic (implicitly) substantiating all that said in this paper about the
collaborative nature of authoiigh narrating very clearly the interaction, technical as well

as personal, of the producer, screenwriter, director, cinematographer and lead star, all of
whom made contributions that are indissolubly linked in the final product; and extraneous
political events that influenced the content of the film as production proceeded.
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memorable visual effects may not have actually been conceived and
developed by the director; and we never know how much happened in the

editing room and who, besides thetediwas involved®

The screenplay, which is logically the starting point, is a very special kind
of work; it has to be formatted in a special way as a preliminary guide to
what each participant on the set is supposed to do. It is detailed: ideally
about one page per minute of screentifieThe specialised skills of
screenwriters, and the genius of a few of them, are not in quéSbanthe
extent to which the final film preserves the original screenplay varies.
Typically, the screenplay is likely to be odified frequently as the
production of the film proceeds, in a manner that may attenuate any claim to

sole authorship®

The fici ne nAis ihe persqnhmost dntimately related to what
makes the film a film. The job involves complex skills and axi¥" The
choice of lens, of shooting angle; the movement of the camera, zooming in
or out, panning, or just stationary; the creation of scale by the juxtaposition
of objects; lighting, closeps, slow motion, the composition of each scene,
the maintenancef continuity: these are the some of the most obvious

elements of a highly developed art.

SVF Perkins (n 2).

" The craft of screenwriting is described in Syd Fig&dreenplay: The Foundations of
Screenwritingrev edn, Delta Books 2005).

8 SeeGore Vidal (n 74) for a passionate if unpersuasive statement of the case for the
screenwriter as author of the film.

" My knowledge of the process in India derives largely from what producers say, but the
collaborative nature of many or most screenplays is also widelyibed in literature
about Hollywood and in academic film studiesgTom Dardis,Some Time in the Sun: The
Hollywood Years of F Scott Fitzgerald, William Faulkner, Nathaniel West, Aldous Huxley
and James Ageggimelight Editions 1988); see also Stilling@ 74)Ch 8.

¥ 0oxford Dictionary of English: 6a person who 0\
camerawork in filmma ki n g, especially one who operates the

has been shot by an awasthning cinematographér.

8 Joseph W MasceliThe Five Cés of Cinematography: Mo t i

TechniquegSilman Jame®ress 196p147-171 is an accessible introduction; also includes
a chapter on cutting.
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The cinematographero6s independent <contr.i
degree of the directordés control and cr
variable,thogh t here are technical deci sions th

to make; and the work of both director and cinematographer may be

constrained by management decisions and modified by effiting.

Finally, when all else has been done and the shooting is theemaw
footage goes for editing. The footage is mere raw material until edited: it is
the editing that makes the film and can determine its quality and its
commercial or critical success. Bad editing can destroy what might have
been a great film. This aeity is far removed from literary text editing: it
does not merely correct or improve a-gsasting work, but is itself an
essential part of the process of creating the work. The raw footage for a
feature film is a dozen or more times the final lengttheffilm, anywhere
including in India®® The footage shot for an acclaimed American film,

Apocalypse Nowyould if fully performed have run for over 230 hofifs.

It might indeed be possible to make two quite different films from the same
footage: at the leel of a scene, the editor could decide whether, for
example, the viewer knew in advance that a gun was present before the
victim got into the car or whether the viewer learnt it only after a shot was
fired ® Such editing choices, which in effect devise tharrative, pile up
scene after scene right through the film. And the editor usually reports to the
producer and no one else: very few, privileged, directors have any final say
in the editing.

The persons whom audiences most recognise, and may eveerimiglly

familiar with, are the lead performers. Popular films are often made around

Graham Petrie, O6Alternatives to Auteursod6 in Barr
8 Information alput India acquired in the course of my professional experience.

8 WalterMurch, In the Blink of an EyéSilmanJames Press 200Bgealso the chapter on

cutting in Mascelli (n 81)

% This example is borrowed, but modified, from one in Murch (n 84).
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them: in a Bollywood film the stars typically account for half the cost of
production, and a producer might have to submit several different ideas,
even scripts, one &t another, to get a desperatelgnted star on boaf8.
Further, actors might make invaluable contributions to dialogue, scene
changes and so forffi,and a really big star might even exercise more
control than the directd? This is not actingper se but is another

illustration of the collaborative nature of fitmaking.

|t is also worth expl ori ngquaacor.act or 6s ¢
Cinema gives the actor more personal visibility than the stage and calls for

skill and talent to realise the medmdé s abi | i t nprecederded p | oi t t h¢
possibilities of the human fage a dmicro drama of the human

countenana@®

George Bernard Shaw, no less, sédidionsider the cinema

far more capable of fine and intimate work than the stégBut there is

allo something in Walter Benjaminods vivid
the Aaurao of the stage actor, who makes
live audience, and the screen actor who performs only for a camera: what

the audience actually sees of the soractor is what others choose to show,

and personality can become a substitute for performance.

Legally, performers have never been Aaut
authors of copyright work¥. (The amending Acts of 1994 and 2012 have

given perffomer s certain fineighbouring rightso
of the Copyright Act, which are relatable to different international

8 Information acquired from clients in legal practice.

87 patrick McGilligan,Cagney: the Actor as Aute(@e Capo Press 1980); Other instances,
besides Cagney, could also be cited.

8 SeeGraham Petrie (n 82) for examplésis would also be the case in lad

8 George Bluestondyjovels into Film(John Hopkins Paperback 2003) 27; George Bernard
Shaw recognised the great potential of the screen contrasted with the limitations of the
stage.

% Bernard F Dukor (ed)Bernard Shaw on CinemgSouthern lllinois Uiversity Press
1997) 81.

°1 Benjamin (n 3) par&-10.

2 Fortune Films International v Dev Anand & OA$R 1978 Bom 17.
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treaties.3® Nevertheless the line between author and performer is not

necessarily as sharp as commonly assuthéte fimat¢ or 6s cont r i

like those of others contributors who do not enjoy independent copyright, is
part of the autographic whole and reflects the indeterminacy of authorship

in this medium.

Critical di scussion (especially 1in
discipline) has often been congenial to the notion of the director as the
author, but in no jurisdiction does the law of copyright actually recognise
the director as the sole &or of the film; among common law jurisdictions
(except the UK) the director is not an author at all.

The pivotal role of the director cannot be denied, but what the director
actually does, or is allowed to do, varies greatly: this is the one participant
in film production (the producer apart) who is not engaged to perform some
particular highly specialised function. Few directors have complete control:
they do not enjoy the last word on script decisions, on the choice of actors
and other contributors, @n editing decisions, unless the director is also the
producer or hasarte blanchefrom the producer. Graham Petfimames
Charlie Chaplin as the only instance where the director was a creator with
complete control, though he adds twente others as sb qualifying

substantially at different points in their careers or in some fifrifge might

% Rome Convention, TRIPS Agreement, WIPO Performances and Phonograms Treaty
(WPPT); Beijing Treaty on Audiovisual Performances. India has acceded to all but the last,

t

34

buti o

he W

though our |l aw protects faudiovisual 06 perfor mer

Beijing Treaty.
% See for example, the discussion of musical composition and improvisation in Bjorn

Her t i, 60Who wr ot e Dio KhmreaE Rahinatagia edfdnseptsraf si ¢ ? 6

Music and Copyrigh(Edward Elgar Publishing 2015).

% Graham Petri¢n 82)

% Eisenstein, Griffith, Keaton, Von Sternberg, Lubitsch, Capra, Hitchcock, Bergman,
Truffaut, Kubrick, Von Stroheim, Welles, Ford, Bunuel, Lang, Renoir, Losey, Pudovkin,
Kurosawa, Chabrol, Mann.
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put Satyajit Ray in the same exclusive class as Ch#pRaj Kapoor®
could possibly be added to the twewtye others’®

Anecdotal information is not to be despised in such matters, but there is

interesting discussion and debate, with plenty of factual content, around

Orson Welles as director and screenwriter of the revered@itizen Kane

and it is difficult to evaluatéis actual role, and claim to authorship. Orson

Wel | esd i nsertion of hi mself as t he ma
considered to be untrue and grossly unfair to Joseph Mankiewicz. The film

also owes much to innovation, creative thinking and access twatste

resources of the studio from people not chosen by W&lfdsone of this is

to question Wellesd gifts, but it exempl

directorsd claims to sole authorship.

Our consideration of the diiheutt or s | ol
refer rauregt hed® fiyhjctd most scholarly discussion of the

subject seems to centre around, or did for many deé¢&désgroup of

young film directors associated with th
1960s called for better recognition ofnema as an art form in itself.

Unfortunately, they tried to achieve this by distinguishing between the

genuineauteur (like themselves) who leaves his stamp on every film, and

“This seems cl ear fseeSandipRay@,Deep Foous: Reflectionsn g s ;

on CinemgHarper Collins 2011).

% Rahul Rawail Raj Kapoor: The Master at WortBloomsbury 2021); the author is Raj

Kapoorés son.

% For India, this is hardly a complete or representative list, but littte material on the

question seems available.

1% see Robert L CarringeThe Making of Citizen Kan@ev edn,University of California

Press 1996); Paulin KaeRaising Kain(first published as an essay in 1971, Methuen

2002); Stillinger (n 74), all of which support the view expressed here.

L Auteuri s French for fAauthoro but the particular
untransl atabl e, being deeaplty onomtfedauithot bhi gfici h
French word is always used in discussion of the theory. For a powerful elaboration of the
theory,seePeter WollenSigns and Meaning in the Ciner¢ith edn, Bloomsbury 2013).

192 Barry Keith Grant (n 3); David A Gerstnerchdanet Staiger (edshuthorship and Film

(Routledge 2013); John Caughie (etheories of Authorship, A Readgoutledge 2015).
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themetteur en scén@ a mere craftsman, competent only to comply with a

produce 6 s requirements.

Such a distinction obviously cannot withstand scrufifiyand, anyway, if
auteursare only an elite who achieve an exalted standard of originality
(which courts can hardly be expected to identify) the claim must undermine
any legal caseof directors as authors. However, the movement contributed
to a general climate of opinion elevating the perceived status of diréttors,
and reasserting a romantic view of authorsfiiithis new preeminence of

the director owes much to these ideas on fia developed in France in
the 19508

The final defence ofuteur theoryis weak but telling: it is the circular
argument that identifying the director as author at least provides a focus that
facilitates the critical discussion of filmM& Indeed, we hay been
conditioned to look for an author for a work; a director (or in India, a
producer) can become a brand. It has even been suggested that the whole

notion of art cinema has become a form of commoditisafion.

Some find it difficult to think of the proder as an author. However, the
producero6s role is seldom really passi ve
statutory language and its narrow interpretation (in the UK for example) that

would reduce the producer to a mere financier. The producer sngua

norn there is no film without the producer. The film producer cannot be

compared, for example, to the publisher of a book: the latter

193 Another term for which the French is always used in Endéislguage discussion.

1% See Sidney Lumegn 1) Ch 3; the paperby Andii Bazin, Pauline Kael, VF Perkins in

Barry Keith Grant (n 3).

1% seeGore Vidal (n 74) 149 passionately resenting the effeautdurtheory on received

opinion.

YEdward Buscombe, o6ldeas of Authorshipd in Barry
107K amina Pascal (n 62) 1680; also, very polemically described by Gore Vidal (n 74).

%geeAndrew Sarris, ONot eBarryKeith®réme(n3.ut eur Theoryd ir
YMi chael Budd, O6Authorship as a Commodity: The
Cal i g Barry K&ith Grant (n 3).
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paradigmatically publishes and markets a work by a person identifiable (for

copyright purposes) as its author.

The film producer initiates the film and takes or has the last word on every
major decision, and the final shape of the film is determined at the stage of
editing where, usually, the producer involves no one but the editor. An
extreme case exercisindh@ntr, rbat dlustcagve Of svhat

the producer can do, is the making of the American popular classic
Casablanca The producer engaged a second screenwriter to write an
alternative screenplay to be on the safe side, and then actually got two
alternative endings filmed to make it possible to take ar@sute decision
about which hero should get the heraftfe.

It is the producer as industrial enterprise that has to take myriad
administrative and managerial decisions before, during and after the
production, all of which cumulatively create the final product. The producer
company is not necessarily impersonal. Individuals can take charge where
the company is the author in principle; consider impresarios like GP Sippy,
Yash Raj Chopra, or the Movie Malg of yore in Hollywood™* Walt
Disney left an enduring stamp on the corporation that he founded. In India,
notwithstanding corporate authorship, an individual is often named as the

Aproducero in the credits.

Again, a corporate culture is an identity, ateth be a compelling force,
guiding not only the choice of films but a whole st{f&Corporate culture
does not change easily, and contributors to film (like the employees of any
industry) may have to modify their own methods and styles when they

change emlpyers. The evolution of an industry and of its products is an

10 stillinger (n 74).
1 For a Hollywood exampleseeScott Eymanparryl F Zanuck and the Creation of the
Modern Film StudiqHachette 2021).

"25eeJ erome Christiansen, 6Studio Authorship,
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instructive area of study? And different producers, or the same producer at
different times in history, might make very different films out of the same

story: this, at least, is very consisteith the idea of authorship.

But all this while, there has been an elephant in the room: the increasing
industry share of animated films, and the tremendous technical
improvements in recent years. Everything | have said so far is about as true
of eightyyears ago as now, but little of it applies to this new phenomenon,
this new mode of filming, though its products are cinematograph films both
in law and for the commercial purposes of the film industry. These digital
works are far removed from the shodrtoons we grew up watching: they

are becoming an alternative kind of feature film. There are no actors, film
cameras, sets, costumes, makeup, site crews and so on. The director plays
the usual coordinating role, putting together the work and the ditfekdh

sets of a highly trained professional team to create what might be seen as a
distinct art form: the creative process is very different, requiring quite
different talents quite different from those deployed in the conventional

film.

Thisnewkindé fil m is very manifestly Aautogr
same broad issues of authorship that arise in the case of conventional film.

The contributors are of a different kind and play different roles, but the

endeavour has to be a collaborative one thedissue of how to allocate

rights among contributors would surely, have something in common with

conventional film. A more detailed examination of these aspects and of the

nature of different contributions is not attempted here; however, everything

that we have said about the producer would remain broadly true here as

well.

113 See for example, Debashree Mukherj@mbay Hustle, Making Movies in a Colonial
City (Columbia 2020); Thomas Schaihe Genius of the System: Hollywood Filmmaking
in the Studio Erg2nd ednHenry Holt and Co 1996).
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CONCLUSION

Over the last hundred years the law of film copyright globally has evolved
to recognise film copyright as subsisting in the content of a film beyond the
fixation. But there is still and, for the foreseeable future, will be an
irremediable want of harmontsan among national laws (except in

common law jurisdictions) as to authorship and copyright ownership.

The laws of jurisdictions outside the common law system are premised on
the (irreproachable) assumption that if legal authorship rights are to be
graned only to natural persons, then such rights will have to be granted to
more than one such person; nor do they err in treating the film as a work of
joint authorship. But the very nature of films and fimaking makes it
impossible to identify and allocateightsd which should also be
proportionate to contribution, which is not susceptible to quantificatmm

a consistent basis. The laws of countries that provide for multiple authorship
rights in films perforce leave some discretion (contractual among
participants and/or subject to judicial determination) in the allocation of
rights, which in all logic needs to be filspecific. We should also flag the
point that this kind of distribution of rights has implications for the
compensation of contributors to i&rf, more so because it is either skewed

in favour of the authors of underlying works that are capable of separate
exploitation or, in some cases, excludes them, or more often excludes others
whose contributions are no less important. There appears toobe n
reasonable probability that this want of harmonisation will, or can, ever be

rectified.

This situation also creates difficulties in exercising rights of exploitation;
Article 14° of the Berne Convention does not succeed in addressing this
problem, whit failure reflects the practical impossibility of ever making

exploitation rights sufficiently secure, especially across jurisdictional

39
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borders. (The amendments to Indian law made in 20h2edlessly extend
this problem of security for the producer in eiphg underlying works
within the film, to a common law jurisdiction where there was no

ideological compulsion to do so.)

There is no room for doctrinaira,priori, opinions about how copyright and

the rights of contributors should subsist in a cinenrafoy film. Such
guestions can never be answered definitively or in a vacuum. The two basic
solutions that have been adopted are to either make the producer the author
and/or first owner of copyright in the film, or to split authorship rights
amongst a nundy of different contributors (not merely producer and
director) and then identify such contributors and somehow apportion rights
among them. The solutions adopted for the latter are, as we have seen, more
jurisdictionspecific and have greater potential r faonfusion and
uncertainty, besides the problem of exploitation rights that Artict& a#

the Berne Convention fails to resolve. Nor would multiple authorship on the
existing EU pattern (unsatisfactory as it already is) necessarily fit
unforeseeable delopments like the new generation of animated films. The
essential problem with the civil law kind of solution is that, notwithstanding

its acceptance of joint authorship, it shows a want of appreciation of the

unity of the film, both conceptually as a kkoof which the elements are

40

frozen permanently in a single fautogr a

i nherent i mpossibility of accuratel

or even determining whether a particular contribution entitles someone to be

anfaut hor o at al | . Making the director

under copyright law would be as arbitrary as any other solution, and hitherto
the director has not been made the

above other feaut horso anywher

114 Copyright Act 1957, s 17 (secomproviso).

40



(2022) 12 Indian Journal of Intellectual Property Law 41

One issue that we have not touched upon, which is beyond the intended
scope of this paper and which | have not researched, but which may be
flagged, is the basis for compensating contributors to the film. The basic
principle must unavoidably be contraat, for when the statutory allocation

of rights is itself arbitrary, any statutory allocation of rewards that is linked
to it will be no less so. Collective bargaining has been the main solution in
the United States, but may not be feasible everywhbrdndia, the 2012
amendments attempted to fix statutory compensation for just a couple of
influential contributors contributing just a couple of the underlying works of

a film, and the drafting of the statute left much to be desireRoyalty

based methalof compensation in any case impose commercial risk (which
is considerable in the Indian film industry) on contributors to the film. As
of now, contract seems the only realistic basis, but we should keep an open

mind.

Admittedly, it would be no more rastic to try to impose common law
solutions on civil law jurisdictions thawice versa However, potential
problems for crosborder exploitation are, at least, less of a problem among
common law jurisdictions to the extent that they have similar, anplesim

laws on film authorship and copyright ownership. It is important for India
that the common law jurisdictions (the Commonwealth plus the United
States, Israel and Hong Kong) comprise the largest area where copyright
laws on authorship are harmoniseditf, as we have seen, the ironic

exception of the UK)

Finally, how troubled do we need to be about film authorship, and the
practical i mpossibility of comprehensi \
standardising the list of authors? VF Perkins vividly and p@esisely

describes how, given the vagaries of the production process, there is

1% Insertion of the # and & provisos in Copyright Act 1957, s 18; Copyright Act 1957, s
19(9); Copyright Act 1957, s 19(10).
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ultimately no way of knowing (or knowing with certainty) how far the

outcome or meaning was originally intended. There is a sense in which

films are fiacci @eaeant d&lionpamndonal 6hafTheyxt ar
derived from any dHfirdeeg, atrabighar&onceptumn c e pt i on

|l evel the very notion of authdfship, in ;

Nevertheless, the law has its own dynamic: the evolution of thahawof
theory do not necessarily move in tandem, and need*h@iven the
necessarily arbitrary nature of any attribution of authorship in films, in any
possible copyright law, and not being encumbered with the ideological
baggage that has led to such fomion, inconsistency and want of
international harmonisatidnand for all that even more arbitrarindsis

civil law jurisdictions, our legislature has not erred in retaining the simplest
principle, whichis no more arbitrary than any other and which ig dle

one that is more closely harmonised in the jurisdictions all Anglophone or
partly so, that are home to most of the Indian diaspora, and therefore are
important foreign markets for our films and, among foreign countries, the
ones whose films are wateth the most in India and which invest the most
in our film industry. In the end, absent any advantage in doing otherwise,

there is a pragmatic case for keeping the law simple.

v FE PerDkirnesc,t i @ n a im BarnAKeithiGoant éniB)sgeadso VF Perkins

(n2).

" Hence, Barry KeithGr ant al so found it necessary to inclu
essay,The Death of the AuthofFontana Press 197 his compilation, that we have

referred to so often. A good starting point for those interested.

Y8 This is one of thémportant insights of David Saunders (n 62).
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Ol P andd Claims in I ndi a: | nt e

and Domestic Legal Methods

Sanya Samtani
Abstract

Intellectual property (IP) law has been treated as lex specialis in the

international and domestic law literature. While it is true that there are

subject matter peculiarities unique to IP, it is equally true that IP is a

creation of lawi both internatioml and domestic. This paper calls for close

attention to be given to the nature of IP laas lawi in interpreting claims

t hat arise under it I n particular, t hi
which lie at the intersection of intellectual property land other bodies of

law. The central question that this paper poses is: what is the appropriate

met hodol ogi cal approach to identifying
claims, in the domestic Indian context? In addressing this question, the

paper sets outhe appropriate methodological approach to identify and

interpret such claims, drawing on public international law, the
interpretation of statutes, and constitu
through this integrated lens provides clarity on the variowgrlapping

bodies of law and the myriad obligations they impose upon the Stk
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Chapter 6 of my D Right df actebsets édacational tmateridls addlr h e
copyright: I nternational and domestic | awd avail
from a forthcoming monograph with BriMartinus Nijhoff that draws on the research

conducted for the thesis. The autippesented a version of this argument at the Courts and
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domestically and internationally. While locating its central example in the

realm of educational materials, the approach developed in this paper offers

a rubric for howconstitutional (and other domestic) actors can approach

0l P anddé <claims in a manner t hat does 1

rights.
INTRODUCTION

More often than not, intellectual property law overlaps with other areas of
legal regulatiort. This is ty virtue of its subject matter. Intellectual property
law seeks to vest ownership in forms of knowledge in particular entities and
persons in order to create economic vallifferent types of intellectual
property law function with differential logic, bad on their stated purpose

for instance, copyright law seeks to create a limited legal monopoly over the
use of literary, artistic, musical, dramatic and other creative works. Other
areas of law also regulate the same subject mattdor instance,
congditutional law seeks to give effect to the right to education, which
includes access to educational materials (eg., literary works); participation
in cultural life, which includes access to literary, artistic, dramatic and other

creative works etc.

While the burgeoning IP and human rights literature has begun to
recognise and address the above overlap in international theve has

been limited attention paid to the mechanics of this overlap in specific

! And often within the field itself. See, Shamnad Basheer and Neil Wikeérlapping
Intellectual Property Right€OUP 2012).

% See generallyAmy Kapczynski and Gaélle Krikorian (ed#)ccess to Knowledge the
Age of Intellectual PropertiZone Books 2010).

®See generally, forinstande,R Hel f er, O0Regime Shifting: The TRIF
Dynamics of I nternational I ntell ectual Property
InternationalL aw 1 ; LR Hel fer, 60Toward a Human Rights

Propertyé (2006) 40 University of California Dav
Austin, Human Rights and Intellectual Property: Mapping the Global Interface
(Cambridge University Pre2011).
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domestic jurisdictions and the impact of its freognition? Similarly,

what has also received limited attention in this context is the relationship
between international and domestic law and its role in conditioning the
domestic fulfilment of competing obligations. In the Indian context, the
existing Iterature often focuses on either international law or domestic law

i but not on how they interact (or ought to interdcgnd less so on
overlapping subject matter in the nature of constitutional law and human
rights® requiring the understanding and operation of several areas of law at
once. In any event, there has been no work that has aimed to systematise
and set out the overarching methodological approach that ought to be

adopted in considering such claims.

This pagr aims to fill this gap in the Indian domestic context. The
central question that this paper poses is: what is the appropriate
met hodol ogi cal approach to identifying
claims in India? Since intellectual property is a creatblaw, the first step
in the enquiry is to identify which bodies of law create and regulate IP, and
their rules of interpretation. In doing so, crucially, any other body of law
that regulates the same subject matter must also be identified, as well as
their rules of interpretation. The specific type of IP, as well as the
overlapping bodies of law, depend entirely on the subject matter and fact
specific claim at issue. In order to provide an example of how this approach
can be applied, and the considevasi to bear in mind in its application, |
consider copyright law. The same approach is equally applicable to other

bodies of IP law, bearing in mind the differentiated content and logic.

“ See one of the few articles inthisregakdh d r ew Rens and Ji mcal l Pfumor o
of the Human Rights Dimension incaflaunat an | P Pol i
of Information and Communication 82.

® With a few notable exceptions, for instanSeh a mnad Basheer, O6Trumping TRI
Patent Proficiency and the EvolB)ulB iOxford o f an Everl

University Commonwealth Law Journal 16.

® With a few notable exceptions, for instantea wr e nce Li an glLimitdienscepti ons an
in I ndian Copyright Law for Education: An Assess
Review 198.
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Moreover, the particular context in which such claims are consiaegdgo
cruciali if these claims are considered in international institutions different
considerations would be at play, as opposed to if they are considered within
domestic Indian institutions. For the purposes of this paper, | focus on

Indian institutionsi in particular, Parliament, courts, and the executive.

For the purposes of the analysis
those legal claims, whether made before courts or other institutions, that
recognise an overlap between IP and other bodiesnofThese claims can
be made in the form of a lawsuit, a parliamentary debate about the
interpretation of a particular legal provision as well as during the process of
law reform and policymaking by the executive to implement such laws
amongst other formsThe paper is not wedded to a particular form of the
claim or a particular institution interpreting a claim. It aims to offer a
methodological viewpoint located in recognising that such claims sit at the
intersection of several legal frameworks, each bictv have their own rules
of interpretation based on their nature. In this way, the method proposed in
this paper is equally applicable across domestic institutions, while
accounting for their particular institutional constraints in practice.

The paper fist identifies those international and domestic legal
instruments that create and regulate copyright in India. | focus on those
international agreements by which India has consented to be bound. Second,
the paper maps the subject matter of copyright lawrder to determine
overlapping areas of regulation. In particular, | identify educational
materials as the example for the purposes of this paper. Third, the paper sets
out those international and domestic legal instruments that regulate
educational matals. Similarly, here, it focuses on binding international
agreements that create obligations at international law and domestic law, for
India. Fourth, given that the paper only focuses on domestic Indian

institutions, it sets out the role of the IndiannSttution in interpreting
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these claims. This is replicable in respect of other constitutional

democracies. And in conclusion, | discuss how the particular institutional

framework within which such claims are being considered influences their

consideration In sum, this paper sets out a guide to the doctrinal legal

met hods to be followed in identifying at
India.

IDENTIFYING LEGAL INS TRUMENTS CREATING AN D REGULATING
COPYRIGHT

In this section | identify the international addmestic legal instruments
that regulate copyright in the Indian context.

l. Internationallnstruments

In the copyright example used by this paper, international law is particularly

important as the Berne Convention for the Protection of Artistic and

Literary Wor k s, 1861 predates i ndependent
legislation (the Copyright Act, 1957)An understanding of the relevant

i nstruments is key to undersibmmhdi ng | ndi
in the historical sense as is explained irstBection, as well as in a

methodological sense that is explained in subsequent sections discussing

relevant constitutional provisions. The Berne Convention previously applied

to the territory of presert ay I ndi a t hrough t he Uni t «
accession ir1887. India (governed by the colonial British administration at

the time) deposited an instrument of continued application of the Berne

Convention in 1928. The Indian delegation to the Stockholm Revision

Conference of the Berne Convention played a ké&yirolobbying for what

" India is a former British colony. See also, section 1.2.2. of this paper for a brief historical

note.

8 61 ndia, Berne ConverCtoindmaact TmgaViPeag t i & 5 d (
<https://wipolex.wipo.int/en/treaties/parties/remarks/IN/15> 21 March 2021.
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eventually became the Berne Appentidowever, the Berne Appendix is
largely considered to be a faildfé despite this, India recently renewed its
acceptancé® After enacting its domestic copyright statute in 1957, India
accededd the Brussels Act of the Berne Convention in 1958, signed the
Stockholm Act in 1967, and subsequently acceded to the Paris Act in
19842 The Berne Convention thus binds India. India signed the United
Nations Educational Scientific and Cultural Organmati(UNESCO)
Universal Copyright Convention (UCC) at its inception in 1952 and
subsequently at its revision in 1971The UCC provides for priority to be
given to the Berne Conventidh. Since the Berne Convention and,
subsequently, Agreement on Trade Reladspects of Intellectual Property
Rights (TRIPS) has near universal application, the UCC has fallen into
disuse®®

° Eva Hemmungs Wirt®n, 6Col oni al Copyright, Pos
Convention and the 1967 Stockholm Diplat i c Conference Revisitedo
SCRIPTed: A Journal of Law, Technology & Society 532,154B.

WEg. , RL Okedij i, 6Sustainable Access to Copyri
Devel oping Countriesd i n KigernstorsdPubc Gaodsd JH Rei chm
and Transfer of Technology Under a Globalized Intellectual Property Reffisteedn,

CUP 2005) 156158; Victor Nabhan, WIPO Study On Limitations And Exceptions For

Copyright For Educational Purposes In The Arab Countries, SCCR 19/6, 7 O2@ils:

[56-57].

! Declaration by the Republic of India Relating to arts Il and Il of the Appendix to the

Paris Act (1971), Berne Notification No. 280
<https://www.wipo.int/treaties/en/notifications/berne/treaty _berne_280.html> accessed 21

March 2021.

Sipbject to Indiads declaration on the |1 CJ and cir
Convention: TreatieWP@nd Contracting Partiesd (
<https://wipolex.wipo.int/en/treaties/parties/remarks/IN/15> accessed 21 March 2021.

3 Universal Copyright Convention(UNESCQ <http:/portal.unesco.org/en/ev.php
URL_ID=15241&URL_DO=DO_TOPIC&URL_SECTION=201.htmi#STATE_PARTIES

> accessed 21 March 2021.

ucc art XVII(1).

!> 5 Ricketson and JC Ginsburgternational Copyright and Neighbouring Rights: The

Berne Convention and Beyo(#hd edn, Oxford University Press 2006) para 18.229.
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India ratified the World Intellectual Property Organisation (WIPO)
Convention in 1975, becoming a member of WﬂﬁﬂRecentIy, in 2018,
India acceded to the WIPO Copyright Treaty and WIPO Performances and
Phonograms Treaty. India is a founding member of the World Trade
Organisation WTO¥1't i s thus bound by the 6écover
include the (TRIPS) and the WTO Dispute Settlement htdeding.
TRIPS, the Berne Convention and the UCC have been domestically
incorporated into Indian law through the International Copyright Order,
1999, read with the Copyright Att.India was the first country to ratify the
Marrakesh Treaty to Facilitatec8ess to Published Works for Persons Who
Are Blind, Visually Impaired or Otherwise Print Disabled (Marrakesh VIP
Treaty) 2013, strengthening its commitment to ensuring access to materials
under copyright for persons living with visual and print disabdifeln
addition to these treaties, other relevant instruments include regional or

bilateral free trade agreements that may impose TRIBSmeasures-

Domesticlnstruments

A preliminary survey of domestic legislation indicates that the Copyright
Act is rdevant in the context of this example. Other domestic statutes and

®6WI POe@drnwn Cont rMROr i ng Partiesd (
<https://wipolex.wipo.int/en/treaties/ShowResults?treaty id=1&country_id=80C> accessed
21 March 2021.

Y6WCT ContracWiROng Partieso (
<https://wipolex.wipo.int/en/treaties/ShowResults?search_what=C&treaty id=16>
accesed 21 March 2021; OWMPPRT Contracting Partiesbd
<https://wipolex.wipo.int/en/treaties/ShowResults?search_what=C&treaty id=20>
accessed 21 March 2021.

B6Member I nfor@@tion: I ndiabd (
<https://www.wto.org/english/thewto_e/countries_e/india_e.htotessed 21 March 2021.

9 nternational Copyright Order 1999.

" 6Rati fication by the Republic oWPQnndi a, Mar r
<https://www.wipo.int/treaties/en/notifications/marrakesh/treaty _marrakesh_1.html>
accessed 21 March 2021. See alsoAni ta Joshua, 6l ndia ratifies

vi sual | y Themipdy D3rJelyd 2D14). (

2L Eg., in the context of patents, Ping Xiong, 'Patents in THRRS Provisions and the
Approaches to Interpretation of Free Trade Agreements and TRIPBh&oAffect Public
Health?' (2012) 46(1) Journal of World Trade 11%5.
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attendant regulations may be relevant when applying the argument set out in
this paper to other forms of intellectual property law. Independent India
enacted its first copyright law in 1957 Prior to this, the copyright laws

that were enacted were either extensions of the British Copyright Act to its
thencolonies or used identical language to the British“Adthe Copyright

Act 1957 has been subsequently amended to include new techablogic

developments and evolving international norms.

Moreover, depending on the particular fact situation, contract law is
likely to be salient. The particular licencing agreement or contract between
authors and intermediaries relating to the copyright enviork in question
is key to determining the copyright holder and the relevant t&tfisis has

been widely documented in the context of the music and film indgstry.
DETERMINING SUBJECT M ATTER: A PRELIMINARY EXERCISE

Once the specific international ambmestic instruments that create and

regulate intellectual property (copyright, in the example used in this paper)

have been identified, it becomes important to conduct a preliminary

interpretive exercise to determine the subject matter under regffaton.

instance, in the context of copyright, the subject matter as specified in the

Berne Convention i s 6l iterary and art.i

production in the literary, scientific and artistic domain, whatever may be

22 For a full discussion of the politics behind the Copyright Act 1957, see generally
Prashant Reddy Thikkavarapu and Sumat hi Chandr as

Berne @ nv e n tCir ®erad ,e , Copy, Di srupt: I ndi ads I ntelle
(Oxford University Press 2017).
“Lionel Bently, 6Copyright, Translations, and Re

Nineteenth and Early Twent-Ketlhw Redewtli8il,i esd (2007)
1183 1185.

“See eg.Gi useppi na ChD®PAgad gthitno ,Contract s, Creators. :
Rules(EE 2010).

®Seeeg.Shubha Ghosh, 6A Roadmap for TRIPS: Copyrig

Indepedd ent I ndiad (2011) 1 Queen Mary Journal of | n-
% For an overview of the complexities of determining the same subject matter in

international | aw, see | LC, OFragmentation of I n
the Diversif cati on and Expansion of I nternational Law:

April 2006, AICN4/L682 [254]256].
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the mode or form of its expes &'nld domestic law as well, the
Copyright Act 1957 provides for exclusive control over the use of artistic,
literary, musical, dramatic and cinematographic works, computer
programmes and sound recordings to vest in the creator, subject to

exemptiong?®

It is important to stress that this is a preliminary interpretive
exercise. For the purposes of the
considers literary works that includes textbooks, journal articles,
monographs, edited collections and otbeolarly works. These works are
covered by both the Berne Convention and the Copyright Act 1957. More

specifically, from its text, article 10(2) of the Berne Convention is

particularly relevant in that it refers

text, section 52 of the Copyright Act lists certain acts that are exempt from

i nfringing copyright. I n particul ar,

by a teacher or a pupi® Thi§$ proviiohis cour se

salient, as well as sectiori2(1)(h) (publication of a collection of nen
copyright matter for instructional use), 52(1)(j) (performance in the course
of education), 52(1)(0) (reproduction from a library where a book is no
longer commercially available), 52(1)(p) (reproduction oifbaaky copy of

an unpublished work for research) as well as 52(1)(a)(fair dealing of a work
for research purposes). Where the particular claim relates to the digital
environment or new technologies, the WIPO Copyright Treaty becomes
relevant. Where the pgsn making the claim or the person affected is a

person living with a print disability, the Marrakesh VIP Treaty becomes

" Berne Convention art 1(1).

8 Copyright Act, s 13.

? See, for an interpretation of this provisidfhe Chancellor, Masters & Scholars of the
University of Oxford v Rameshwari Photocopy Servi28$6 SCC OnLine Del 5128:

(2016) 160 DRJ ( SN) 6 78 (TheEChdnkedon Mdsters & r 6 Si ngl e

Scholars of the University of Oxford v Rameshwari Photocopy Se@d€sSCC OnLine

Del 6229: 2 016) 235 DLT 409 (DB): (2017) 69 PTC

6DU Photocopy®o.
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relevant, as do the other provisions in the Copyright Act that relate
specifically to accessible format shifting (section 52(1)(zb)).

Depending on the subject matter, different provisions in different
intellectual property treaties and domestic legislation will have salience.
Having identified the applicable provisions that would require interpretation
here, based on the particular fattiation underlying the claim, at this stage
in the enquiry it becomes important to consider whether and how

educational materials are regulated by any other bodies of law.

IDENTIFYING OVERLAPPI NG LEGAL INSTRUMENTS REGULATING

EDUCATIONAL MATERIAL S

Having determined the subject matter at issue to be educational materials
(depending of course on the particular facts of a particular claim), the next
step in the enquiry is to determine the legal framework, both domestic and
international, relating to educatial materials. In this section, | identify the

overlapping international and domestic instruments.

l. Internationallnstruments

The International Covenant on Economic, Social and Cultural Rights
(ICESCR) contains a right to educatinindia acceded to the ICESCR in
19793! but has neither signed nor ratified the Optional Protocol to the
ICESCR (OPICESCR). Individual communications cannot be brought to
the Committee on Economic, Social and Cultural Rights (CESCR). The
ICESCR has been dwestically incorporated by the Protection of Human
Rights Act, 1993, that provides for National and State human rights
commissions to be set up to ensure that the rights in the ICESCR,

International Covenant on Civil and Political Rights (ICCPR) and

*0|CESCR, art 13.
61 n dOHELER <https://www.ohchr.org/en/countries/asiaregion/pages/inindex.aspx>
accessed 21 March 2021.

52



(2022) 12 Indian Journal of Intellectual Property Law 53

consttutional rights are adequately protectédzurther, India ratified the

UN Convention on the Rights of Persons with Disabilities (UNCRPD) in
2007, the UN Convention on the Elimination of Discrimination against
Women (CEDAW) in 1993, the International Contien on the
Elimination of all Forms of Racial Discrimination (ICERD) in 1968, and the
UN Convention on the Rights of the Child (CRC) in 1§9dia has not
consented to a single communications procedure under these treaties.
Individuals and groups thusenot file individual complaints at any of the
above treaty bodies. However, India bears reporting obligations regarding
the domestic application of these treaties. India ratified the United Nations
Educational, Scientific, and Cultural Organisation (UNESConvention

in 1946%* As a member of UNESCO, India participated in the World
Conference on Education for All in 1990, that resulted in thebwoding

World Declaration on Education for All and a Framework for Action:
Meeting Basic Learning Need3India has expressed political commitments

to ensure equal access to education for all by participating in the subsequent
World Education Forum at Dakar, and adopting the-lnioding Dakar
Framework for Action in 2008 Most recently, in 2015, India participated

in the World Education Forum at Incheon, adopting the-linding
Education 2030 Framework for Action based on Sustainable Development

Goal (SDG) 47 Although these instruments are not in the nature of treaties

%2 protection of Human Rights Act, 1998s amended by the Protection of Human Rights
Amendment Act 2006).

33 OHCHR(n 31).

%6 Co n st IUNESCQ <hitpd/poftal.unesco.org/en/ev.php
URL_ID=15244&URL_DO=DO_TOPIC&URL_SECTION=201.htmI> accessed 21 March
2021.

% UNESCO, World Declaration on Education for All and Framework for Action to Meet
Basic Learning Needs, (1990) EID/CONF205.

¥ UNESCO, World Education Forum, Dakar: Final ReportQ@®MED2000/WS/29.

3" UNESCO, Education 2030: Incheon Declaration and Framework for Action for the
implementation of Sustainable Development Goal 4: Ensure inclusive and equitable quality
education and promote lifelong learning opportunities for all, (2016P&0B/WS/28. See
also, UNGA, Transforming our world: the 2030 Agenda for Sustainable Development, 21
Oct 2015, A/RES/70/1.
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and do not create binding obligations, they f i rm | ndi ads commi tn
realising the right to education for all.

Domestic instruments

In respect of educational materials, there are a plethora of domestic legal
instruments that are salient: the Indian Constitution, domestic statutes
including eduation law, competition law, and contract law. Apart from

education law which is relevant due to the specific nature of the example in
this paper, these domestic legal instruments are likely to be salient for other

61l P ando6 cl ai ms.

The Indian Constitutiorsian important starting point given its status
as the supreme law of the land. Indian Constitution did not have an explicit
right to education until 2002 when it was amended to add art2Bafore
this, the courts developed an enforceable right to educas an aspect of
the right to life under art 21 read with the relevant Directive Principles of
State Policy I n addition to o6facilities for rea
ones el f i n df° the SBupreme fCourt mes @ncluded the right to
educatimal facilities and the right to compulsory primary education within
the right to life*! On the basis that it would be a retrogressive step for art
21A to extinguish rights that existed under art*21,identify both the
implicit right to education and expit right to education as salient for the
purposes of this enquiry. | address their particular interpretation in the next
section. Further, depending on the claimant and their smgoomic

% Constitution (EightySixth Amendment) Act of 2002. For an overview of the political

and civil society contestation around the amendment and iigueriseeVijayashri Sripati

and Arun K. Thi r uv eutiogah AneendmentéNakirgyithe :RighEton st i t
Education a Fundamental Rightd (2004) 2 Internati.i
% Constitution of India, art 45 (before amendment in 2002).

0 Francis Coralie Mullin v The Administrator, Union Territory o&[hi 1981 AIR 746 [7]

[8].

“ Bandhua Mukti Morcha Union of India(1997) 10 SCC 549 [11].

] CESCR art 2. See also, Sandra Liebenberg, o6Bet
The Emerging Jurisprudence of the United Nations Committee on Economic, Social and

Cul tur al Rights Under the Optional Protocol & (20:¢
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position, the right to equality and naiscrimination become®levant as it

brings to the fore considerations of access to educational mafériis.

guestions that arise areto what extent is access available to the claimant ?

To what extent does the <claimantds | ocat
charactestics, or group membership, or identity, or status condition their

access to these materials and consequently their right to education ?

In terms of domestic statutes, the Right to Education Act, 2009
(6RTE Actod) is relevantt2lA*ltisvems enact ed
i nstance of a O6const it udquiredtodegislatet at ut e 6,
to fulfil a positive constitutional obligatioff. The RTE Act describes the
manner in which the right to free and compulsory education must be
implemented byhe Staté® The right to education under this Act includes
an equal right to the same quality of educafiomjthout discrimination, for
children living with disabilitie$? children whose parents or guardians earn
an annual income lower than the minimum amospecified by the State
through notification and children who are disadvantaged by virtue of their

caste, class, language, gender or any other social, cultural, economic,

43 Conditution, arts 14, 15.

“ See generallyAr chana Mehendal e, 6Compul sion to Educat e
Routledge handbook of education in India: debates, practices, and pdR@gledge

2018).

5 For another rample of a constitutional statute in the Indian context see, Malavika

Prasad, 0Guest Post: Right To I nformation (RTI)

(IndConLawPhi] 31 July 2019) <https://indconlawphil.wordpress.com/2019/07/31/guest
postrti-ard-the-ideaof-a-constitutionalstatute/> accessed 21 March 2021; Gautam Bhatia,

6The Amendments to the Right t mdConhdwBhi)mati on Act
25 July 2019) <https://indconlawphil.wordpress.com/2019/07/2&thendmentso-the-
right-to-informationactare unconstitutional/> accessed 21 March 2021. See &oah

Ahmed and Adam Perry, 4T 8/ Oxfoid tJautnal ofnLagal St at ut es 6
Studies 461.

“® pramati Educational and Cultural Trust v Unionof India2 0 1 4) 8 ®@@atil [ 40] (6
Educational Trugi ) .

47 Although, the Supreme Court has excluded the application of the RTE to minority

schools whetherided or unaided by the State, ibid [47].

“8RTE Act, s 3(3). See also, Persons with Disabilities (Equal Opportunities, Protection and

Full Participation) Act 1996.
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geographical or such other facfSrindirect costs of education, including

the cos of textbooks and other educational materials as barriers to access
are contemplated by this A%t The Model Rule¥ pursuant to the RTE Act

also explicitly include the provision of free textbooks as well as free
assistive learning materials and supportr fohildren living with
disabilities>?

Further, given that textbooks and other educational materials are
more often than not produced and marketed by business actors, such as the
publishing industry, competition law becomes relevant. Its particular
relevarce depends on the claim at is§ueut for instance, comparatively, in
the South African context, the Competition Commission of South Africa
was investigating a case of price fixing in the publishing industry that led to

an increase in prices of educatibmeaterials>®

The Indian Competition
Act 2002 could also offer potential for a similar claim, if the fact situation

supports it.

Finally, as mentioned in the section on identifying intellectual
property instruments above, contract law may have an important role to play
in structuring the relationships between the copyright holder, and institution
or individual seeking to access edtional materials. In interpreting
relevant contracts, regard must be had to ss 23 and 24 of the Indian Contract
Act that effectively provides for the supremacy of statutory law and public

policy over contractual relations.

9 RTE Act, ss 8(c), 9(c). See also, s 12(1)(c) requiring private unaided schools to reserve
25% of seats in class 1 for children from the same disadvantaged sections of society. This
was held to be constitutional Rramati Educational Trugin 46) [42].

RTE Act, s 3(2).

*1 These rules provide direction to state legislatures for the enactment ebasat: RTE

Acts as education is a matter within the competence of both the central and state
legislatures.

*2Model Rules, Rule 5, 14(3).

¥odMeadiSt at ement : The Commi ssi on uncovers cartel

Commission of South Africa, 29 August 2018.
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INTERPRETING THESE IN STRUMENTS AND UNDERSTANDING TH EIR

RELATIONSHIP WITH ON E ANOTHER

The instruments | have identified above are all in the natueawofThey are

all related to one another, on the basis that they are either undertaken,
promulgated, or otherwise structured by the andbtate. In this section, |

set out the relationship between these different instruments and how they

should be interpreted.

l. Determining the content of international treaty obligations

| first deal with the rules of interpretation in respect of the sslev
international instruments. India has consented to be bound by the
instruments | have outlined above. This is key in respect of understanding
their domestic application. | address this in the next section. Given the
pluralistic nature of internationahw, identifying the relevant legal rules is

an important first step: Crucially, however, in order for India to consider
howto domestically apply the relevant rules of international law, it becomes
important for the content of the relevant internationbligations to be
determined. In this section | set out the rules of treaty interpretation that
must be applied to determine the extent of the obligations imposed on India

under international law in respect of educational materfals.

* Martti Koskenniemi, 6 Met hodol ogy of I nternational Lawbd
Encycl opaedia of Publ ic I nternational Law 9; C|
I nternational Lawé in Jeanne B&drhdmeuj urindi qlue g
international entre tradition et ipvation(Graduate Institute Publications 1997).

®For the desirability of the VCLT6s application
of international law, seédile Ammann,Domestic Courts and the Interpretation of

International Law: Methods and Reasoning Based on thissSExample(Brill -Nijhoff

2020) 1912 2 2 ; Dire Tl adi, 0l nterpret atrieody of Treati e
Framewor ko i n Hel mut Phi | i pThe IMarpsetationaof d Georg N o
International Law by Domestic Court®xford University Pres2016).
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According to the Viena Convention on the Law of Treaties, treaty
provisions must be interpreted in good fafthThis includes deciding
whether an evolutionary interpretation of a treaty provision is appropfiate.

An interpreter must interpret the ordinary meaning of the texits
surrounding context and in 1%Thdt of the
context includes the preamble and annexes to the treaty, as well as those
treaties that have been concluded in connection with the treaty in qu&stion.
Along with the contextthe interpreter must take into account subsequent
agreements regarding how the treaty must be interpreted and &fphied;
domestic implementation of the treaty (including domestic court decisions)
as evidence of how States parties understand the tneatyei form of
subsequent practiéé;and the development of other relevant international
law norms>? Finally, if intended, special meanings must be given to a term
under interpretatiofi’ Although the text is the necessary starting point, all
the materialseferred to in art 31 are equally important to interpretatfon.
Only if an interpretation pursuant to the rule described above leads to an

6obscure or ambiguousd meaning, or a O0ma

®VCLT art 31(1). SeeHugh Thir |l way, 6 Thedavtayd Plocetueerofpr et ati ono,
the International Court of Justice: Fifty years of Jurisprude(icst edn, Oxford University

Press 2013) 1229232.

* Eirik Bjgrge, The Evolutionary Interpretation of Treatig®©xford University Press

2014).

B\V/CLT art 31(1).

VCLT arts 31(2)(a), (b).

SOVCLT art 31(3)(a).

®LVCLT art 31(3)(b). See alse, B de Chazournes, 6" Subsequent Prac
Resembl anced: Towards Embedding Subsequent Pract:
Nolte (ed),Treaties and Subsequent Pract{€xford University Press 2013) 632.

82\/CLT art 31(3)(c). See section 1.5.1.2.

83VCLT art 31(4).

®|LC, Draft Articleson the Law of Treaties with commentaries, (1966) A/CN4/185, 220

[9]. See alsoDH Regan, 0Understanding What the Vienna
Il dentifying and Using O0Sources For Treaty I nterp
d 6 As pr e mdrfard Harddosk) of the Smxes of International Laywol 1 (Oxford

University Press 2018) 106B8054.
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result, the interpreter must turn to ttnevaux préparatoirego confirm the

interpretatiorf>

All the treaty provisions identified above are part of a single
overarching system of international I1&WThe organising principle at work
I's systemic integration, whbbligatonsr equi r es
be interpreted harmoniously (to the greatest extent possible) and as a part of
a coherent systefif. This principle is codified by the VCLT as subsection
3(c) of the golden rule of interpretation, art %1This principle and its
application haseceived much attention in academic literattigs well as
courts and tribunal®,

In respect of the treaties set out above, the particular content of the
obligation imposed by the Berne Convention and other copyright treaties
must be determined. It is ide the scope of this methodological paper to
conduct this exercise in full, but | have done so comprehensively

SVCLT art32.Seeals®! i ver D°rr and Kristen \Bemtamal enbach (
convention on the | a@ndedn Springe.t i es. : a commentary
P Sands, 6Treaty;FeCustidmaadrndnt b Crnadses nati onal
Human Rights and Developmentwaournal 85, 95.

“Yuval Shany, 60ne Law to Rul esBeWWewedasl | : Shoul d
Guardians of Procedur al Order and Legal Uni f or mi
Kristian Fauchald (eds)The Practice of International and National Courts and the-(De

)Fragmentation of International La@Hart 2012) 1617.

8 \V/CLT art 318)(c).

® Eg,Chin Leng Lim, o6Trade Law and the Vienna T
Il ntegration CIl| aus e 6 -yulin (eflg),IntereationaCHcenonsicsLaw and Ts ai

and Governanc Ox f or d Uni versity Press 2016) ; Campbel |l
Systemic Integration and Article 31(3)(c) of the
(2005) 54 International and Comparative Law Quarteily92; Martins Paparinskis,
Together or Do |t My Way: No Systemic Preference
Annual Meeting 246See also)vo Tarik de VriesZ o u 6Divided but Har moni o
Interpretations and Applications of Article 31(3)(c) of the Vienna Convention on the Law

of Treati esd LavvRedeiv)86, 886ee,Uar & akdngth treatment of the

issue,Panos MerkourisArticle 31(3)(c) VCLT and the Principle of Systemic Int¢igra

Nor mati ve Shado(@mdl-Nihoff2015)84109%6 s Cav e

"9Eg., Iron Rhine ArbitrationBelgium v NetherlandsAward, ICGJ 373 (PCA 2005) [58],

[79]; Golder v United KingdomApp No 4451/70 (1979) 1 EHRR 524; Ahmadou Sadio

Diallo (Guinea v DIT), Judgment on compensation [2012] ICJ Reports 324[f4]

59



(2022) 12 Indian Journal of Intellectual Property Law 60

elsewheré? Further, the particular scope of application, content and nature
of the right to education in the ICESCR and other human rightgies

must be determined through this process of interpretation as well as the
nature and extent of the obligations imposed upon the Staterhat extent

the obligation is progressively realisable and immediately realisable and
what aspects of it are gaof the minimum core and bind States to take

immediate action.

Once the content of the international obligations at issue has been
determined using the above method, the next step is for the particular
interpreteri whether courts, Parliament or theeemtivei to consider what

effect these obligations have domestically.

. Domestic effect of international obligations

The constitutional text, as well as interpretations of it, offer clear rules for

the domestic applicati omns.orfsunh,thdi ads i nt
effect of international obligations that bind India is largely interpretive

rather than direct. The Constitution vests exclusive legislative competence

in Parliamen?t o make | aws on matters related t
internatioral law-making and the domestic application of international

obligations” Under the Constitution, the powers of Parliament are

coextensive with those of the Union Executi¥élhe Executive is thus

empowered to exercise its functions within the particuleasof legislative

competence of Parliament. Further, the Constitution specifically enables the

" Sanya Samtani, The Right of Access to Educational Materials and Copyright:
International and Domestic Law (Brilartinus Nijhoff, forthcoming).

"2 ConstitutionThe i mpact oféderadl strdctuee drs legiglatisescompetence at
both levels is captured under Constitution art 246, read with the Seventh Schedule. In the
Seventh Schedule, there are three lists detailing the fields within which the central
govenment (through Parliament) may make laws (the Union List), the state governments
(through state legislative assemblies) may make laws (the State List) and a third list where
both the centre and state may make laws concurrently (the Concurrent List).

'3 Constitution, Seventh Schedule, entries 10, 11, 12, 13, 14, 15. See also, entries 1, 2, 3,
16, 17, 18, 19, 21, 25, 29, 31, 37, 41 and 57.

" Constitution, art 73(1)(a).

60



(2022) 12 Indian Journal of Intellectual Property Law 61

Uni on Executive to o6éexercise such rights
exercisable by the Government of India by virtue of any treaty or

agr eethReadwith arts 253, 246 and the Seventh Schedule of the

Constitution, this provision indicates that the Union Executive is equally

empowered to enter into treaties on the international pland,apply

international obligations domesticalfly The Constitutiondoes not provide

clarity on how this coexistent power is apportioned between Parliament and

the Union Executivé’ The only constitutional constraint is that all

executive and legislative exercises of power must be compliant with the

Constitution in generaind the fundamental rights in particufar.

The Supreme Court has clarified that the deposit of consent to be
bound by international treaties does not on its own have domestic direct
effect’® However, as noted in the limited literature on the question, the
Supreme Court has recently moved towar ds
international human rights obligatioffs.lts decisions assume that the

judiciary is equally competent to give direcbrdestic effect to treaty

'S Constitution, art 73(2)(b).

Vs Mani, O6Effectuation of International Law in
Practice in | ndi aloflptératoba)LabldB s6il.an Year boo

" This, it has been argued in the literature, is problematic in that it entails that international

obligations are entered into almost entirely through the executiveVBee Kumar Singh,

6l nternational Treaties and the Indian Legal Sy
Italian Yearbook of Internationdlaw Onl i ne 63; Aparna Chandra, 61 nd
Law: For mal Dual i sm, Functional Moni smé (2017) 5

25; Ni hal Jayawi ckr ama, The Role df Rofestic CourBanvi d Sl oss
Treaty Enforcement: A Companat Study(Cambridge University Press 201®ee also,

setting out the need for legislation to apportion specific roles and responsibilities to

Parliament and the national executive, National Commission to Review the Working of the

Consti tut ulaton PageAon Creatysa ki ng Power under our Const.
January 2001, New Delhi) <https://legalaffairs.gov.in/sites/default/files/Treaty
making%20power%20under%20our%20Constitution.pdf> .

'8 Constitution, art 73(1), 13(1).

" Maganbhai IshwarbhaiPatel v Union of India(1970) 3 SCC 400 (Shah J) [80]

( Maganbhad ) . S BN Pagel, The State Practice of India and the Deymstent of

International Law(Brill -Nijhoff 2016) 13.

8vG Hegde, o6lndian Courts and International La
International Law 53, 6@ 1 ; Lavanya Rajamani, 0l nternational L

Schemadéd in Sujit Choudhry, Ma d h aWhe GBxfods | a, and Pr
Handbook of the Indian Constitutipwol 1 (Oxford University Press 2016) 148.
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obligations, without any further steps taken by the executive or legisfature.

A closer look at the jurisprudence indicates that the Court has used this
doctrine of 0 udi oneexplanationdooits ptdisatet i ond as
of I ndi ads t% Thedthgr intefpretivegeapianaton provided

by the Courf? fits better with the constitutional scheme and the place of

international law within it.

In India, the interpretive functions of international obligations have
been judicially evolved by interpreting art 51(c). Art 51(c) of the
Constitution states, 6[t] he State shall
international law and treaty obligations in the dealings of organised people
wi t h o n & Thispmvisioe isa Ditective Principle of State Poliéy.
An analysis of its nature is important to understanding its application. Art
51 places a neshusti ci abl e obligation upon t he
According to the ordinary meanidngo of Oen
try, make an effort for a specified obje
fulfilment of an objecf® This exhortative obligation is one of effort rather

than outcom&’Under art 51(c) specifically, the

81 Gramophone Company of India Ltd v Birendra Bahadur Par{dle$4) 2 SCC 534 [5]
[71.
%2 See alsoKS Puttaswamy v Unionof Ind@2 017) 10 SCCPrivack9®ar i man J) ( «
[532]-[535] for a recent iteration of direct application stating
In the absence of any specific prohibition in municipal law, international
law forms partof Indian law and consequently must be read into or as
part of our fundamental rights. (engdis added).
8ibid (Chandrachud J) [91]:
In the view of this Court, international law has to be construed as a part
of domestic law in the absence of legislation to the contrarypmrtiaps
more significantly, the meaning of constitutional guaranteest rhas
illuminated by the content of international conventions to which India is
a party. (Emphasisadded).
8 Constitution, art 51(c).
% Constitution, part IV.
%0xford Dictionaries, O6Endeavour 6
<https://www.oed.com/view/Entry/61902?result=2&rskey=kZMcgodceessed 24
November 2020.
87 Lavanya Rajamani (n 78) 145; VG Hegde (n 78) 57.
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i s t o 6pest ér fpoe 6i nternational | awd [

obligationg6 in particular.

To fully understand the domestic effect of the treaty obligations set
out above and how they relate to the other relevant domestic legal
instruments, it becomes importaotget out the principles of interpretation
relating to all of the above.

a) Statutes must be interpreted consistently with binding treaty obligations

Courts have interpreted art 51(c)o6s injul
statutes must be interprdte compati bl vy wi t h I ndi ads |
obligations, where such an interpretation is reasonably po&Sibite.

addi tion, the Ointerpr edquabDPSP,egtails ded funct
using relevant international law (both binding and -bording) to inbrm

the interpretation of a statute when it is unclear or conté®ice access

to educational materials is regulated by a domestic copyright statute, this

interpretive injunction is relevant to its interpretation.

b) International law as an interpretivieamework for the interpretation of

fundamental rights

Art 51(c) also creates an Ointerpretive
content of fundamental rights. Most recently, in the absence of an explicit

right to privacy, the Court has employednt er nat i onal |l aw to o6e
scope and content of the fundamental rights to life, equality and freedom in

the fundamental rights to include this rightirawing on binding and nen

88BN Patel (n 77) 122.

8 Union of India v Meghmani Organics L{A016) 10 SCC 28 [26]lolly George Verghese

v Bank ofCochin[1980] 2 SCR 913 [9].

% PUCL v Union of India2005) 2 SCC 436 (Sabharwal J) [17], [41], (Dharmadhikari J)

[51]-[58]; Githa Hariharan v. Union of Indi1999) 2 SCC 228 [14].

1 The Supreme Court invoked international treaties that bind India to interpret the

Copyright Act inGramophone Company of Indja 81) [29].

92K S Ruttaswamy v Unionof Indie 2 01 9) 1 SCC 1Aadhaai52J]6,) [ 508. 14] (6

63



(2022) 12 Indian Journal of Intellectual Property Law 64

binding international instrument$ It suffices to note that internatial law
has been used to interpret the fundamental rights purposively. With regard
to the right to education, international law has been used to clarify the

Stateodo$ duties.

These interpretive principles set out in brief the domestic effect that
internatonal obligations must be given under the Constitution. | now turn to
the rules of interpretation governing the interpretation of statutes and the

fundamental rights in the Constitution.

Interpreting domestic law: relevant statutes, contractual relatiayship

and the Constitution

The Copyright Act, 1957 is by its nature a statUtas is the Right to
Education Act. Its interpretation is thus subject to the rules of statutory
interpretation. The right to education and the right to equality and non
discriminaton are constitutional fundamental rights. Their interpretation is
subject to the rules of constitutional interpretation. This is something that
the decisiormaker / the interpreter of the claim (Parliament, for instance)
must take into account in deternmg its contours (in amending the
Copyright Act, for instance). In this section | set out the interpretive
principles to be applied to determine the relationship between both sets of
instruments. | also set out how these legal instruments relate to toaltrac
relationships, given that contracts are key to structuring access to

educational materials.
a) Interpreting fundamental rights

In the Indian context, it becomes important to interpret the scope of

application and the content of the relevant constitutioights in the

% See,PUCL (n 90) [20]-[26]; Thalappalam Service Coop Bank Ltd v State of Kerala
(2013) 16 SCC 82 [57p9]; Navtej Singh Johar v Union of Ind{@2018) 10 SCC 1 (Misra
CJ) [162}{167]; Privacy-9J (n 82) (Chandrachud J) [148154].

% Society for Unaided Private Schools of Rajasthan v Union of I(242) 6 SCC 1
[213], [222}[225].
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fundamental rights that are at issue, drawing on the case law surrounding
it.% Further, the nature and extent of duties that the relevant right imposes
upon the State must also be determined in the same manner. In particular,
while understading the unique socieconomic position of the claimant, the
right to equality and nodiscrimination becomes salient as well, and is
subject to the same rules of interpretation.

b) No | aw can O6abridgeé or violate t
The Corstitution provides that

[tlhe State shall not make any law which takes away or abridges the
rights conferred by this Part and any law made in contravention of

this clause shall, to the extent of the contravention, be%oid.

The fact that a law cannot beenpreted consistently with international law
does not affect its constitutionality. However, the constitutionality of a law
is suspect if it abridges or violates fundamental rights. Here, law is defined
broadly, and includes delegated legislafibif.a law violates a right in the
fundamental rights, courts must first exercise their discretion to attempt to
read down the law so as not to violate the right.that is not possible,
courts are empowered to strike down the law as unconstitutional to that
extent’® Put differently, this means thall law must comply with the
fundamental rights and give effect to the DPSPs; but if it cannot give effect

to a DPSP this does not in and of itself render it invalid.

% See sectionil | © fADomestic Instrumentsodo wunder
Regulating Educatian | Ma t(page b3&6) for an interpretation of the fundamental
rights at issue in this example.

% Constitution, art 13(2).

" Constitution, art 13(3)(a). See alstiyl Seervai,Constitutional Law of Indiavol 1 (4th

edn, Universal Book Traders 2002) 400.

% Eg.,Indra Das v State of Assaf2011) 3SCC 380 [32]40].

% Constitution, arts 32, 226. See generally, for a statement of the law on severmblly,
Chamarbaugwalla v Union of IndialR 1957 SC 628.
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c) Limitations of rights in the fundamental rightsish be constitutionally
justified
Different fundamental rights have different standards of reviéw.
However, t he Supr eme Court has recent |
reasonabl eness runs through tffe entire
Where the State faik® fulfil the relevant standard in justifying a limitation,
the law is unconstitutional to the extent that it infringes that particular
right.!°? Differential standards apply to the constitutional right to primary

education;’® the right to equality and nediscrimination'®* and the right to

105

life,””>which include the right to education at all levels.

In sum, all obligations, whether international or domestic, must be

fulfilled in conformity with the fundamental right§®

d) Contracts cannot be concluded if thegntravene existing statutes or if

they are against public policy

Contractual relationships are key to understanding how educational
materials are actually delivered in society. Contrattscture relationships
between authors and publishers, and publishers and libraries among other
essential relationships required for the delivery of educational materials.
This section briefly discusses them. The Indian Contract Act provides that
contrads whose objects are in contravention of existing statutory law are

unlawful and therefore void. Moreover, those contracts whose objects are

WAparna Chandra, O6Proportionality in India: A Br
of Oxford Human Rights Hub Jowah55, 62.See also, an attempt by the same author to

draw on common elements used in limitations analyses across wgigma Chandra,

6Li mitation Analysis by the I ndian Supreme Cour
Steiner, and Andrejang (eds)Proportionality in Action(1st edn, Cambridge University

Press 2020) 461.

9l shayara Banov Unionof Ind@2 01 7) 9 SkagraBanppP 1] (6

192Eq. Shreya Singhal v Union of Ind{2015) 5 SCC 1 [55]68], [79].

193 Constitution, art 21A.

194 Constitution, arts 14, 15.

195 Constitution, art 21.

196 Except for where statutes that restrict fundamental rights pass reasonableness review.
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against public policy are also unlawful and therefore vdidhis applies

even where objects are partly unlawftil Further, it is arguable that these

provisions of the Indian Contract Act provide a basis for its
constitutionalisatiori®® Since the Contract Act, 1872 is a statute, according

to the interpretive injunctions set out above, it must be interpreted to give

effect to the fundamental rights and the directive principles of state policy.
Moreover, the Supreme Court has interpre
s 23 of the Indian Contract Act as including the realisation of fundamental

rights°

The above interpteve injunctions indicate that outside of using
fundamental rights to make legal claims, they remain crucial to interpreting
statutes, the Constitution, and indeed private contracts. Any institution
grappling with 6l P anddé cleaimust, however
consider this cumulative effect of the above injunctions. In respect of-claim
maki ng, although there is a generally h
respect of enforcing fundamental rights violations in comparative
constitutional law;'! the Indan Constitution contains explicit provisions
regarding the horizontal application of particular fundamental rights in

particular circumstanceéd? Of particular relevance is art 15(2)(a) that

97 Indian Contract Act 1872, s 23. See also, in the context of housing discrimination,

Ani ndi t a Mu kivediscyiniratjon, éeBregatedasgaces and the chimerical right

t o housingd The Leafl et (6 J u-diserimirzatiotk 9 ) <https:/
segregatedpacesandthe-chimericatright-to-housing/> accessed 10 June 2022.

198 |ndian Contract Act 1872 24.

¥seeShyamkri shna Balganesh, 6The Constitutionalis.
Choudhry, Madhav Khosla, and Pratap Bhanu Mehta (dts),Oxford Handbook of the

Indian Constitution vol 1 (Oxford Univesity Press 2016)See also, Divyanshu Sharma,

6Making a case for the constitutionalising contr
2022) <https://itheleaflet.in/makirgcasefor-constitutionalisingcontractlaw-in-india/>

accessed 10 June 2022.

19 CESC Ltd. etc v Subhash Chandra B&962 AIR 573 para 302-B. See alsoDelhi

Transport Corporation v DTC Mazdoor Congred€91 AIR 101.

" Gautam Bhatia, O6Horizontal Rights: An Ilnstitut
College, University of Oxford}19, 21. In the Indian Constitution, art 12 encapsulates this

vertical approach.

“2ihid 47. See, Constitution, arts 15(2)(a), 17, 23(1) and 24.
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prevents private discrimination with respect to access to shupsprieted
by the Supreme Court in a broad sense to include access to service providers
in generaf®® This is likely to be relevant with regard to interpreting

contracts that concern delivery of educational materials.
CONCLUSION

The institutional contextiwh i ch t he 61 P andé claim is b
particular relevance in respect of applying the methodological approach set
out in this papet** The institutional actors interpreting the claim are also
subject to constitutional constraints. For instanae, has been recently
reported;™® if Parliament seeks to consider amendments to the Copyright
Act, it must act in accordance with constitutional constraints imposed upon
Par | i amanaking functiora Whis would entail applying the above
methodology to uderstand the extent to which the current Act fulfils
fundamental rights (and other overlapping areas of law that impose
obligations upon the State), and crucially, the impact of the amendments on
fundamental rights. The institutional constraints of Padiamsuch as
parliamentary voting procedures would play a key role in determining who
ultimately applies these tools and how they do so.

In sum, the integrated method proposed in this paper is as follows:

first, an identification of the international ambmestic legal instruments

113 |ndian Medical Association v Union of Ind{@011) 7 SCC 179. But see, with the same

bench strengthZoroastricn Co-Operative Housing Society v District Registrar -Co

Operative Societies (Urbam§IR 2005 SC 2306. The latter has been critiqued on the basis

of conflating statutory policy with public policy. See, for this argument, Gautam Bhatia,

60 Excl usi onsandtheConstidutioa hi:tZoroastrian Cooperative and Political
Liberalismb I ndi an Constitutional Law and P h
<https://indconlawphil.wordpress.com/2014/01/13/exclusiotamenantsaandthe-

constitutioniii -zoroastriarcooperatie-and-political-liberalism/> accessed 10 June 2022.

“This is an understanding of 6structural biaso |
Mar tti Koskenniemi, &6The@O0Pdkhtbscisadbbrbn{eond)i @anc
115 parliament of IndiaReport on Review of Intellectual Property Rights Regime in India

(Rajya Sabha, 23 July 2021)
<https://rajyasabha.nic.in/rsnew/Committee_site/Committee_File/ReportFile/13/141/161 2

021_7_15.pdf> accessed on 20 February 2022.
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concerning the particular form of intellectual property law in question;
second, a determination of the subject matter of the claim; third, an
identification of the international and domestic legal instruments concerning
the ovelapping subject matter; fourth, an inquiry into the rules of
interpretation applicable to the identified instruments as well as their
relationship with one anotherin particular, the impact of constitutional

law, given that this analysis is located withithe Indian domestic context,

the role of constitutional law in governing the domestic application of
international law, and the interpretation of statutes in light of international
and constitutional law; and finally, an understanding of the rules gogern

the institution within which such interpretation is taking place. This method
is one that takes cumulatively a single
domestic obligations and ensures that an interpretation of an IP claim does
not take place in isation to other areas of law that regulate the same
subject matter. While the paper uses copyright and educational materials as
its central case to develop such a rubric, the integrated method proposed in
the paper is equally applicable to other intellekcpraperty law claims that

overlap with other areas of legal regulation.
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A SURVEY OF CONTEMPORARY |INDIAN CASE LAW ON

PRIOR PUBLICATION OF DESIGNS

Eashan Ghosh
Abstract

Few areas of Indian intellectual property law have beeriuaslamentally
altered by a single legislative act as prior publication under designs law
was by the Designs Act, 2000. Under the 2000 Act, quite literally, it was out
with the old and in with the new. Out went the narrow and limited search
for materials b find if a design registration had already been published in
India before. In came an intelligent and dynamic search for disclosures
which could preempt and scupper design registrations using materials from

anywhere in the world.

Now, over two decades drom that seismic change, prior publication law

in India is spoilt for choice. Indian courts can dip into a deep and diverse
body of case law on the subject and customise their approach to the facts
and materials available to them. The results are fretjyefascinating,
touching on themes as trivial as the angles at which indentations on steel
bars are made and as philosophical as how much you can truly rely on what

you read on the internet.

In this essay, | survey Indian prior publication case law wifo@us on the
last five years. Following an introduction to the subject in 81, | set out the
functions of and qualifications to prior publication under the 2000 Act in

82. This is followed, in 83, by a deliberation on disclosure and publication

" Eashan Ghosh is an intelleatyproperty lawyer in private practice in New Delhi. He is
the author of The Finished Article: Essays on Indian Designs Law (Thomson Reuters,
2022), and Imperfect Recollections: The Indian Supreme Court on Trade Mark Law
(Thomson Reuters,

2020).

The authotthanks Aniket Chauhaan for research assistance that greatly improved the final
draft of this essay.
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with the hép of two prominent rulings in Bharat Glass and Reckitt. In 84, |
briefly examine recent prior publication law as it applies to design
applications and cancellations, before -88 identify some important
contemporary trends to emerge from Defendants prgseto service prior
publication as a defence to design infringement. | conclude in 89 with some
thoughts on what a comprehensive and layered prior publication inquiry
might look like, and how best to draw the balance between the objectivity

demanded byhe law and the subijectivity inherent to designs.
INTRODUCTION

In May 2000, India enacted fresh designs legislation for the first time in

over eightynine years.

By the time it arrived, the Designs Act, 2000 was at least two decades

overdue. Its enament replaced the shell of the Patents and Designs Act,

1911, of which forty sections addressing the law of patents had already

migrated to the Patents Act in September 1970. The endeavour by the 2000

Act to 6consolidate andecamemd dtfhedelsavgnrs

was, therefore, a considerable one.

The task inevitably demanded wholesale changes to the 1911 Act.
Ironically, one of the most radical changes introduced by the 2000 Act was

provoked by the addition of a mere five words.

Indian law hashistorically recognised prior publication both, as a ground for
rejecting an application for the registration of a design and as a ground for
cancellation of a registered desfgRrior publications are permitted to be
read against design registrationghis manner for a simple reason. Design
registrations, and the exclusive term of protection that come with them, are

offered in exchange for a disclosure to the Designs Office of a new or

! Preamble to the Designs Act, 2000, The Gazette of India (Extraordinary Part Il, Section 1),
dated May 12, 2000.
% See, for instance, Sections 43(1) and 51A(1)(a)(ii) of the 1911 Act.
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original design. If it transpires that the design at issue haadgirbeen
published or disclosed to the public prior to its registrationgthe pro quo

underpinning the grant of the registration itself no longer holds good.

The 1911 Act drew one limit around this ground of prior publication. Under
Section 51A(1)(a)(), it stated that the publication of the design must have
beenin India prior to the date of registraticiThe 2000 Act, under Section
19(1)(b) which replaced Section 51A(1)(a)(ii) of the 1911 Act, expanded
this | anguage t o oain any bthei cwuntd?.Quite i n
literally overnight, the introduction of these five words turned prior
publication into a demanding and expansive global inquiry.

Major upheaval was not long in coming.

Predictably, the opening up of the prior publication inguaggressively
favoured those challenging design registrations. Its impact was keenly felt
by two categories of designs litigants. One, naturally, was Petitioners in
cancellation actions. The other, however, was Defendants in infringement
actions. Under th freshly minted Section 22(3) of the 2000 Act, these
Defendants were given the liberty to raise, as a defence against
infringement, any ground that could ordinarily be used to challenge a
registration in a cancellation action. This had the effect of flizing an
erstwhile practice of denying or vacating interlocutory injunctions to
Plaintiffs in design infringement actions on the ground of prior publication,
even though their registrations could not directly be challenged in such

proceedings.

ndi
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a

*An amendment had previously repl aced OBritish

51A(1)(a)(ii) in 1930.

* Fun World & Resorts v Nimil K. K2020 (81) PTC 441 (Ker), [15].

® Doraiswamy ntegrated Engineerin1996) 1 MLJ 5542], 7-8, Baldev Singh v Shriram
Footwear1997 (17) PTC 268 (Del) [2], 7, 11, 1Bgarwal v Mayur Plasticd998 (18)
PTC 182 (Del) [11]Singh v Godran Rubber999 (19) PTC 375 (Del) {&82], Kemp & Co

v Prima Plastts2000 (20) PTC 96 (Bom) [113], are all good illustrations of this practice
from the decade preceding the 2000 Act.
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Section 223) had another upshot. Previously, Petitioners (in cancellation
actions) and Defendants (in infringement actions) had been constrained to
cite prior material published within India. However, under the 2000 Act,
both these categories of litigants were nempowered to bring conflicting

publications from around the world to challenge Indian registrations.

A raft of antiregistrant rulings duly followell. Some of them cast an
especially harsh light on the difficulties of transitioning between the two
standard. One prominent difficulty was that the 2000 Act permitted a
global prior publication search to prejudice registrations that had been
issued based on domestic publication searches’only.

Prior publication law in India has also been fmmmmittal on anotire
crucial question. This is the question of how much publication is sufficient

to constitute prior publication under the Designs Act.

Whether certain cited material is significant enough to support a prior

publication finding against a design registranb@ind to be subjective to

some degree. Part of this subjectivity comes from the fact that India has

never committed to a st dEwnsorindiandefi ni ti o
law on the subject is remarkably uncertain. In the main, sufficiency of

publication boils down to this: Can a single or isolated instance of

disclosure of a design be considered prior publication?

® Rotela Auto v Jaspal Sindt002 (24) PTC 449 (Del) [16]2§] for instance, applied this
liberalized law to vacate an interim injurani issued to the Plaintiffs by looking to prior
publications by Taiwanese and Korean compar@itaridge Moulded Fiber v Mohan Fiber
Products2004 (2) ShimLC 432, [282], meanwhile, ruled for the Defendants on facts that
would have invited prior publicatin f i ndi ngs i n favour of the Pl air
publication in Indiad standard.

On the flip side of this divideTexla Metals & Plastics v Anil K. Bhas901 (21) PTC 146
(Del) [16] rejected a prior publication defence based on foreign publicatider the 1911

Act that would almost certainly have succeeded under the 2000 Act.

"The Pl aintif Fabér CastelgvuPikper2@03 (27) RTC 538 (Bom) [12]
supplied an excellerfitand compelling articulation of this difficulty.

8 The Wimco v Meena Match Industrie$983 (3) PTC 373 (Del) [8)Venus Industries v
Magpie Export2003 (26) PTC 312 [11Part Industries v Techno Plag007 (35) PTC

285 (Del) [20], andreckitt Benkiser India Ltd. v Wye2013 (54) PTC 90 (Del)(FB) [10],
have combinetib make this observation, in respect of the 1911 Act as well as the 2000 Act.
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This question has split Indian courts down the middle. Some courts have
held that a single instance of disclosure deesstitute prior pblication?
others have held that it does nbt.

To summarise: Prior publication in India is an opewed, worldwide
search, with no consensus on how much publication is sufficient to knock
out a design registration. The weight of this context is profolingheans
that prior publication cases turn almost entirely on the substantive prior
publication inquiry. As a result, there is tremendous pressure on Indian

courts to get this inquiry right.

In this essay, | contribute to Indian prior publication lawthwia
comprehensive survey of recent precedent. In particular, | focus on the
development of the prior publication inquiry by Indian courts. | narrate how,
despite prior publication being a dominantly factual inquiry, the rigour it is
applied with has stedd been in decline, especially in cases of design
applications and cancellation of design registrations. On the other hand, the
bulk of the contested growth of prior publication law has emerged from its
deployment as a defence to design infringement@tim this context, this
essay highlights two key trends. One is the important role being played by
industry standards as prior publications in testing the validity of design
registrations. The other is the strength of prior publication defences which is
often dictated by the availability and reliability of materials sourced from
the internet.

% Joginder Singh v Tobu Enterpris2989 (9) PTC 175 (Del), [1€[L1]. See alsdNational

Trading Co v Monica Chawld994 (14) PTC 233 (Del), [1], 5, relying dbtto v Steel

(1886) 3 RPC 10hlumpherson v Sy€i887) 4 RPC 407, andarris v Rothwell(1887) 3

RPC 383.

2 Tobu Enterprises v Joginder Metal WowkiR 1985 Del 244, [7]Indo Asahi Glass v Jai

Mala Roller Glass1996 (16) PTC 220 (Del), [14L3], Jg Vacuum Flask v d&fle Flask

1996 (16) PTC 558 (Del), [8Wimco(n 8)[10], was also presented with this issue of the

sufficiency of an isolated instance of publication and though it did not endmise

Enterprise r ef us al of a singl e c oublioagion,atidid hot event as
explicitly depart fromTrobu Enterprisesgither.
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What emerges from this survey of precedent is that, despite the odd
opposing viewpoints, Indian courts have an enviable range of options in

determining how to do giice in prior publication claims.

| propose that the best way forward is to take a little from each of these
approaches in the form of a layered inquiry. Though such an inquiry will not
be entirely free from subjectivity, it should help avoid apparerargrr

promote good outcomes, and ensure that the core purpose of prior

publication as a ground for testing design registrations is preserved.
THREE FUNCTIONS, TWO QUALIFICATIONS
Prior publication of a design serves three broad functions under Indian law.

For one, it is a conditiordisqualifyingthe registration of a design. If a
design application sought to be registered is established as having been
published prior, it cannot proceed to registration. This ground is covered by
Section 4(b) of the 2000 Actt takes a broad view of publication. The

operative category is O0disclosure to the
tangi ble formé is one category. l nstruct
references O6disclosure in India or in an:

Prior publication also functions as ground for cancellationof a

registration. In effect, this allows the inquiry that ought to have been carried

out in the prosecution of a design application to bagitated following

registration. Section 19(1)(b) of the 2000 Act mandates that a registration

can be cancelledi t he design Ohas been published
country prior to the date of registratio
t oo, expands the prior publication sear

country?o.

Finally, prior publication can be pressed ate&ence to design infringement
This rendition, as | mentioned at 81, rests on Section 22(3) of the 2000 Act.

Under it, Defendants against whom design infringement is alleged can urge
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that the registered desigbeing enforced against them is susceptible to
cancellation on any of the grounds mentioned in Section 19. One such
ground is the prior publication of the design under Section 19(1)(b).

The next thing to say is on tlalification of publicationscited ajainst
registered designs. Whether at the stage of disqualification or cancellation or
infringement, the Indian law tests publications conflicting with registered

designs in two ways.

First, the publication is scrutinised fromiaing standpoint. Under th test,

a publication must cover the same territory as a registered dasigrave

been created prior to the date of registration of the subject design. If this is
so, the publication may anticipate the subject design. In most circumstances,
the presencef a prior publication of this description will raiseda facto
challenge to the novelty or originality of the subject design. A design can
hardly claim to be new or origindl, after all, if a design matching its

description was in existence prior toliggistration.

Second, the publication is examined fromdiaclosure standpoint. The

standing test here is that any publication against which a registration is to be

tested must give fAa fai r?lnothetwads,mpl et e i d
the test call for the prior publication tsufficiently rather thanexactly

disclose the registration at isstie.

Both the timing and disclosure tests bear more than a passing resemblance
to the equivalent standards under patentfaw.

! Section 4(a) of the 2000 Act.

2 pomestic Appliances v Globe Super Pai81 (1) PTC 239 (Del), [7]. See previously a
similar prior publication litigation involving the same Defendaftturteen months prior in
Globe Super Parts v Paramount ElectricaB87 (2) ArbLR 181 (Del).

13 The examination of the prior publication, under this view, must also examine whether
there is a substantial difference between the general features of theafland the
registration at issu&Vimco(n 8)[10], [16].

14 Sections 25(1)(g), 25(2)(g) and 64(1)(h) of the Patents Act all accommodate the failure of
a patent to sufficiently and clearly/fairly describe the invention as a ground to oppose or
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DISCLOSURE VERSUSPUBLICATION

The Indian Supreme Court has examined prior publication at length only

once in its history.

Bharat Glass v Gopal Gla5sin May 2008 presented a question to fall from
the internationalization of the prior publication search under the 2000 Act.
Another gromd for challenging a registration under the Act is similar to
prior publication. It speaks to prioegistrations Historically, the search for
prior registrations, much like prior publications, had been restricted to
registrations in India® However, whee the prior publication search went
global under Section 19(1)(b) of the 2000 Act, Section 19(1)(a)
conspicuously kept the prior registration search restricted to registrations in

India.

In Bharat Glass the Supreme Court was asked whether this statutory
oversight was a deliberate one. The case had come up in appeal following a
Calcutta High Court decision which had ruled on the issue in some detail.

The High Court had found that this oversight was, indeed, delibérate.

The facts inBharat Glassinvolved dawings accessed from the United

Kingdom Patent Office website. These were cited as prior publications. The
Petitionerséo registration applied
drawings were pressed in aid of the patterns they depicted, which could be

applied to glass sheets to®arrive at
Bharat Glassnade two points of interest on prior publication.

The first was that a relevant prior publication must speak toptieise

mode or methoth which the impugned registration @ges the design. On

revoke he patent. To be clear, this is far from surprising considering the common point of
origin for patent and designs law in India under the 1911 Act.

52008 (37) PTC 1 (SC).

18 Section 51A(1)(a)(i) of the 1911 Act.

" Gopal Glass v Assistant Controll2006(33) PTC 434 (Cal), [30], 446.

'8 ibid [45].
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t hese fact s, for Il nstance, t he Respond
application of patterns onto glass sheets. For the cited drawings to qualify as

prior publications, therefore, the element of fixation was critical. A mere

abstract omparison of resemblance between drawings on the one hand and

applied patterns onto glass sheets on the other would not meet the
requirement. Simply put, the Petitioners needed to establish that the designs

disclosed by the prior published drawings werm@peeproduced onto glass

sheeté’The Supreme Court found #no evidence

The other point of interest was that a design registration against which a
prior publication is to be cited must be held to an exacting substantive
standard. Its not good enough merely for the registration to be new or
original relative to the prior publication. Instead, in order to survive a prior
publication challenge, the registration must be new or original in the sense
of being invented for thdirst time or not having been reproduced by

anyone”
However, one detail escaped judicial notic8rarat Glass

Under Section 4(b) of the 2000 Act, novelty or originality can be refuted if a

design:

€ has dselesed to the publianywhere in India or in any other

countryby publication in tangible form or by use or in any other way
prior to the filing date, or where applicable, the priority date of the

application for registration.

19 An important reason for this likor-like requirement was disclosed by the Calcutta High
Court. It had ruled that a pattern applied to glass sheets mechanically and the same pattern
applied to glass sheetsamually could have different kinds of visual appeal. Making room

for this possibility would not be consistent with permitting prior publication of one of these
techniques to be read over the registration bearing the other techaapa.Glass{46.

? Bharat Glass(n 15) [8], [14].

“ibid.
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Under Section 19(1)(b), though, the ground for cancellation demands that
the designmust have@® b e gublishedin India or in any other country

prior to the date of registration.

Evidentl vy, Section 4(b) refers to odiscl
three avenues: by publication in tangible form, by use, or in any other way.

However, Section 19(1)(b) speaks of publicatarly, whether in India or

abroad Section 4(b) is thefere inarguably broader than Section 19(1)(b). It

means that there is more scope to reject a desmigtication for prior

disclosure than there is to reject a desggistrationfor prior publication.

This missing piece was supplied Bgckitt v Wyetfin August 20092 The
Delhi High Court here endorsed a limited divergence fRimarat Glass It
concluded thatprior registrations abroad, despite being excluded under
Section 19(1)(a), could be treatedpa®r publicationssince they did meet
the broader ctéria under Sections 4(b) and 19(1{b).

On appeal in October 20¥6,a Division Bench of the Delhi High Court
expanded prior publication even further. It first held, confirming the 2009
ruling, that a prior registration abroad constituted prior publicatioter
Section 19(1)(b¥> A failure to recognise this, said the Court, would open
the door to entities to squat on designs in India that are evidently disclosed
via foreign registrationé® It also supplied an alternate reason for this view.
This drew on Setion 44 of the 2000 Act, which accords value to foreign

registrations in Indiaia certain reciprocal arrangemefifs.

222009 (41) PTC 24 (Del).

“ibid [28]-[29].

24 Reckitt v WyetR010 (44) PTC 589 (Del)(DB).

1t was fAqusaied apparBinviosi on Bench, that the Pl ai
available in the public domain prior to registration in Indid [6, 8, 10, 12, 15].

% A case for a larger apprehension that shutting out foreign registrations would create
fipateabsamd consequencesod was alReditt(ma)de out by tl
[13].

*" The reasoning involved a fairly elaborate and circuitous path through Section 44, and

need not detain us heReckitt(n 24) [13].
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To make its position stick the ReckittDivision Bench referred the Section
44 issue to a Full Bench. In March 2013, this Full Benchrraéfd the

Division Bench on all counts.

An important wrinkle added by the Full Bench was to frame an
understanding of O6publicationd from the
offered three avenues of disclostteOf these, the phrases mentioning

disclosu e i n a O6tangible formd and obéin any
scrutinised byBharat Glass™ To qualify as disclosure, a design on paper

must be depicted in such a way that its
said the Court? Under Reckitt therefore, bt just the design at issue but

even the prior disclosure challenging it had to be judged in terms of its

visual impact®

It is fair to say, then, th&eckittintroduces an element of subjectivity into
the otherwise objective question of what material lsanconsidered prior
publication®* This subjectivity, in turn, depends on the fullness of the
disclosure. A foreign registration, for instance, must be so depicted that it

sufficiently constitutes the full expression of a design onto an article, judged

28 At the time, the field was held bpabur India Ltd. v Jain2009 (39) PTC 104

(Del)(DB). It had ruled the other way on classifying foreign registrations as prior

publications but had not considered SectionRigkitt(n 24) [16].

9 In summary, foreign registrations could not qualify as prior registrations in India under

Section 19(1)(a) due to the express statutory bar but could qualify as prior publications

under Section 19(1)(b). Perhaps wary of taking issue with a Supreme @oisibd, the

ReckittFull Bench reconciled, in some detail, its view with thaBbkrat Glass Broadly,

its reading of the Supreme Cowvas this:Bharat Glassdi d not set out fan absol
that registration abroadannot be prior publication. Instef Bharat Glasscautiously

examined the evidence before it for the purpose of assessing if the Designs Office records

of a foreign country could be considered prior publicati®tekitt Benckiser v Wyefi®13

(54) PTC 90 (Del)(FB) [, 1920].

%0 This foaus was led by the fact that application of the design to physical articles would

i ncontestably amount to publication. fiOnce there
ithere woul d s uReekitti2%[&0, IR@p ! i cati on. 0o

31 Reckitt(n 29)[14-16].

2 Reckitt(n 29) [19(i)].

¥ Reckitt(n 29) [18(i)].

% Reckitt(n 29) [22(v)].
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visually. In line with precedent, thReckittFull Bench concluded that this

subjective assessment was an evidentjalstion:>
A DECLINE OF RIGOUR

Despite their differencesBharat Glassand Reckitt were united in an
important way. Both cases endorsedbust examinations of prior
publication material. This robustness has, however, flattened out in recent
years. Indian courts have adopted a changed outlook when ruling on design
applications submitted for approval as well as cancellation actions against
design registrations. Many such rulings have simply stiocuited the
rigour of prior publication analysis. They have preferred, instead, to return

short, formulaic prior publication finding®.
Two decisions from 2014 marked the clear beginning ofttaie.

Britannia v Controlle?’ issued a cancellation on prior publication grounds.

The Court thought it apparent that the registration was not novel or original,

having regard to the nature and character of the article, in view of prior

publications. Howeer, instead of an explanation for this conclusion, the

Court merely asserted that the registrat
of published design®. The Court was, of course, fully authorisedmgckitt

to engage in a subjective assessment of thegatibins. Even so, it offered

% Reckitt(n 29) [22(v), 23].

% A similarly decisive shifti in favour of brusque summary applications of the tests for
substantive design infringemehtcan also be dmmented. See, illustrativelgchréder v
Chand & Sons2011 (45) PTC 157 (Del)Yeeplast Houseware v Bonjour International
2011 (46) PTC 479 (DelHolland v SP Industrie2014 (59) PTC 212 (DelHolland v AD
Electro Stell2017 (70) PTC 512 (DelBhatia Enterprises v Arora2016 (65) PTC 364
(Del), Kent RO Systems v Aggarw@lS (COMM) 1468/2016 (Delhi High Court, 02
November 2017)Kent RO Systems v Yada$ (COMM) 1469/2016 (Delhi High Court, 19
December 2017)Bhiwadi Polymers v Gupt2019 (77) PTC 2900el), Symphony v
Thermo KingCS (COMM) 321/2018 (Delhi High Court, 28 February 2019) Sgchphony

v Life Plus Appliance€S(COMM) 324/2018 (Delhi High Court, 28 February 2019), and
Philips v Amazestor2019 (78) PTC 618 (Del).

37 AID No. 2/2011 (Calcutta High Court, 08 May 2014).

% ibid [28], relying onChawla & Sons v Bright Auto Industri@$R 1981 Del 95 (DB).
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little more than a perfunctory opinion based on a casualtesye The
registrations were cancellé&d.

Mahendra Perfumery Works v Assistant Contrgifeon the other hand,
upheld a registration against a prior publication challenge on similarly
flimsy grounds' Notable in this caseas the willingness of the Court to
defer to the expert opinion of the Controller of Desitfns.

In 2017, a stack of Calcuttdligh Court decisions consolidated these
tendencies into an irrefutable treffdn each instance, the Court entered a
summary finding on cancellation actions challenged for prior publication.
Also, in each instance, the Court extended blanket supporeténiings
entered by the Controller of Designs as the expert authority in the first

instance**

Taken together, the decisions effectively shouted down the evitheaey
approach endorsed by tReckittFull Bench just four years prior.

PRIOR PUBLICATION A SINFRINGEMENT DEFENCE

% Britannia (n 37) [3031, 44].

40 AID No. 5/2011 (Calcutta High Court, 11 July 2014).

“1 See further,Bharat Balar v Randra Distributors AIR 2015 Mad 202 [10, 13],
confirmed in appeal inBharat Balar v Rajendra Distributor®2016 (66) PTC 28
(Mad)(DB).

“fThe Controller is the competent authority in or
ruled the CourtMahendra Peilumery Work$45].

3 Atul Narsibhai Patel v Assistant Controller of Patents & DesilyiPR 2017 (1) 421,
9125,ITC v Controller of Patents & Desigr#017 (71) PTC 178 (Cal) [22, 66, 72}pval v
Controller of Patents & Design2017 (71) PTC 288 (Cal) [39,K Shawal v Controller of
Patents & Design2017 (71) PTC 253 (Cal) [7], arfehilco v Deputy ControlleR017 (72)
PTC 37 (Cal) [5], all between January 2017 and July 2017.

See furtheReckitt v Controller of Patents & Desig2917 (1) CHN 597 (Cal) [227],
Yash Plastomet v Assistant Controller of Patents & Desii¥ (1) CHN 755 (Cal) [18],
Klassic Wheels v Assistant Controller of Patents & Deskyis 2018 Cal 276 [27, 29],
Shree Vari Multiplast v Deputy Controll@018 (5) CHN 299 (Cal) [42], anldternational
Cycle Gears v Controller of Patents & Desid®l9 (3) CHN 256 (Cal) [31].

Per contra seelLucky Exports v Controller of Patents & Desid@@19 (78) PTC 448 (Cal),
[40-41, 6364].

* The trend was not unknown prior to 2017; see previofisishorHealth & Beauty Care
v ControllerAID No. 7/2008 (Calcutta High Court, 19 May 2011) {14].
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However, by far the most popular invocation of prior publication by Indian
courts in recent years has been as a defence to infringement. The majority of
these have been rulings on interlocutory injunction motions. In fact, a
prominent recent case has directly admitted that interlocutory injunction
motions are game, set and match in intellectual property infringement

cases?

As such, it is undoubtedly significant that Indian courts have hesitated to go
into the weeds of prior publidans in such cases. Typically, they have done
so only in clear and obvious cases. In other words, the threshold for dipping
into the issue on merits is that the prior publications raise questions over the
tenability of the registration serious enough toydeterlocutory relief to

the Plaintiffs*® Even this weighty finding has often been reached with just a
surfacelevel eyetest comparison between the prior publications and the
registration at issu&.Only on a few occasions have prior publication cases
raised against design registrations in interlocutory injunction proceedings

been subject to Apainstaking factual

On a survey of contemporary Indian case law in this field, two other
principles stand ouf

> Shree Ganesh Besan Mill v Ganesh GraM® 69/2021 (Calcutta High Court Division
Bench, 24 December 2021).

6 Hi-Tech Carbons v M&K Technologi€2008) 3 MLJ 60420-23, 27, 2932].

" Dabur India Limited v Mr. Rajesh Kum&008 (37) PTC 227 (Del) [8, 11].

“8 Dart Industries v Techno Plag016 (67) PTC 457 (Del)(DB) [225] affirming Dart
Industries v Techno Plag007 (35) PTC 285 (Del) [289].

See alsoWhirlpool v Videocon2012 (52) PTC 209 (Bom) [13]Add Print (India)
Enterprises Private Limited v Mohan Impressions Private Limed3 (53) PTC 485
(Mad) [21-23], andSteelbird HiTech v Gambhi2014 (58) PTC 428 (Del) [149, 2227].

49| exclude for the presenpurpose three otherwise significant design infringement
decisions from this period. The first is a December 2019 Calcutta High Court Division
Bench decision irSuper Smelters v SRMB Srijan Private Limi2@P0 (81) PTC 101
(Cal)(DB) [18, 3841]. Inter alia, it ruled in the negative in considering whether a design
registration cancelled on the ground of prior publication would impede its proprietor from
claiming the substance of that design as a shape trade mark.

The second i€ello Household Products Modware2017 (70) PTC 325 (Bom) [15, 17,
28]. Here, the Defendants attempted, unsuccessfully, to reason that the fact that they had
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The first is a limitation on Defendants states that

Defendants asserting the novelty or originality of their own design
cannot oppose the Plaintiffsd claim f

design on the ground that the Pl ainti:

This was the sum and substaméehe Delhi High Court decision iWega
Auto v Jain Bros®

Vega Autosaw the position as such: If a party asserts the novelty or

originality of its own design, then it is (and ought to be) legally inconsistent

for it to separately claim that anothertppar 6s desi gn, identical t
prior published. Authorising this would, in effect, involve sacrificing the
Defendantsé own novelty <c¢laim for t he €
infringement claim. As such, either the novelty claim could survive or the

prior publication defence. Since novelty was affirmatively asserted by the

Vega AutoDefendants, the prior publication defence had to'gdhe

finding was supported by a similar principle of prosecution history estoppel

under trade mark la®, in additionto designs precedent from other High

their own models of the contested design of a common article in the market was proof of
prior publication.

Lastly, Maya Appiances Private Limited v Butterfly Gandhimati Applian@&l7 (70)

PTC 31 (Mad), 9 Jan 2017 [75], swatted aside a prior publication defence since it was hard
to accurately establish the timing of the publicatioas whether the conflicting materials

hd been published prior to the Applicantsd regis
appeal on different grounds iNaya Appliances Private Limited v Preethi Kitchen
Appliance2018 (74) PTC 209 (Mad)(DB).

°0(2018) 75 PTC 59 (Del).

*1Vega Autqn 50) [30-33].

%2 \/ega Auto(n 50) [27], relying onAutomatic Electric v R. K. Dhawaf1999) 77 DLT

292, Indian Hotels v Jiva Institut2008 (37) PTC 468 (Del)(DB), arferocter & Gamble v
Anchor Health & Beauty Car2014 (59) PTC 521 (Del)(DB), affirmingnchor Hedth &

Beauty Care v Procter & GambRk014 (59) PTC 105 (Del).
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Courts>*A Division Bench of the Delhi High Court has since backed up this

estoppel against raising prior publication defences, affiriega Autc*

The second principle to find endorsement emerges R8niHealth v Dabu

in November 2026° This was a design infringement and passing off claim.

In arriving at its ruling, the Delhi High Court conside@hether the prior

publication defence advanced by the Defendants offered a credible

chall enge t megistrdiied FRIIn the listtofi khovrsd@signs, the

Court zeroed in on two prior publications. Both contained the principal
features of the Plaintiffsd registratiol

instructed ey&®

The Court went further. It held the pripublications to the yardstick of

being able to clearly depict, within the publication, the features of the

article. If they passed this yardstick, the publications would have to be
compared visually with the Pledtonti ffso r

the article®’

To be sur e, the Courtds explanation was
with how and why the two relevant prior publications covered the
registration itself. Nevertheless, this discussion was deemed sufficient to
support the concluison t hat there was a credible ch

registratiorm®

THE ROLE OF INDUSTRY STANDARDS

3 Vega Autdn 50) [2729], relying onAsian Rubber Industries v Jasco Rubk2043 (53)

PTC 495 (Bom)Kalpesh R. Jain v Mandev Tubes Private Limig&d8 (73) PTC 591

(Bom)(DB), andDart Industries v Cello PlasteddIPR 2017 (3) 158.

* pentel Kabushiki Kaisha v Arora Station@@19 (79) PTC 42 (Del)(DB) [22, 252].

52020 (84) PTC 492 (Del).

®The cited publications |l ent fisignificant hefto
regstration had not been validly registered, ruled the Cdhid.[11].

" The legal tests adopted here were derived from the Full Bench decisReckitt RB

Health(n 55) [12].

°® RB Health(n 55) [13].
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Another prominent trendline in prior publication litigation involves testing
registrations against relatalgaor publications.

In contemporary termsthe subject was first broached in a design
infringement claim in January 201APL Apollo Tubes v Surya Rosthi
attempted to tie together two partly opposing influencefeakittstyle
attention to detail, and the economy demanded by interlocutory tiganc

adjudication.

The results were interestingPL Apolloexpanded its search for prior art

beyond the summary exertions of the Calcutta High Court in the 2017

cancellation cases. However, it still fell some way short of a detailed

evidentiary examinadh. In effect, it conducted a search fetatable prior

art. Through this approach, the Court identified a set of relevant designs, as

well as some industry specifications and standards. These searches revealed

some prior published products similar togshe pr ot ected by t he PI

registration. The prior publication defence was upfId.

APL Apollgt hu s, added a substantive twist. Th
that their registration did not raise its head above the water of industry
standards, sootspeak, would dent the credibility of the registration itself.

This opened up a path to deny the Pl aint]

Kamdhenu v Aashiana Rolling Mfiflsexamined similar facts. Here, the

Delhi High Court heard the argument that the impughesign, for ribbed

steel bar s, was functional i n natur e.
registration for two reasons. The first was that it activated the functionality

prohibition under the Designs A¥%. More importantly, though, the

92017 (72) PTC 229 (Del).

0 APL Apollo(n 59) [5961].

12018 (73) PTC 96 (Del).

%2 Sections 2(d) and 19(1)(d) of the 2000 Act.
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functional elementsneant that it was no different from prior published
surface patterns on other equivalent steel ¥ars.

The Defendants sought to entrench this claim. They did so by contending
that the Plaintiffs6é registratiton was an
were drawn from prior published industry standards. On its face, this claim
was a strong one. Nevertheless, the Court ruled for the Plaintiffs. It noted
that the Defendants had fAnot placed on r
stageodo to ccPdmdlnude fisf6 trlregi strati on had
industry standar®l n t he event, this was not a 6nc

A

yet 0.

The appealAashiana Rolling Mills v Kamdheritiwas decided in August
2018. In it, the Defendants reprised their claim att t he Pl aintiff
registration reproduced a prior published industry stantard.

The Defendants prevailed before the Division Bench. They did so
principally on t he Di vi si on Benchos CC
registration fell in line with the quoteiddustry standards. These were so
det ail ed t hat t hey permitted t he manuf
possibilities f of TathisetherCountbhddediminmaf t he bar
facikobservation that the Plaintieffsd steel

worthy of a design registratic.

The facts strongly dictated this conclu
finding, however, was on sketchier ground. The Court had effectively found
that the industry standards applicable to this product were so preatiskeeh

manufacturer had little option but to adopt a design likely incapable of

%3 Kamdhenyn 61) [5].

64 Kamdhenyn 61) [5].

652018 (76) PTC 81 (Del)(DB).
% ibid [9].

7 Kamdhenyn 65)[20].

%8 ibid.
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registration. Taken at its fullest, this finding appeared to shuamowntire
categoryof productsf r om desi gn protection rather t

version.

Another gearound between the same litigants soon followeamdhenu

v Aashiana Rolling Mill§° The Delhi High Court once again found for the
Defendant s. It did so on the suggestion
covered by prior published industry standaftse Plaintiffs attempted both

to discredit the industry standards as relevant prior art, and to distinguish

their products from these standards. However, the Court took the view that

the standards themselves disclosed the same surface pattern scheme

trarsverse and longitudinal ribs at an angle to each étheat the Plaintiffs

had <cl ai med. The standards thus offered

el ements of the design. o

Critically, the Plaintiffs asserted that the novelty of their design lay in the

pattern itselfrather tharthe angles of its presentatiormhis prompted the
conclusion that the Plaintiffs6é registra
as novel as against the industry stand&rd@nding no merit in the case

absent the credibility of the registration, the Court issued summary

judgment against the Plaintiffs.

The value of clearing the prior publication bar set by industry standards was
thus made clear. THeamdhenuwases highlighted that the consequences of
failure can be quite drastic.

A RIDE ON THE WAYBACK M ACHINE

692021 (86) PTC 501 (Del).

©“The Court ruled itself fAsatisfied that an instr
been able to imagine the designibi@[58 6out recour se
I Kamdhenyn 69 [58-59].

2 Kamdhenu(n 69 [69, 71, invoking powers unrer Order XIIFA of the Code of Civil

Procedure.
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Scrutiny based on industry standards is one of two significant recent trends
in Indian prior publication law. The other is of prior publication material

drawn from the internet.

The internet has been a gamechanger in finding prior publication
ammunition against design registrations. Though the controversy over
internetbased materials in this domain is relatively recent, the role of the

internet in thidield has been acknowledged for a long time.

This is what the Bombay High Court had to say on the subject as early as
August 2005:

The information may [only] be available on the internet, but when

the same contains statements about parties [apartfi@ilaintiffs]

using such designs from 1985, it cannot be brushed aside straight

away. The truth and veracity of such statements, in addition to the
assertions on affidavit, wi || have to
there is ample material producey the Defendants tprima facie

negative the pleas of the Plaintiffs.

Observations such as this were instrumental in sending out a constructive
and balanced early message on the issue. For one, there was no taboo on
internetbased materials. They would loensideredprima facie credible,

and would not simply be dismissed out of hand. Conversely, the door was
always open for their reliability to be held up to evidentiary standards where

warranted.

Much water has, of course, flown under the bridge since.ZR8&ent case
law controversy in this area, however, has called back to these very

principles.

3 Taparia Tools v Ambica Overse2805 (31) PTC 257 (Bonjp1].
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A good starting point i€rocs v Liberty Shoe€’d Here, the Delhi High Court

was tasked with examining published material on the internet going back to

atmepror to the Plaintiffsd professed firsi
The prior publications appearedgoma facieestablish that a design similar

to that of the Plaintiffs, minus a strap on the back of the footwear, was in

existence in the public donma This group of publications was sourced from

the I nternet Archivebds Wayback Machine t

The Defendants produced two printouts from third party webpages from

December 2002 and February 2003. Bothgpret ed t he Pl ainti ffso
claimed use, legallydating back to May 2003. The Defendants also
produced five further printouts from the
tight cluster around a fowweek period in Octobelovember 2002°

Evidently, all of these prior publications were formally relatasid prior to

the Plaintiffsé date of priority.

The Plaintiffs were unable to refute these claimed instances of prior
publication adequately. They also did not explain away the appearance of
the designs on their own website in Octeh@vember 2002. As aesult,

the court of first instance duly ruled for the Defenddhts.

The case was taken up in appeaCiocs v Batd® A Division Bench of the

Delhi High Court confirmed the reading of the publications by the court of
first instance. Applying th&eckittapproach, the Plaintiffs argued that the
depictions uploaded to the internet in the 2Q0P3 period did not pertain

to their registered designs and, even if they did, were incomplete. They also
stapled onto these materials doubts about their reliabilitthdmain, they

contended that the archive dates displayed by the Wayback Machine tool

42018 (73) PTC 425 (Del).
Sibid [16-17].

®ibid [11-17].

"ibid [28-29].

82019 (78) PTC 1 (Del)(DB).
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gave off a misleading impression. According to the Plaintiffs, they spoke to
the HTML files of the relevant webpages only. They did not necessarily

correspond to the imadiles linked on these respective webpages.

The Division Bench brushed aside the reliability concerns. The electronic
materials from the Wayback Machine tool were supported by the
documentation necessary under the Evidence Act. For an assessment of

prima faciemerits, this was good enoufffiThe Division Bench concluded:

The Court cannot carry out a minial; it has to consider thieroad

probabilities of the rival claimshaving regard to the available

pleadings and the documents. Whether the [arguntiesit the
Wayback Machine material might not be true or be unreliable] are to

be considered during the trfd.

The merits of the case were also turned back. The Plaintiffs had contended,
in sum, that the Wayback Machine materials were not proof that tdegtro
existed at the time. However, if this was so, asked the Division Bench, then
the Plaintiffs ought to have had no difficulty in producing the archives of
those websites from those dates too. This material could establish that there
was no similarity. hie Plaintiffs, however, were unable to do so. Their

appeal was dismisséd.

Close on these heel&ent RO Systems v Kishn#hiinitiated a design
infringement claim in February 2019. In these proceedings, in October
2020, the Defendants brought a curiouteriocutory motion. In it, they
claimed that they did not know of the Wayback Machine @ridcsappeal

in January 2019. However, having seen the Division Bench rely on prior

ibid [18].

8ibid [32).

*ibid.

8 The finding against the Plaintiffs by the court of first instance, said the Division Bench,

fiwas arrived at panfatacieana |l yan af wIf tttheibghtat eri al s

[36-37, 4Q.
32021 (222) AIC 458 (Del),
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publication evidence sourced from that website, they jumped on the website
toooTheir efforts had yielded Avarious web
of products comparable to that of the P
registratior?* These documents, they claimed, were prior publicatims

facta Their motion was for placinthese documents before the Caafter

the Plaintiff had filed its eviden®®, some twenty months after the

proceedings had opened. The Court shut down this blatant attempt to ride

the coattails o€rocs®®

High Courts at Delh/ Bombay®® and Keral® all returned prior
publication findings soon afteiCrocs Though they took different
approaches, they were all broadly in line withrocs However, three
decisions, delivered within a few days of each other in October 2021, appear

to have now swung the balance back the other way.
THE OCTOBER EFFECT

In October 2021Relaxo Footwear v. Aqualite Industri@sevisited a prior
publication defece in a claim over design rights in footwear. The
Defendants urged two instances of prior publication of rival products to
resist an interlocutory injunction for design infringem&nHowever, the
defence was rejected. The publications, found the Courttaic@ed no

details as to the date of publication or launch of the footwear they disclosed.

¥ ibid [5].

%ibid [6, 14.

ibid [17].

87 Symphony Limited v Thermo King India Private Limi@8 (COMM) 321/2018 (Delhi
High Court, 28 February 2019g5ymphony Limited v Life Plus Applianc8S(COMM)
324/2018 (Delhi High Court, 28 February 2019), &lishi Gupta v Cattle Remedi21
(87) PTC 100 (Del).

8 Frito-Lay NorthAmerica Inc. v Balaji Wafers Private LimitédR 2020 Bom 304.

% Frontline Polymers Private Limited v AloysioAtR 2019 Ker 156.

92021 (88) PTC 161 (Del).

Libid [10(iii), (iv), 13, 2§.
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These materials were nptima facie convincing, and would have to be

examined at trial®

Four days afteRelaxq the Delhi High Court issued judgement BN

Projed & Engineering v KVT Electricdf on a design infringement claim

over cable trays. It asked the Court to consider a prior publication defence

supported by extensive internet materials. The Defendants cited industry

standards, Wayback Machine webpages towskhe publication of these

i ndustry standards, and pad‘despiterom a ri.

the range of these materials, the Court ruled against the Defendants.

It first set aside the industry standards. It did so on the basis that they
admitted of several possible variations in the design of the product and
carried a disclaimer to this effect. As such, these were generic installation
guidelines” They were not rigid, Kamdhenestyle standards which
restricted the scope of the finished product.

Next, the Court discarded reliance on the
website. This proprietor and the Plainti
designo, s &iTle rivalhdesigrC also rdid not reproduce the
specific configuration pattern whicthe Plaintiffs claimed was unique to

their own desigri’

Finally, to discredit the Wayback Machine webpages, the Court cited a 2013
affidavit brought to its attention by the Plaintiffs. The affidavit was from the
manager of the Internet Archivethe crator of the Wayback Machine tool

i in a proceeding before the United States Patent Office. This spoke to the

2ibid [27, 31.

932021 (88) PTC 387 (Del).

% The Defendants also claimed that instructional videos directing viewers on how to install

the product were available on YouTube,-dr@at i ng t he Pl aibid{13i f f 6s regi str e

%ibid [15)].

%ibid [16].

" A physical sample fothis rival product was also furnished by the Defendants. Without
supporting documentation establishing it as a o

product, this, too, did not meet the threshold for a prior publicatiah[16, 2621].
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fact that the i mages to appear on catalo
have been archived on the same dateo as:
tod to its corresponding HTML fil€® The Court accepted this statement as

indicative of unreliability, with no further commetitWith the aid of an

expert opinion, the Court ultimately ruled for the Plaintffs.

Later in October 2021, a prior publication ele€e was front and centre

before the Gujarat High Court iapoor v Raj Cooling Systetf!

The claim here was fadesign infringement over grills used in air coolers.
On the strength of a series of designs registered in 2019, the Plaintiffs
secured interlodory injunction ordersex parteagainst the Defendants, in
May 202102

The case for infringement appeared to be open andtAg.a result, there

was inordinate focus on prior publication, canvassed by the Defendants as
their only substantive defence. &d of this defence, the Defendants asserted
some screenshots taken from the Amazon and Facebook pages of the
Plaintiffs. Through these documents, an attempt was made to contend that
the Plaintiffs themselves opened the door on prior publication by exposin
the grill design that they later sought to registér.

Prima facie the screenshots appeared to provide visual (and not just written)

evidence of prior publication, emanating from the Plaintiffs themselves. The

% ibid [17].

% The YouTube videos were also discarded from the prior publication inquiry because

neither the details of the designs nor their date of publication were discernible in any of the

videos.ibid [17-18].

10ihid [26].

101 cs 2/2021 (Gujarat High Court, 29 October 2021). The rest of §8 reproduces an edited

extract of the December 2021 review of this decision first published as Eashan Ghosh,

iKapoor \ Raj Cooling: Are Screenshots 06Cogent
https://medium.com/@EashanGhosh/kapeaaj-cooling-arescreenshotsogent
evidenceof-prior-publication46ff5127998a (last visited 25 January 2022).

192ihid [4-15].

WF1t is clear to the eye, o observed Ifhe Court, #
the same as the registeibi[dl-30,66 i gn in al most all
1%ibid [68-69).
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Plaintiffso6 r ebutadmissibilityef the sceénshg® vy t o t he
Controversially, the Court sided with the Plaintiffs. It concluded that the

screenshots:

Cannot be said to mgent evidenceso as to come to th@ima facie

conclusion that the registered design of the Plaintiff hasn[lpzior
publi shed]é such materi al i's required

by leading evidence®® (emphasis mine).

Evidently, this was not a rejection based on an absence of material
supporting prior publication. It was, instead, a rejection of that rakter

its failure to meet the rules of evidence. Though this was never stated,
presumably, the concern was that the screenshots were ifiiageet
materials, and were therefore at risk of being falsified. However, to recall the
Crocs appeal, the scredmsts here were no different from other types of
electronic materials routinely admitted into evidence in interlocutory

injunction proceedings.

There was also the puzzling framing of the screenshots as notdogjegt
evidenceThis seemed to indicatdagical gapi a gap ofcogencyi between

the screenshots and the legal standards for prior publication, rather than an
admissibility problem. However, if so, the Court failed to explain what this

logical gap might be.
Overall, thenKapoor comes across asdeeply unsatisfactory rejection of
the prior publication defence before it.

CONCLUSION

Despite occasional conflicts, Indian prior publication law today is
remarkable for the sheer variety of options it offers to courts. Even the

modest slice of contemposacase law considered in this esgawhich, in

1ihid [70).
1%hid.
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turn, forms a small fraction of the body of judicial work under the 2000 Act

i demonstrates this in spades.

The Reckittcases, for instance, highlight the value of an evidémey,
forensicstyle examinatio of prior publication citations. Meanwhilé&PL
Apollo, Kamdhenu and Crocs suggest an inquiry less heavy on detail but
more focused on relatability. At the opposite end of the scale, the 2017
Calcutta High Court cases show that prior publication claims be
disposed of by formulaRelaxqg EN Project and Kapoor have adopted a
similarly brisk approach in opting to leave more complex facts to be fully
considered at trial.

Moving forward, the objective for Indian law ought to be to ensure that this
expansion of options does not beget choice paralysis. Fortunately, the
survey of case law in this essay helps us along here. Relying on it, | now
proceed to sketch out the core aflayered, alpurpose prior publication

inquiry.

First, Bharat Glass and Reckitt make clear that the sweep of prior
publication must be understood broadly and inclusively. A list of potentially
conflicting citations must, at a pinch, err on the side @hd a longlist
rather than a shortlisReckittgoes further still. It explains theethodof
selection and scrutiny for prior publications. These publications must be
assessed for the fullness of their disclosure of the design. The determining
factor mus be whether the design disclosed passes thdesyavhen set

against the registration.
So far, evidently, the inquiry is on safe ground.

To this foundation, a smattering of other cases offer instructions on
additional elements of framing the search fooppublications. It is critical
to ascertain when a publication was made public. This helps establish

whether the publication was, in fact, prior. Similarly, the search must be

96



(2022) 12 Indian Journal of Intellectual Property Law 97

qualified under Section 4(b) or Section 19(1)(b). This is necessary to assess
whether the priority asserted is over a disclosure or a publication. Even the
recently formulated bar on Defendants asserting the #isidecase of a

prior publication defence as well as the novelty of their own design is a
useful framing tool. Each ofhése elements performs a gatekeeping
function. They allow a potential publication (or a set of publications) to be

rejected from or admitted into the prior publication inquiry.

This brings us to the recent prior publication controversies addressed in this

essay.

The industry standards controversy may be framed as such: Does the
registration at issue elevate itself, through a showing of novelty or
originality, above specifications or configurations disclosed by industry
standards applicable to the articlewich the design relates? Naturally,
this is a heavily faespecific inquiry. However, it is instructive that the law
from APL Apolloto Kamdhenuo RB Healthis consistent that the bar to be

cleared is a high one.

The issue regarding the reliability afternet materials is harder to frame
with certainty. Even so, it should be clear that such materials can be
considered if they meet the appropriate rules and procedures relating to
electronic evidence. It should also be uncontroversial, th&hjHroject

and Kapoor demonstrate it is not, that these materials can be relied on to

form aprima facieimpression of the merits in interlocutory proceedings.

Ideally, these principles should to form the core of the prior publication

inquiry under Indian designs law.

However, when taken together, these principles perform yet another
function. They feed the big picture question in prior publication law, which
comes to usvia RB Health Do the prior publications raise a credible

challenge to the validity of the regigitn?
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In answering this question, it might be wise to avoid too dogmatic a
position. This is because any assessment of a credible challenge is bound to
be subjective. We can assert, with some confidence, that so long as the prior
publication determinatiors conducted according to the layers of the inquiry
above, any outcome generated will at least be reasonably supported by the
facts. Equally, it is imperative to recognise that tests such as prior
publication must not beoo prescriptive. Prior publications, by its
architecture, intended to fit into the larger statutory machine of design
scrutiny. As such, it must be repeatable, predictable, and easy to apply. The
layered approach endorsed here may only be as strong as its weakest link,

but it is certainy capable of fulfilling at least these functions.

There is one final reason why the prior publication inquiry | have detailed
here cannot always prevail. It has its roots in a deep irony embedded in
designs law in general. The very nature of the subjece$degal language,

with all its limitations, to engage subjective faculties in reading visual
appeal and aesthetics. In these unfamiliar environs, there can be a-counter
tendency to zealously bolt to the floor of objectivity everything not already
coloured by that subjectivity. The prior publication inquiry, with its various
moving parts, is a prime candidate for this tendency. There is something to
be said, then, for trying to reign in this tendency. This is not least because,
as | have demonstrated ihig essay, prior publication law in India is

stubbornly resistant to objective influences.

Ultimately, the survival of a semblance of the inherent subjectivity of
designs law, even in a relatively objective domain such as the prio
publication inquiry, is inevitable. Surely it is no great hardship to
accommodate this subjectivity while still endeavouring to generate robust

and reliable prior publication outcomes.
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AN INKY ENIGMA : THE CHALLENGES ASSOCIATED

WITH COPYRIGHT PROTECTION FOR TATTOOS
Advika Muralidharan

Abstract

Copyright law, being a substantially well codified piece of legislation, is yet
to address certain ambiguities. One of the most perplexing subjects is the
scope of protection for tattoos and other forms of body art. The art of
tattooing has come a long wédrom its tribal origins, and is now a large
scale commercial industry valued at a hefty three billion USD per year.
Tattoo artists, however, have long been distanced from the protective
shroud of Copyright law, and are reluctant to enforce their rightere is

a pressing need for clarity in order to provide relief to the industry, and to

reaffirm the public goals of copyright law.

There has been a dearth of cases regarding copyright protection of

permanent tattoos. In fact, the copyrightability of tattatself has been the

subject of many contemporary debates. Firstly, this article examines

whether tattoos meet the thresholds of copyright protection, and analyses

Dr . Davi d Ni mmer 0s controversi al deposi
Whitmill v. Warner Bos. Entertainment. The article then delves into the

ambiguities surrounding IP protection for tattoos and the negative impact it

has had on the tattoo, sport, and entertainment industries. The division of

rights between artist and client is probed intoora with an analysis of a

2009 Belgian case.

The article argues that tattoo artists are entitled to a set of reasonable
economic and moral rights. An interesting example of a Japanese tattoo

mus eum, and its consequencesantde Arti stos

" Penultimate year law student at SASTRA University, Thanjavur.
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also evaluates a puzzling response given by the Indian Copyright Office in
response to a query regarding the copyrightability of tattoos in 2020. The
consequences of multiple cases of tattoo infringement are discussed,
including the recent US casf Solid Oak Sketches, LLC v. 2K Games. The
other forms of IP protection for tattoos are also discussed, in an effort to
broaden the scope beyond just copyright law. Finally, a comprehensive
study is done on the challenges surrounding implementationPof |
protection, without isolating it from the actual norms and practices of the

tattoo industry.

INTRODUCTION

The art of tattooing is not foreign to the Indian landscaper centuries,
tribal people revered the practice; NeEhstern tribes frequentiyattooed

their young women, perhaps to make them unappealing to invaders. In
South India, nomadic tribes wandered through villages offering
@ a c h ak ut &farm aftparmahnent tattooing. Tribes in Central India
also used tattoos as a waypiove their warrior status, and as a testament to

their valor?

The art of permanent tattooing has come a long way from the ancient
cultural practice it was, and is now a lasgmale commercialized industry,
with scores of tattoo parlors, websites, magegj and even museums
dedicated to the practice and history of the art. This growth has been steady

in spite of the negative connotations associated with the pradideough

! Sanchari Pal , 60Skin Deep: The Tale of I ndi abs

June 2016) <https://www.thebetterindia.com/58170/iditootradition-history/>
accessed 22nd September 2021.

2..
ibid.
A R. Timming & D. | .Study efthe Effedts,of TattdnGeriexome r i ment al
Perceived Trustworthiness: Not Al | Tattoos Ar e
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society is slowly but surely growing to embrace it, the same cannot be said
for the legal community, which has been silent regarding the scope of

protection for the art forrfi.

Individual tattoo studios, often being small scale businesses, generally do
not possess the resources to track down infringing works. Certainly,
S 0 c i eitugedsd margirtalization of the practice does not help. With the
lack of concrete protection, it comes as no surprise that these artists are

unwilling to pursue litigation to enforce their rights.

India, to date, has not had a single case of tattocmggment. To glean
some semblance of clarity, we look towards the USA, which has had a
handful of cases regarding the protectability of tattoos. Even then, no
concrete decisions exist that delve into the division of rights between the
artist and the clientIin fact, there have been debates regarding the
copyrightability of tattoos itself. Tattoo artists have distanced themselves
from the shroud of IPR protection, as evidenced by their reluctance to
approach the Court to enforce their righfEhis has had aegative impact

on several industries: tattoos, sports, entertainment, and media, with artists

struggling to regain control of their works.
COPYRIGHTABILITY OF TATTOOS: ORIGINALITY & FIXATION

In order to ascertain the copyrightability of tattoos, it ipamant to discuss

whether they meet the requirements of (a) originality and (b) fixation

Journal of Trust Research, 7:2, 115128, DOI: <10.1080/21515581.2017.1289847 >

accessed 22nd September 2021;. See also Savarmahi o n , 60Tattoos: The Roa
Acceptance in Western Societyd (Honors thesis, I r
“Yol anda King, 060The Challenges 'Facing' Copyright
Oregon Law Review <https://ssrn.com/abstract=2802292%esaed 22nd September

2021.

> Aaron K Perzanowski, 6Tattoos & | P Nor ms d (2
<https://scholarlycommons.law.case.edu/faculty _publications/47> accessed 22nd Sept

2021.
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mandated by most copyright statulek.is also critical to examine the
determination of authorship.

[.  Originality

Not all tattoos are protected by copyright. Acting to the Copyright Act,

1957, copyright subsists in original artistic wofk$he Indian Supreme

Court discarded the English Sweat of the Brow doctrine in favor of the more

di scerning 6Mini mum ModiicthevS,afvorkCr eat i vi t
can onlyclaim valid copyright if it is an independent creation, and contains

the minimal degree of creativity outlined in the Feist standdrderefore,

originality implies the existence of (a) independent creation, and (b) a

minimal degree of creativity.

So, n all likelihood, an unoriginal and common tattoo probably would not

get copyright protection, but if it were to include some unique stylistic

elements, it could satisfy the originality requirement and become

protectable. The standard of creativity reqdii® not a very demanding one.

Lack of novelty by itself is not fatal, but could possibly undermine the tattoo
artistso claim to the originality requir.
of generic designs <call ed aré meanttooo f | as ho
act as stencils for walika customers. Unlike customized tattoos, tattoo flash

can be sold and transferred between parties. They are generally regarded to

be a subset of industrial desighit is in the case of customized tattoos that

disputesof originality and authorship arise.

In the US, many claims could also be tempered bySbenes a Faire

doctrine, which excludes certain works from the protection of copyright law

® Indian Copyright Act 1957, s 13(1)(a); 17 U.S.Code § 101.

" Indian Copyright Act 1957s 2(c) and s 13.

® D.B. Modak & Another v. Eastern Book Company & Otlj2€4.4] (2014) 7 SCC 662
° Feist Publications, Inc. v. Rural Telephone ServifE391] 499US 340, 345

19 John Heskett, Industrial Design (Thames$i&dson 1980) 1i11.
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as they are 6t y pNinnedon Gopyright’ cgreain ikasdé . A's

that follow from a common theme can be immunized from liability. Just as
you cannot copyright &mme fataleharacter in a spy thriller, a tattoo of
say, a snake cannot be copyrighted as such unless it incorporates unique

stylistic elements.

Authorship

It must be noted that it is rare for a tattoo to be solely the work of the artist
himself tattoos are an incredibly personal thing, and clients sometimes play
an important role in the design as well. This complicates matters. Depending
on the ontract, it could either qualify as a work of joint authorship

(collaboration)? or a work for hire (commissiory.

In Indian law, in order to qualify for joint authorshifgwo or more authors
must collaborate to create a work where the contribution of one author
cannot be distinct from the contribution of the other author. Similarly,
under 17 U.S. Code § 101, two or more authors must make copyrightable
contributions to a wrk, and intend that it be merged into a unitary whole,
for it to qualify for joint authorship® In both cases, this would involve an
equal sharing of rights, and the artist and the client would be considered to

be ceauthors.

On the other hand, tattootiats are not employees who created the work in
the scope of their employment; at least, as per American la@ornmmunity
for Creative NorViolence v. Reid!® a multifactor test was applied for the
determination of whether the hired party was an emplo@eeapplication

of this test in the context of tattoos, the following is apparent: tattoo artists

' Nimmer, Melville B. Nimmeron Copyright: ATreatise on the Law of Literary, Musical
and Artistic Property, and the Protection of Ide@d. Bender 1978)

1217 U.S. Code § 201 (a); Indian Copyright Act 1957, s 2 (2).

317 U.S. Code § 20(b); Indian Copyright Act 1957, s 17.

“Indian Copyright Act 1957, s 2(z).

> Thomson v. Larsari1998] 147 F.3d 195 (2d Cir. 1998)

'8 Community for Creative NoWiolence v. Rei¢[1989] 490US 730 (1989)
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are skilled, procuréheir own materials and tools, operate in their own
studios, and the connection between the parties usually lasts only one day.
While it is true that the person receiving a tattoo exercises a certain level of
discretionover the design made by the tattoo artist, the hiring party, i.e. the
client, is not in the tattooing business. Hence, it cannot be resolutely said
that tattoo artists fiinto the criteria of an employé@.

Tattoos are not amongst the 9 categories of work for hire outlined in the
American statuté® If there is no written agreement that specifies the tattoo

to be a work for hire, and it doesn't fit into the categories, ihatabe
considered to be a woir-hire, and ownership is vested in the original
author. These kinds of contracts are almost unheard of in the tattoo industry
that operates based on norms and informal agreements. Therefore, it is of no
surprise that cased tattoo infringement are very rare. Interestingly, New
Zealand manages to avoid most copyright disputes involving tattoos. This is
because their copyright laws have an underlying presumption that in the
absence of a contract to the contrary, the perdampays or commissions a

work owns the copyright
Fixation

At first glance, tattoos come under the subject matter of copyrightable work
under various copyright statutes: the Indian Copyright Act £93nRd 17
USC § 102! According to the latter, copyrighprotection subsists in

original wor ks of authorship fixed in

Tattoos, being inked engravings on human skin fulfil this criterion and come

YAD Chronis, 6The | nCopyrightsmAddepssingtthe Siterice oF dS t 0 0
Copyright Law on Tattooed Wor ks o (2019)
<https://ilr.law.uiowa.edu/print/volum&04-issue3/theinky-ambiguity-of-tattoc
copyrightsaddressinghe-silenceof-u-s-copyrightlaw-on-tattooedworks/.

'®17USCode § 101

19 Copyright Act 1994 (NZ), s 21.

0 Copyright Act 1957, s 13(1) and s 2(c).

2117 US Code § 102
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under category (5) i.e., pictorial, graphical, and sculptural works. The piece
of art, or the tattoo design is fixed in a stable, tangible medium that allows
itself to be perceived for a period of time that is longer than a transitory
duration. Tattoos, being permanent body modifications, are made to last
forever. Thus, it appears thdtey fulfil the fixation requirement with no

issues.

David Nimmer, renowned expert on US Copyright law, disagreed in the
infamous case 08. Victor Whitmill, v. Warner Bros. Entertainment, fic.
Here, Studio Warner Bros. was being sued for copyright infringement of
for mer heavyweight champi on Mi k e

10t

Tysonbo

embl azoned a strikingly similar one on

permission from the original artist. Thglaintiff tattoo artist had not
sketched his original design on any medium previously, and the first
instance was Mr. Tyson's face. As such, the issue laid out before the Court
was whether an original work of authorship could claim copyright
protection, wien it has been fixed on human flesh. Nimmer, appearing for
the Defendants as an expert witness, reconsidered hisstanding view

that tattoos were, in fact, copyrightable, and surprisingly declared that an
baugmentation of t he bopyaightd proteciiam.n o t
Ni mmer mentioned that he Oused tobd
had asserted the same in a footnote of hisjudted treatise. His sudden
change of mind, according to him, could be attributed primarily to two

factors:

(1) Firstly, he delved into the moral rights assured by statutes,
and pointed out the conflicts it would pose with respect to bodily
autonomy. According to him, if copyright protection was provided to

223, Victor Whitmill, v. Warner Bros. Entertainment, [2011] WL 2038147 (E.D. Mo.

Apr. 28, 2011), dismissed See also Declaration of David Nimmey
<https://www.wired.com/images_blogs/threatlevel/2011/05/nimmerdec.pdf > accessed 22
Sept 2021.
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body art, it would render iteraly, an
a badge of involuntary servitude, akin to the mark with which ranchers
brand t he c &Tattdoartists coalgt exercise their rights

to modify, destruct, or even prevent public display, posing a serious

concern t o t helndbed,ahiseont@rdgioud subanesiow i

seems to have some support from scholars, who concur that human

flesh cannot, by any means, purport to serve as a viable medium of

expression due to the disastrous consequences of the *same.
Permanent body modificatisrsuch as tattoos cannot be modified or
destroyed without undergoing a surgical process. Would this
modi fication/removal amount to
rights? How could one balance the artists continuing rights over his

creation and theghts of bodily autonomy?

(2) Secondl vy, Ni mmer then went

head, serving a minor purpose as the medium of artistic expression,

also served a much larger utilitarian function, rendering it a useful
article? The useful article doctringerves to exclude objects that have
an intrinsic utilitarian use, that is separate from its aesthetic or
informative value, from the ambit of copyright protection. Indeed, he
was right i n pointing out that
functional purpose, and not just a medium whose sole purpose was to
hold and display the creative work. The minor aesthetic purpose it
serves is largely offset by the much larger purpose i.e., brain function

and thought process.

~

10¢

nstr

i mp |

Ty

He c¢l ai med t hat itzhaeb loendl yt efislte gtahlalty ccoouglnd b

was the test of physical separability, in order to avoid the conflict that would

2 |bid [20], [26] - [41].

“Arrielle S Millstein, 6Slaves to Copyright:

of Expressiond ( mtelll 4Pyop. &Sforts) & Erd.c E.F. <
https://digitalcommons.pace.edu/pipself/vold/iss1/5> accessed 24 September 2021.
% 17U.S.C. §101
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arise between the Copyright Act and the Thirteenth Amendment i.e., the
constitutional protection awarded against the fetters of slad@plying the

classical understanding of the theory of separability, Nimmer claimed that

protection would only be extended to the work if it is physically separable

from the medium of expressiéhAs mentioned earlier, the artist had not

recorded thedegin anywhere except on Mr. Tysonos
the physical separability test. The tatt
could not be separated whatsoever, meaning that there was no existing

copyright.

The Nimmer Declaration has received #air share of criticismit is

worthwhile to note that his deposition was barred by the Court as it

constituted opinion on what the law should be, and not the law as it is. The

Judge dismissed his arguments as frivolous, and stated resolutely that tattoo

and their design by itself could be copyrighted, as it was entirely consistent

with copyright law. The plaintiff was by no means restricting Mr. Tyson

from the usage of his own head, or even the modification/removal of the

tattoo. However, as the partidsmissed the case in favor of an out of court

settlement, no written legal precedent was established to that regard.

Ni mmer 6s sudden change of heart and devi
supporting copyright protection for tattoos in his treatise werted by

several scholars, who accused him of conveniently attempting to
reconfigure the l aw in f avo? Hio f hi s cl
controversial statements equating the adiigint relationship to slavery

were also the subject of censure.

However, the Nimmer Declaration is not without its merits, regardless of the

criticism it received and the somewhat alarming statements it included.

2 Whitmill (n 22).

Ann B aWheo avTreatise Writer Tries to Reconfigure Copyright Law to Benefit a
Cl i gMADIBONIAN.NET, May 25, 2011), <http://madisonian.net/2011/05/25/when
treatisewriter-triesto-reconfigurecopyrightlaw-to-benefita-client> accessed 21 Sept
2021
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More specifically, his argument regarding the rights of personhood and

bodily autonomy cannot be ignoréd.According to several eminent

philosophers, the rights of a person cannot rest anywhere, except the person

himself. No individual can claim to hold property rights or interest in

another personds body, a principle affir
Chaniing,”® as well as in Lockean ideal$.No tattoo artist can claim to

exercise any form of influence over his client so as to curtail their personal

liberty. So, how are the intellectual property rights of tattoos divided

between the artist and the bearer?sMall be discussed in detail in coming

sections.
CASES THAT ADDRESS THE INKY AMBIGUITY

Although there is a clear lack of authoritative court decisions regarding the
same, most legal experts agree that tattoos are copyrightable, and hence
enjoy legal preection. The current statutory framework makes it almost
impossible to ascertain the true legislative intent with respect to the division

of rights between artist and client, both in the Indian and American statutes.

The ambiguity that arises regardinigetextent of protection afforded is
harmful to many parties. Firstly, the tattoo industry, which is quickly
growing and shows no signs of slowing down. It is valued at a hefty 3
billion dollars per year in the U8,and INR 20,000 Crores in IndfaThis

2 Whitmill (n 22).

2 William Ellery Channing, A Human Being Cannot Be Justly Owned (
Libertarianism.Org, first published 1 Aug 1835)
<https://www.libertarianism.org/publications/essays/hubaimgcannotbejustly-owned>

accessed 21st Sept 2021.

%0 william Uzgalis, John Locke (Spring 2020 Edition) Edward N. Zalta (ed.) The Stanford

Encycbpedia of Philosophy <https://plato.stanford.edu/archives/spr2020/entries/locke/>

accessed 21st Sept 2021.

John LaRosa, 6Tattoo Parlors & Tattoo Removal I
(Market Research, 12 September 2018) <https://blog.markatokseom/tattogoarlors
tattooremovalis-now-a-booming3- billion-industry> accessed 22 September 2021.

“Prabhjote Gillaug, o6l ndia's 20,000 Crore Tatto
Lives At BRsingsk 6 Insidér India 26 Aug 2019)
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industry is hindered by the lack of defined legislative protection of their
intellectual property rights, and regain control of their works with respect to
mass media. Secondly, it affects celebrities and the entertainment industry,
such as Television studi@nd video game developers. Individuals whose
appearances are inevitably tied to their livelihood, are especially vulnerable;
there is already a trend of celebrity athletes being sued for infringement. It is
important to address these concerns while balgndhese differing

interests.

Reed v. Nik& is regarded by many to be the first case of copyright
infringement over a tattoo. In 2005, Reed, a tattoo artist, initiated a suit
against Nike Inc. and Rasheed Wallace, an NBA player, who had appeared
in a commercial for the former sporting his tattoo and discussed its
significance and meaning. Wallace had discussed the details of the tattoo he
wanted, and Reed drew up a few sketches for him. After taking his changes
into account, the artist then tattooed thesign on Mr. Wallace. There was

no discussion regarding ownership of the copyright. Ironically, the artist had

accepted a modest consideration in lieu of the exposure he would receive

from Wallacebds public display of the

went too far when the player appeared

the tattoo.

Reed bought an action against Nike for contributory infringement, stating
that they were violating his exclusive right to reproduce, adapt, and publicly
display the workHe claimed that even if Wallace was to be considered a
joint author, he was still entitled to his right to an accounting for profits.

Unfortunately, the parties settled out of court before a satisfying conclusion
could be reached for the sake of tattoasprudence a motif that will

become apparent soon.

<https://lwww.businessinsider.in/inditattocindustryneedsregulationand standardgo-
protectcustomersandartists/articleshow/70835880.cms> accessed 22 Sept 2021.
*Reed v Nike InG.17 Civ. 7575 (LGS) (S.D.N.Y. May. 31, 2019)
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Reed opened up a Pandorads box: a number
were filed by tattoo artists against entertainment companies that used their

designs in their media. A mere six years latéhjmill v. Warner Bro*i.e.

the Mike Tyson tattoo case went to court. This case created ripples not only

in the entertainment and tattoo industry, but also in the legal fraternity, due

to David Nimmeros controversial deposi ti
Warner Bros. He claimed that tattoos were not subject to copyright

protection as human flesh does not qualify as a tangible medium of

expression. The Judge in the particular case had in fact dismissed the
Defendant 6s ar gument s tea that the thttboyartist nd f r i v o
had a strong likelihood of prevailing in the cd3®©nce again, since the

parties settled, the merits and demerits of the case were not discussed by the

Court. One cannot help but wonder how the Court would have treated the

Defedant 6s arguments if the case had actua

In Christopher Escobedo v. THQ IAta tattoo artist sued a UFC themed

video game developer in 2012 for allegedly infringing upon his registered

l' i on motif that he tastorsolewasdamed i ght er C
that unless there was a written assignment of copyright, or a work for hire

agreement, ownership of the IPR would rest in the hands of the original

author, i.e. the artist. The judge in th
right of ownership, but leaned towards fair use. The more relevant question

that arose here was whether the artist was entitled to a cut of the profits, if

there was a commercial aspect involved. Once again, the parties settled and

agreed that all editions dhe UFC video game series would remove all

instances of the tattoo.

% Whitmill (n 20)

*ibid.

% Christopher Escobedo v. THQ Inc., 2:¢2 0247GJAT (U.S. District Court, District of
Arizona [Phoenix] 2013).
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In Allen v. Electronic Arts, In¢ similar to the facts oReed v. Nikethe

tattoo artist Allen had tattooed footbal
Although Allen, as the copyrightwmer expected some violation of his
exclusive rights, the tattoo appearing o]
proved to be too far. He filed a copyright infringement suit, claiming

violation due to a featured use of an unauthorized derivative work based

his tattoo. The parties settled rather quieldyshort four months later.

In the 2016 case @onzalez v. Transfer Technologies, [ff¢he Defendant
reproduced and then sold temporary tattc
design. After the filing bthe suit, the Defendant promptly ceased his

actions. The lllinois District Court awarded minimum statutory damages,

but declined to award attorneybés fees or
Act was not the kind of flagrant behavior that justified the rang of
attorneyods fees. On appeal, The Court r

stating that this explanation was not sufficient to deny an award on that

basis. Nimmer makes an appearance once more, quoting this case in his
deposition forWhitmill. Citing this case as one that focused merely on the
Defendant s conduct, he cl aimed that It
claim copyright protection, as no clarity was offered on whether the Plaintiff

could claim copyright in a tattod. In spite of being one of the rare

published decisions regarding tattoos and copyrigbtizalezloes not offer

any significant clarity regarding the same.
AN INDIAN PERSPECTIVE

For better or for worse, there have been no cases of copyright infringement
filed against any party regarding tattoos in India. However, the Indian
Copyright Of fice granting a valid copyr

37 Allen v. Electronic Arts, Inc. [2012] 5:32V-3172 (W.D. La. 2012)(dismissed April 9,
2013).

% Gonzales v. Transfer Techs. Inc., 301 F688 (7th Cir. 2002).

39 Whitmill (n 22).
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tattod’s eems to suggest that tattoos come un
mentioned in Section 13 of the Act. Ameresting aspect of this is that it

was not the tattoo artist who registered for the same, but rather the bearer.

However, there is still some ambiguity as to which specific criterion it can

be pigeonholed into: a painting, drawing, or engraving.

In response to a postal query made by a pegicited scholaf? the Indian
Copyright Office declared the following perplexing contentions, which have

been summarized below:

1. Tattoos come under the scope of artistic work under 2(c), and
are categorized as a drawing.

2. It was stated that the client would become the owner of the

tattoo, but special rights would still rest with the artist.

3. Even if the artist still holds copyrighdver the tattoo by
virtue of his taking of valid consideration, the artist cannot interfere
with the public display of the tattoo as per Section 17(b), i.e., work

made for valid consideration.

4. If the work is categorized under Sec 17(c) i.e., work made in
the course of employment, the subject matter would be the work first

created as a drawing.

5. When enquired whether the work could be categorized as
under a contract of service/apprenticeship under 17(c), with the client
as the employer and artist as empleythe Office rejected the same,

stating that this analogy could not apply here.

““6SRK Registers Don 2 Tattoo in His Named (The
<http://archive.indianexpress.com/news/selistersdon-2-tattocin-his-name/817871/>

accessed 22 Sept 2021.

! Indian Copyright Act 1957 2(c)

“Shruti Shukla, 6Tattoos And Copyright: Can Get't
(Lex Forti, 8 Oct 2020) <https://lexforti.com/lega¢ws/tattoosand-copyright/> accessed

23 Sept 2021.
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This response raises more questions than it answers. The points raised are
contradictory and devoid of clarity. Firstly, the classification of a tattoo as a
drawing itself § debatable. Tattoos, by definition, are inked engravings on
human skin. There is uncertainty in pigeonholing this unique form of art
under Section 2(c) of the Copyright Act. Once again, we take the c&e of
Victor Whitmill Here, the very first instanaaf the tattoo was Mr. Mike
Tysonbés face. It was not rendered on any
human flesh be classified as a drawing? In such a case, it is understandably
more difficult to claim copyright protection while claiming it to be a
drawing. ®condly, perhaps the most glaring inconsistency: If tattoos are
being categorized as a drawing, they cannot come under the purview of
Section 17(b) which applies to only 5 casg#otographs, paintings,
portraits, engravings, and cinematograph fifthdt appears that the
Copyright Office is itself unclear as to how tattoos fit into the current
copyright classification. If tattoos do not qualify for the application of Sec
17(b), it is likely that the tattoo artist may not be considered to be the first
ownerof the tattoo. Thirdly, the Copyright Office has vaguely asserted that
tattoo artists still enjoy special rights, but has not expanded on what rights

they are entitled t&*

Without any actual cases of tattoo infringement appearing before the Court,
it is unlikely that this issue will be resolved anytime soon. With the lack of
clarity regarding protection, tattoo artists are unwilling to pursue litigation
in order to enforce and protect their rights. The 2020 caseobi Oak
Sketches v. 2K Gamesay have ben the only case that authoritatively

established copyright protection for tattdds.

DIVIDING THE RIGHTS O F OWNERSHIP: SOLID OAK SKETCHES V. 2K

GAMES

3 ibid.
4 ibid.
> Solid Oak Sketches, LLC v. 2K Gaméssg., 449 F Supp 3d 333 (SDNY 2020).
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Although the work is in possession of the person who got it tattooed,
copyright is vested in the authof said work. This is a principle accepted in
previously discussed cases. Unless the bearer provided the design,
ownership of copyright will rest with the tattoo artist. This also vests in the
copyright holder a bundle of rights, including the right teroeluce,
modify, and create derivative works, among other things.

The tattoo artist owns the artwork, but not the body it is on. In this case,

could they require the person to perforn
the tattoo to be displayed, or to miydihe tattoo? Can they prevent public

display of the tattoo by filing an injunction? Clearly, this is absurd, and

infringes upon the bearerds free wild|l an
of a personébés personal e X putsetteeisarton / | i kene
on anot her personos body, their excl us

diminished. In exchange for the consideration paid, the tattoo bearer owns
an implied license to the work and has the right to display the design in

public*®

The pressing qution of how the rights are divided between the artist and
the bearer was tentatively answered in the 2020 caSeliof Oak Sketches,

LLC v. 2K Game$’ This may have been the first case to authoritatively
establish the copyrightability of tattoos. Herejideogame developer, Take
Two, recreated the tattoos of popular basketball players on a digital medium
without permission from the owners of the design. Solid Oak sketches, the
tattoo artist filed a copyright infringement suit in 2016. Surprisingly, i® th
case, the court did not agree to the contention that there was a substantial
similarity between the designs. It was held that as the tattoos appeared on a
mere 3 characters out of 400 possible ones, the tattoos had not been

displayed with enough detddr the average lay observer to identify neither

“ibid.
“"ibid.
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the subject matter, nor the style used in creating them. It was resolutely
rul ed that Take Two o De Mirsngs? pbef, tod he art wo.

miniscule to be taken into consideration.

Here, the court explaed that once Take Two portrayed the players in the

game, they could use the tattoos as well. This is because the tattoo artists

had given the players an implied license to their work, and once the players

licensed their likeness to Take Two, the tatto@sspd along with it.

Moreover, since the tattoos were recreated in the digital medium in order to

lend authenticity to the depiction of the players, and that the tattoos were
Aimerely incidental o to the commerci al n
defense wa accepted. Another pitfall for the tattoo artists was the lack of

originality in their designs.

Unauthorized reproduction or creation of a derivative work featuring an

original tattoo work could be illegal if it has a commercial aspect of unjust

enrichmen to it. In other words, if someone stands to profit from the

exploitation of the artwork without paying the customary price or

consideration, they could be held liable for infringement by the owner of

copyright. So, hypothetically, had Take Two used theapy er s & t att oos i
say, an advertisement to publicize their game, perhaps then the court might

have ruled in the tattoo artistsodéd favor,

originality.

It is celebrities who are more likely to be held liable faral infringement

suits regarding the copyright of tattoos, as their appearance is inevitably tied

to their l i veli hood. The portrayal of t
conceivably be covered by their personality and image raghtsattoos may

form indicia of their personality’ The media company purports to use the

“8Rogers v. Koons, 960 F.2d 301, 308 (2nd Cir. 1992).
“ Devi ka Agar wal , 6 Ri g h tSpicylPo f18 Jiline t 2004) Artistsod
<https://spicyip.com/2014/06/rights-tattoc-artists.html> accessed Hkeptember 2021.
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likeness of the celebritythis implies that tattoos, scars, moles and other

per manent mar ks t hat appear on the <cele
them. In fact, the Indian Copyright Actfiaims this principle via Section 52:

the inclusion of any artistic work, if it is incidental to the principal matters

highlighted in the film, would not amount to copyright infringement,

provided that such inclusion is merely by way of backgralind.

Howeve, sinceReed v. Nikeperhaps as a precautionary measure, Video
Game developers and other media companies have begun to exercise
caution in this regard. These companies have begun to actively seek out
permission from tattoo artists before including tfeetrin games?

So, how could one mitigate the possibility of such suits? It is not as simple
as merely paying royalties to artists. This would give rise to several
logistical difficulties with respect to owners of existing tattoos, and then
securing agreeants with them. If the artist has expired, it would bring the
added nightmare of attempting to track down the heirs to the estate. Add to
this the celebrity factor, and individuals may come forward claiming to be
the artist for their fifteen minutes of fanThis would result in complicated
legal battles to prove ownership. The need for clarity has become even more

apparent subsequent to fReed v. Nikéecision.
EFFECT ON MORAL RIGHTS: THE CASE FOR TATTOO ARTISTS

The general consensus seems to be th@tairtists own the artwork, but

do not receive the entire bundle of rights generally vested in copyright
owners. When they have spent countless hours of labor in preparing the
original design, to study the art of tattooing and perfecting their craft, it
seems unfair that compensation stops at the fee received for the tattoo, when
it is not only their labor that has gone into the work, but rather their heart

%0 |Indian Copyright Act 1957, s 52(1) (u).

Brendan Maloy, 6Colin Kaepernick's Tattoos Wil
(SI, 5 June 2014) <https://www.si.com/extranustard/2014/06/05/colikaepernicks

tattooswill -be-featuredin-this-yearsmadden> accessed 28 September 2021.
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and soul. There is a deep emotional bond connecting an artist and his work.
Morality and law shouldecognize the continuing control an artist possesses

over his creations.

Courts have recognized the subjective intent of an artist regarding the

purpose and character of their work, so why not in tattoos? As long as the

demands are reasonable, the laweuired to respect the bond between an

artist and his work. After all, property rights are important for the- self

realization of an individual in order to be recognized as adgsmt. Control

over oneds own cr etessione andvibas necessay | ect s s e
for selt-fulfilment. Nobody should be allowed to violate their copyright by

using it to promote or sell their product without their permission. This is

deeply rooted in the principles of justice, equity, and good conscience.

Applying thetheory of equity, it is apparent that the artists should receive a

share of the profits proportional to the amount of effort they have put into

it.>

Being a rare published decision on the subject, the European cH3kl of

JM has attempted to separate trights between artist and the clightn

2009, the Court of Appeals in Ghent, Belgium adjudicated a dispute

between a tattoo artist, who had used one of his creations in an
advertisement to promote his business, and the client who was bearing the

tattoo. The Court drew a distinction between the actual design of the tattoo,

and the tattoo as reproduced on the clie
reproduction is restricted to the actual design. This means the artist has no

say whatsoeverontheelint 6 s ri ght to modify/ destroy
barred from i mposing restrictions that

aut onomy, and cannot restrict the client

2 Andrews, Stephen Pearfhe Sovereignty of the Individudfirst published 1938,
Freeman Presspee also DaCohen,Meir, Harmful Thoughts: Essays on Law, Self, and
Morality (Princeton University Press 2002) 296.

3 JDH v JM (2009) 2007/AR/912 (Juridat) (Ghent CA).
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parties and so on. T o0 age mughts and righd iomp | vy, t h

bodily autonomy triumphs the artistos ri
moral rights.
Oof cour se, tattoo artists cannot be all o\

autonomy, by preventing them from performing tattoo remewsn they

arenodt satisfied with the tattoo, or by
work in public. Certainly, the Belgian Court is right in this aspect. But the

contention that tattoo artists are completely excluded from the realm of

moral rights is warying. Just because the medium of expression is a human

body, are artist rights completely extinguished?

Tattoo artists may be entitled to a set of reasonable moral rights such as a
limited right to attribution. This right provides that the original autbiothe

work is entitled to be known as the author in the case of performance,
publication, reproduction, or adaptation of his or her work. Due credit must
be given to the artist in all cases. So, if the bearer was to appear in a
commercial highlightinghe tattooa laReed v. Nikethe tattoo artist should

be entitled to a percentage of the profits made from the commercial usage or
exposure of the tattoo. Regarding the right of integrity, the tattoo artist in all
likelihood, cannot prevent the tattoo bexafrom modifying, or destroying

the work of art, as this infringes on bodily autonomy. But perhaps, in case of
modification, he can still hold copyright over the parts of the artwork that
have not been modified.

I.  An InterestindeExample

Staying on the topi of division of rights between the artist and bearer, it
woul d be interesting to explore the prin.

over his creations with a rather macabre example.

The preservation and display of tattooed human skin dates back hundreds of

years with a number of <collectors dedica
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museum of tattooed skin in Japan, hosting an impressive collection of over

100 pieces of art; as wel as many collectors who spend large sums of

money to acquire tattooed skin. So, when
people making profit off the artist's creation, perhaps it would not only be

the deceased personds houtalsothedrtstt get a s
as it is his labor that has gone into the work. This is also rooted in the

French concept dDroit de Suite Al so known as the Artist¢
this refers to the right of the artist to collect a reasonable fee when works are

resold.

There is also some justification for the application of the first sale
doctrine® This American principle significantly limits the rights of an
intellectual property holder when his or her works are resold. This concept
was introduced to avoid lialtiles that could arise when products entered the
distribution chain. Essentially, it acts as an exception to the right of
distribution assured to the copyright holder, by stipulating that he or she
cannot control resale, or the terms and conditions ofresmle. However,

its application to tattoos is still uncertain. Law protects not the idea, but the
expression of the idea. So once the tattoo bearer's skin is sold to a collector,
perhaps the artist cannot control the sale, but may still be entitled to

compensation, if the work is displayed or modified in a commercial setting.

OTHER FORMS OF PROTECTION FOR TATTOOS: THINKING BEYOND

COPYRIGHT

l. Industrial Design

In spite ofthe debates surrounding the topic, there is one subset of tattoo

design that has indisputable IPR protection: Tattoo flash. This generally

“6The Bodysuit Collector: Doctor Fukushi Masaich
Sk i n 6 Yamatq Magazine Home Blag 14th Sept 2020)
<https://lyamatomagazine.home.blog/2020/09/14itbeysuit  collectordoctorfukushi

masaichi/> accessed 25 September 2021

517 U.S.C. 106(3); Indian Copyright Act 1957, s 14(a) (ii).
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refers to predrawn, generic designs that are meant to act as stencils for
walk-i n customer s. Tfhlea sohr6i gci ann obfe Mttartat coeod 6b a
century New Yor k, wher e Lew OThe Jewd
popularized the sample tattoo design sheets, still seen in tattoo parlors
today>® Flash art is meant to adapt to an increasingly fast paced world; for
customers Wo do not want to spend too much money on a custom design,

or do not have the time to commit to multiple long sessions.

These designs are created in two ways: they may have been created by the
tattoo artist themselves, or sold to the parlor by a thirthp@ihe copyright

for these designs lies with the original artist. It can be transferred between
parties, and unauthorized reproductiam all likelihood would lead to an
infringement suit. On purchase, the buyer was entitled to replicate the
designs oras many customers as he chose. He or she was also entitled to
make changes as required. This would come within the ambit of copyright

|l aw as a o6l i mi £’eTte orignal laitist drants ia menn s e 6 .
exclusive license, through conduct that createsasorgble inference in the
buyerdés mind that the owner consents to
A good example would be an architect delivering drawings to a client. It is

6l imiteddéd in the sense that ifnthe desig

tattoos, it would exceed the scope of the transfer.

A better way to protect tattoo flash would be by means of industrial design,
to protect the ornamental aspect of the creation. In order to receive
protection, the tatt oo Indewngdeésignbare a O6r egi s
governed by the Designs Act of 2000. Some countries bring designs under
the ambit of patent | aw, and refer to th

protection enables the owner to prevent integration or embodiment of a

®Marcus Bunyan, onPratiooed BysChailie Wagmek andrLewis (Lew)

Al bertsdé (ArtBlart, 17 Apr i ljacktyohiatiooedbly-t t ps: / / art bl
charliewagnerandlewis-lew-alberts/> accessed 21 January 2022

" perzanowski (15).
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design which isa copy, or considerably a copy, when done for
merchandising purposes. It is however, important to keep in mind that there
cannot be simultaneous copyright and design protetiidrecording to
clause 2 of Section 15, if an article is capable of registratioder the
Designs Act, but is not registered as such, then the copyright protection
ceases once the article is reproduced over 50 times by means of an industrial
or mechanical process. Thus, if creators relied primarily on copyright
protection, especiallfor flash tattoos that are meant to be reproduced on a

large number of clients, they would be left in a vulnerable position.
Trademarks

At this point, it is worthwhile to examine the infringement issues that arise

when trademarked symbols are reprodiicethe form of tattoos. One of the

main principles of trademark law is that commercial use of a registered

trademark is prohibited. The purchaser of a pair of counterfeit Nike shoes

woul dndédt be the one facing aneternfri ngeme
i.e. the person selling the shoes. By this principle, a person sporting a

Di sney tattoo woul dnodét be served with an
tattoo artist would. If the person who received the tattoo brandishes it in say,

a commercial, thegould also be held liable under trademark law.

Take the case of Sam Peni x, a New York
[ cof fee cup] NY0O across his fist. Peni X
featured the tattoo quite esngnaditchethfly
NY0O trademark was owned by the NY Stat
Development, he was threatened with a trademark infringement lawsuit. In
order to avoid liability, he had to agree to a set of terms and conditions,

including an agreement thatgnificantly restricted the ways in which his

*8 Copyright Act 1957, s 15(1).
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tattoo could be photographetiPe ni x 6s case -amreeame i sol at ed
where tattoos were the subject of a trademark infringement suit. It is also a

somewhat justifiable one, seeing that there was a lgledefined

commercial aspect to the case. But it appears that when there is a lack of a

commercial element, right holders are far more likely to let unauthorized

reproduction of their trademarks as tattoos slide.

Take the case of George Reiger, a paridyldevoted fan of Disney, who
adorned almost 90% of his body with various tattoos of Disney characters.
There is no instance of Disney ever suing or taking any form of action
against Reige!® This lack of action does not mean that the gigantic
corporation is not aware of the usage of their trademarked matetial
appears that there has been a deliberate choice made to remain silent. This
could be due to various reasons. Firstly, a person choosing to get such a
tattoo is a sign of deep devotion, and effes on t he companyds go
the company has no stake in the tattoo market, there would be no loss or
economic harm to the company. If anything, such exposure would be
beneficial and act as an advertisement for the company. There are, in fact,
instanes of corporate companies offering monetary benefits to their
employees to get their logos tattodé&econdly, the company would have

to incur expenses for tracking down infringers, who are wide and dispersed.
Add to this the heavy costs of litigation,dait suddenly becomes apparent

as to why companies seem more than happy to let potentially infringing

tattoos slide.

Traditional Cultural expressions

*Andy Newman, O6A Cup |s at tMewYokeTame®9 of a Trade.
May 2013) <https://www.nytimes.com/2013/05/30/nyregion/yarnk-challengesa-coffee

shoplogo.html> accessed 21 January 2022.

¢ perzanowski (15).

®libid; s e eBroaklyrsRealtdr Is Giving A 15% Raise To Workers Who Get A Tattoo

Of TheirLogd ( Busi ness | n shitph:Bwww.budineddiasyder.i/petsdnpl <
finance/BrooklynRealtorls-Giving-A-15-Raise To-WorkersWho-Get A-TattoaOf-heir-
Logo/articleshow/2136006.cms accessed 7 May 2022.
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When tattoos incorporate designs that are rooted in Traditional Cultural
expressions, another set of pehs arise. In 2013, Nike faced heavy
outrage from the Polynesian community after the company launched a
womenos sportswear l ine insfiTheed
design was one that denoted honor and was reserved for male chiefs.
Although Nikeissued an apology and withdrew the line, this incident has

exposed the glaring need for protection of TCEs and TK.

Once agai n, we examine Victor Whitmillds

tattoo was heavily inspired by traditonsUor i  dTe(s i Mathe o
traditional practice of t he MOor i
considered to signify high social status. The tattoo artist had been successful
in securing a valid copyright registration for this design and therefore was
able to file an infringemerduit against Studio Warner Bros. for reproducing
the tattoo on an actoros face. | f
despite it being a derivative work,

artists if their designs are similar to his creai®

It is extremely difficult to enforce protection of TCEs and TK in the current
IP framework; one of the main criticisms is that the WIPO principles do not
endeavor to protect TCE/TK as such, but rather to the extent that it
intersects with the IP intex€e®® For instance: the element of ownership of
TCE/TK is a challenge to demarcate, as current IP law recognizes not
collective but individual rights alone. The current IP laws have also clearly

evolved to reflect the economic or commercial interestssoicgety, and not

2 60utrage olse rof Ctiurd dc ssn ABC (News 15 August 2013)
<https://www.abc.net.au/news/2008-15/ansamoanike-tattoorow/4888662> accessed

21 January 2022.

% Intergovernmental Committee on Intellectual Property and Genetic Resources,
Traditional Knowledge and Folklore, WIPO,he Protection of Traditional Cultural
Expressions/ Expressions of Folklore: Table of written comments on revised objectives and
principles(Document prepared by the Secretarisf) PO/GRTKF/IC/11/4(b) paras 4.4

4.8.
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the cultural or moral interests. Last but not the least, the transcendental
nature of TCE/TK means that it cannot be constricted by the limited

duration of protection offered by IP law.

There must be a reasonable set of rights grantedrtomunities to enable
them to protect their cultural heritage, and assert their intellectual property
rights. There i s however, a fine I|line tc¢
and economic rights must be upheld, while fostering interculturality and
artisic freedom.The challenges here are that-presting TCE works which

are currently in the public domain under copyright law, are available for use
by anybody, creating a conflict of interest between the rightful owners and
the users. Moreover, it is diffilt to document the potentially infringing
cases. Efforts must be made to broaden the current IP framework. Countries
may consider developing @ui generis system of protection, or
strengthening the current framework by incorporating legal, as well as non
legal remedies. India could consider creating a digitized library of
traditional art, designs, and so -osimilar to the TKDL (Traditional
Knowledge Digital Library). This codification could go a long way in
protecting TCEs. The costs involved are likety dissuade Government
investment, but perhaps the costs could be offset by encouraging community

participation.
THE STATE OF THE TATTOO |INDUSTRY

Ironically, though tattoos come under the ambit of protection offered by

Copyright law, the latter has little to no part to play in the actual practice of

the tattoo industry. Rather, tattoo artists seem to prefer informal methods of

enforcing their rights As evidenced, tattoos are especially vulnerable to
unauthorized reproduction. However, t h
infringement in the industry. Public displays of the work often act as a form

of unpaid advertisement for the artists, so lawsuits betwéentsc and

artists are rare, and generally only arise in high profile cases of the work
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being reproduced in merchandise or other mediums a.ecommercial

aspect is present, as exhibited by the cases discussed.

Tattoo artists acknowledge the clients tigh public display, as well as
modification/destruction of their works. It is very rare for them to replicate

one person's tattoo on another, as it is a design born out of a relationship

based on faithso if another tattoo artist were to engage in-htaral

copying, they might be looking at a copyright infringement $Uiut once

agai n, considering the cost and |l ong ter
really go to court. Copying is instead seen as an unavoidable part of the

creative process, and eveonsidered desirable in some circumstances.

When interviewed, tattoo artists admitted to being reluctant to pursue
copyright infringement suits in Court, and appear to prefer solving these
matters within themselves. Instead of resorting to the legaérayswhich

they had mixed feelings about, they prefer direct confrontation of the
infringing artists®® They also added that with copying being so common
these days, it was hardly worthwhile to actually track down infringers and
seek remedies. There is naipithat would justify the time, money, and
effort that a lawsuit demands. This nebased system of copyright
protection is reminiscent of the informal system set up by atand
comedians to safeguard themselves from joke stealing, as copyright law
does no offer them a better alternati¥®.They seem to shy away from
courtenforced mechanisms for copyright due to the significant practical

barriers it poses.

% perzanowski (15)

®“Matthew Beasley, 6Who Owns Your Skin: Intellect:
Tattoo Artistsé (2012) Vol . 85 Sout hern
<https://southerncalifornialawreview.com/vegpntent/uploads/2018/01/85_1137.pdf>

accessed 28 September 2021.

®Hannah Pham, ¢St &p@dmedy: Jake Théfteand th® Relavahce of

Copyright Law and Soci al (2@198) B&((1) FordhamIintell Soci all Me d
Prop Media & Ent LJ 55 (2019). <https://ir.lawnet.fordham.edu/iplj/vol30/iss1/2> accessed

28 September 2021.
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The conventional mastaervant relationship is difficult to apply in the
absence of a clear, writtecontract. In order to avoid conflicting interests, it

is best to clearly spell out the ownership rights of the tattoo. Preferably, a
release or a waiver must be signed in order to avoid liability. Not every
tattoo studio actually makes the effort to @epthese documents, leading

to problems in the future. With the steady growth of the tattoo industry and
the increasing professionalization of tattoo artists, it seems that there will be
an unceasing stream of tattoo infringement suits in the near fltheeneed

for formal protection has never been more necessary.
CONCLUSION

The challenges associated with copyright protection for tattoos have been at
the center of many contemporary debates skeed v. NikeTattoo artists,

just like any other artistare entitled to copyright protection of their work.
However, due to the ambiguity surrounding the protection of the art, they
are actively discouraged from pursuing the same. The general consensus
seems to be that tattoos are copyrightable, however thal ativision of

rights between the artist and client are yet to be established. It appears that
the unauthorized reproduction or display of tattoos warrants an infringement
lawsuit when someone stands to gain from the exploitation of the artwork
without pging just and fair consideration. Tattoo artists should also be

entitled to a set of reasonable moral rights.

The lack of a clear, wellefined court ruling regarding IP protection for
tattoos has hurt many parties: artists, their clients, celebritidgsharmedia

and entertainment industries. It is impossible to address these doubts in the
current legislative framework. Hence, policymakers must take tattoo artists
seriously and keep in mind the norms of tattoo artists while drafting
statutory additiongind rules regarding their protection. They must take into
account the intricacies that surround copyright protection for tattoos and

provide suitable suggestions, while balancing the interests of the clients and
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concerned industries. There is a need fa general public to be given
awareness, as well as tattoo artists to band together and make an organized
effort to secure formal protection of their intellectual property. Until the law
plays a bigger role, it seems that social norms will be the only rezdat

artists can turn to for relief.

Solid Oak Sketchds one of the first authoritative decisions regarding the

copyrightability of tattoos. It is undoubtedly more faciven, as the Court

did not resolutely pronounce whethan artist can claim copyright to a

tattoo on another personds body. The groc
copyright infringement suits seems to suggest that the judiciary will soon be

called upon to answer this burning question. Only time will wdibther

clarity will arrive, in order to provide relief to the industry, and to reaffirm

the public goals of copyright law.
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THE WAIVER OF THE TRIPS AGREEMENT FOR
COVID -19AT THE WTO: A RHETORICAL ANALYSIS

Emmanuel Kolawole Oke*
Abstract

This articlepresents a rhetorical analysis of the discussions and debates at

the WTO6s TRIPS Council regarding the r
South Africa for a waiver of certain obligations under the TRIPS Agreement

in response to the COVHDO pandemic. Considery the engagement in
0rhetorical acti on6 -18 waivdr propbsalslébatee s of t he
the article explores whether the discussions, debates, and negotiations at

the TRIPS Council regarding the proposed waiver is likely to produce any

useful solubn. The article is structured into three main sections. Section 1

presents a brief overview of the role of the TRIPS Council in international

intellectual property law. Section 2 examines both the waiver proposal by

India and South Africa on the one hanmttathe counteproposal by the EU

on the other hand. Section 3 contains a rhetorical analysis of the

discussions and debates surrounding the waiver proposal at the TRIPS

Council.

INTRODUCTION

The COVID19 pandemic has once again brought the World Trade

Organisation (WTQO) and other international institutions into the spotlight.
Specifically, as it relates to intellect
for TradeRelated Aspects of Intellectual Property Rights (TRIPS Council)

is once again at the censiage for discussions and debates regarding what

should be the precise and appropriate role of intellectual property rights in a

public health crisis such as a pandemic.
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There is a sense of déja vu in this regard because, in the early 2000s, just

aroundéy ear s after the entry into -force of t
Related Aspects of Intellectual Property Rights (TRIPS Agreement), the

TRIPS Council had to provide a response to the demands of developing and
leastdeveloped countries for greater accesarttretroviral medicines due

to the HIV/AIDS epidemid. The demands made by developing and least

developed countries at the TRIPS Council eventually led to the adoption of

t he Declaration on the TRIPS Agreement a

Ministerial Conference in Doha (Doha Declaration) in November Z001.

The Doha Declaration kicktarted a process that eventually culminated in
the amendment of the TRIPS Agreement via Articlei8Wvhich is aimed at
facilitating the use of compulsory licensing to expgmatented medicines to
countries that lack (or possess insufficient) domestic manufacturing
capacity’ Article 31bis of the TRIPS Agreement waives the obligations

* Lecturer in International Intellectual Property Law, Edinburgh Law School, University of
Edinburgh.Email: emmanuebke@ed.ac.uk

!See WTO (Council for TRIPS) 6Speci al Di scussi on
Medi cinesd held on 18 to 22 June 2001, I P/ C/ M/ 3
TRIPS) OMi nut es of Meeti ngd, h el d33, o 19 and 2 C
November 2001) ; WTO (Council for TRI PS) , O6Minis
Agreement and Public Healthé (4 October 2001) I P

the African Group, Bangladesh, Barbados, Bolivia, Brazil, Cuba, Dominican Republic,

Ecuador, Haiti, Honduras, India, Indonesia, Jamaica, Pakistan, Paraguay, Philippines, Peru,

Sri Lanka, Thailand and Venezuela).

ZWTO Ministerial Conference, 06Decl aration on the
Adopted on 14 November 2001, WT/MIOK)/DEC/2, (20 November 2001).

*Paragraph 6 of the Doha Declaration states that:
manufacturing capacities in the pharmaceutical sector could face difficulties in making

effective use of compulsory licensing under tHRIFS Agreement. We instruct the Council

for TRIPS to find an expeditious solution to this problem and to report to the General

Council before the end of 2002.086 As a result of t
implement paragraph 6 of the Dohadation, adopted a decision in August 2003 to

temporarily waive the obligations in Articles 31(f) & (h) of the TRIPS Agreement. WTO,

6l mpl ementation of Paragraph 6 of the Doha Decl
Public Healtho DES.CWTA 54D ,n2 SedtemBed 2008 Tharsafter, i

December 2005, the General Council adopted a decision to amend the TRIPS Agreement

by making the temporary waivers a permanent part of the TRIPS Agreement. WTO,

6 Amendment of t he TRI &% Dekgnber 00% WT/6/641, Beci si on
December 2005). This amendment to the TRIPS Agreement, i.e., Artlule 8dtered into

force on 23 January 2017.
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under Article 31(f) of the TRIPS Agreeménivhile the waiver codified in
Article 31bis is indeed a solution, it is questionable whether it is in fact a
useful solution as it has only been used once, prior to the CQYID

pandemic, to export drugs from Canada to Rwanda.

In October 2020, almost 20 years after the adoption of the Doha
Declaratio, in response to the COVID9 pandemic, India and South

Africa tabled a proposal before the TRIPS Council requesting for the waiver
of certain obligations under the TRIPS Agreenfefihe proposal seeks a

waiver of the obligations relating to the implenman and enforcement of

the provisions relating to copyright, industrial designs, patent rights, and the
protection of undisclosed information under the TRIPS Agreement.
However, as will become evident from the analysis below, most of the
discussions andlebates on the waiver proposal have focused on patent
rights and the protection of undisclosed information because a key aim of
the waiver proposal is to scale up the global manufacturing capacity for
vaccines to combat COVHD9. This proposal has been ogpd by some

other WTO members, principally developed countries, and it is equally
opposed by the European Union (EU) which has submitted its own counter

* Article 31(f) of the TRIPS Agreement provides that the grant of a compulsory licence

6shall b epredominahtly fori thze eswpply of the domestic market of the Member
authorizing such usebd.

Article 31bis( 1) of the TRIPS Agreement provides that: (
Member under Article 31(f) shall not apply with respect to the grant by itcohgulsory

licence to the extent necessary for the purposes of production of a pharmaceutical

product(s) and its export to an eligible importing Member(s) in accordance with the terms

set out in paragraph 2 of the Annex to this Agrece
® Holger Hesteame y e r em@adenDaudsi fa Rwanda: The First Application of the

WTO Waiver on Patent s aABH Indightdli0Oécambaer800() 2007) 11 (2
available at <https://www.asil.org/insights/volume/11/issue/28/canad&atedrugs
rwandafirst-applicaion-wto-waiver-patentsand>.

*WTO (Council for TRIPS) 6Waiver from Certain Proc
the Prevention, Containment and Treatment of Gdvi@ 6 |, Communication from 1In
South Africa, IP/C/W/669, (2 October 2020). A revisediwer proposal was subsequently

submitted to the TRIPS Council in May 2021. WT O
Certain Provisions of the TRIPS Agreement for the Prevention, Containment and Treatment

of Covikd 96, Revi sed Deci si o2bMayg2t), I P/ C/ W 669/ Rev. 1,
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proposal’ As at the time of writing in early 2022, the TRIPS Council has

not yet been able to reachyaconsensus on this issue.

This article critically evaluates the discussions and debates regarding the
waiver proposal at the TRIPS Council from a rhetorical perspective. Morin
and Gold have cont e ngkekidg id ehezated tOthdhen c on s e

statusof procedur al nor mo, as I s the case w
at the WTDO, 0it is |likely to bring parti
acti®dmegodefine 6rhetorical action6é as t

organized set of claims witthe purpose of convincing an audience or
depriving opponent S Maebverras theypoint aug | mat er i
0rhetorical actiondé is Obased on wusing
without a willingness to gi VeThisup on max|
article explores how the key actors involved in the debates surrounding the

wai ver proposal have engaged in O0rhetori
space, the focus here will be on India and South Africa (as proponents of the

waiver proposal) on thene hand and the EU (as opponents of the waiver

proposal) on the other hand. The analysis here is based on the minutes of the

TRIPS Council meetings between October 2020 and June 2021 where the

waiver proposal has been debated and discu$sed.

"WTO (Council for TRIPS) o6Draft General Counci l [
and Publ ic Health in the Circumstances of a Pa
(Communication from the European Union to the Council for TRIPS); WTO (Cloianci

TRI PS) 6Urgent Trade Padal9i cOr iRdsponisnetseltiect ual Cdv
June 2021) IP/C/W/680 (Communication from the European Union to the Council for

TRIPS).

8JearFr ®d ®r i ¢ Morin and E-seRking Distrust an@loetorical 6 Consensus
Entrapment: The WTO Deci si on oEnropfandoersas t o Medi ci
of International Relation§63, 566.

% ibid.

Yibid.

" The analysis in this article is based on the minutes of the meetings of the TRIPS Council
asrecordedim he f ol l owing document s: WT O, Counci l for
held on 1516 October and 10 December 2020, IP/C/M/96/Add.1, (16 February 2021);

WT O, Counci l for TRI PS, OMi nut es of Meet i ngd,
IP/CIM/97/Add.1, (7 April 2022) WT O, Council for TRIPS, OMinutes

8, 9, and 29 June 2021, IP/C/M/100/Add.1, (20 October 2021).
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Specifically, this article critically highlights how the key actors involved in

the debates on the waiver proposal have employed the rhetorical device

known as ©O6narratived6 in presenting thei
proposal. In other words, this article showsnvhboth the proponents and

opponents of the waiver have engaged in a careful selection of key ideas,

facts, and issues in making their case to the TRIPS Council. In doing this,

the article makes the case that neither side is presenting or attempting to

present the complete picture regarding the precise and appropriate role of

intellectual property rights in the fight against COVID. As Reyman

points out:

énarratives, particularly as they app
participate in legitimizing and armalizing certain states through

their selection of content. Narratives do not relate objective facts and

complete pictures of the way the world operates, but rather offer

different versions of the truth from various perspectives about the

way the world bould be. While narratives appear as coherent

wholes, no story can include all there is to tell; a narrative is, by

nature, a rendering. It is constrained by time, with a set cast of
characters, a selection of event s, alt
selectons contribute to the rhetorical work of narratives, creating

versions of experience that define the terms of a conflict and its

appropriate resolution while presenting a given version as the natural

or complete story?

Thus, with regard to the debates tie waiver proposal at the TRIPS
Council, it is pertinent to ask what both the proponents and opponents are
either including, or excluding, in their narratives before the Council and

what are the potenti al i mpl i catbi. ons of e

2 Jessica ReymanThe Rhetoric of Intellectual Property: Copyright Law and the
Regulation of Digital CulturéRoutledge, 2010) 39.
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Therefore, this article is not aimed at supporting or opposing the waiver
proposal. Rather, it shows how the negotiations on the waiver proposal may

not necessarily produce a solution that will be useful in the long run.

In this regard, it is worth malling that Article 3bis of the TRIPS

Agreement codifies a waiver that was originally adopted by WTO members

in 2003® However, as widely acknowledged by a number of scholars, the

waiver mechanism in Article s has not really been helpful in terms of

facilitating access to medicines in countries with no or insufficient

manufacturing capacit}. Morin and Gold have attributed this to the fact

that the 2003 waiver decision is the result of the procedural norm of
consensuseeking at the WTO which fostdiisr het or i c al actiono on
of negotiators and which ultimately produces unhelpful outcomes or

agreement$’ This article thus contends that, considering the engagement in
6rhetorical acti ono -1 waivér proposalsiebdtes s of t he
unlessthere is a change in this regard, it is highly likely that any outcome or

agreement (if there is one) may be an unworkable or unhelpful agreement.

The article is structured into three key sections. Section 1 presents a brief
overview of the role of the TRIS Council in international intellectual

property law. Section 2 examines both the waiver proposal by India and

BWT O Jmplémentation of Paragraph 6 of the Doha Declaration on the TRIPS Agreement
and Public Health©o, Decision of 30 August 2003, \

“Muhammad Zaheer Abbas and Shamreeza Riaz, 6 Comp
Medicines: TRIPS Amaiment Allows Exportto Leadde vel oped Countriesd (2017
Journal of Intellectual Property Law and Practicé 51 ; Carl os Correa, 6 Wi |
Amendment to the TRIPS Agreement Enhance Access
South Centre (January 2019}%i c hol as Vi-imgcUp:nThe Failaré BfITRIPS

Arti cl e 31b iGendagdJaudnadl of)nterdatigndl halv

*JeanFr ®d ®ri ¢ Morin and E Richard Gold (n 8) 581 |
can inflence both process and outcome. The pocd norm of consenstseeking

brought al | interlocutors into a process of rhe
agreemento. This situation is arguably common in
consensuseeking seems to be spreading inltitateral settings, especially in contexts in

whi ch economic, social, and environment al objecti
that an 6éunworking agreementdé is madde of fAsham s

jure existence of a mechanisamd [relieves] pressures for the continuation of the debate as
previously framed. d
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South Africa on the one hand and the coupteposal by the EU on the
other hand. Section 3 contains a rhetorical analysis of the discussns a

debates surrounding the waiver proposal at the TRIPS Council.

THE ROLE OF THE TRIPS COUNCIL IN INTERNATIONAL INTELLECTUAL

PROPERTY LAW

The TRIPS Council plays a crucial role in international intellectual property
law. Article IV.5 of the Agreement Eablishing the WTO (AEWTO)
establishes the TRIPS Council as the organ of the WTO responsible for
overseeing the functioning of the TRIPS Agreement. Considering the
preeminent status of the TRIPS Agreement in international intellectual
property law, the rolghat the TRIPS Council plays (and can play) in
shaping the direction and content of international intellectual property law
cannot be oveemphasised. Article 68 of the TRIPS Agreement provides

some elaboration on the functions of the TRIPS Council sstdtiés that:

The Council for TRIPS shall monitor the operation of this

Agr eement and, I n particul ar, Me mber
obligations hereunder, and shall afford Members the opportunity of

consulting on matters relating to the tradéated aspes of

intellectual property rights. It shall carry out such other

responsibilities as assigned to it by the Members, and it shall, in

particular, provide any assistance requested by them in the context of

dispute settlement procedures. In carrying outfusctions, the

Council for TRIPS may consult with and seek information from any

source it deems appropriate. In consultation with WIPO, the Council

shall seek to establish, within one year of its first meeting,

134



(2022) 12 Indian Journal of Intellectual Property Law 13!

appropriate arrangements for cooperation hwhiodies of that
Organization?

From the above text, one can discern a number of roles. First, the TRIPS
Council is charged with monitoring the operation of and the compliance of
WTO members with the TRIPS Agreement. This provides a useful forum
for ventilating grievances concerning, for instance, the violation of or non
compliance with the TRIPS Agreement by a WTO member and it can
potentially be used as a precursor to the initiation of dispute settlement
proceedings. Second, the TRIPS Council is meamravide a forum for

WTO members to consult with each other on topics and issues concerning
the traderelated aspects of intellectual property rights. This arguably
provides a basis for the TRIPS Council to engage in discussions on issues
such as patent figs and access to medicines in developing countries. This
equally makes the TRIPS Council an appropriate forum for WTO members
to discuss and examine the role of intellectual property rights in the fight
against the COVIEL9 pandemic. Third, WTO members ncaassign
responsibilities t o t he Counci |l incl udi
assistance in the context of dispute settlement procedures. Fourth, the
TRIPS Council has an obligation to make arrangements for cooperation

with the World Intellectual PropsriOrganization (WIPO).

Another key function of the TRIPS Council that can be found in the
AEWTO is the one relating to the consideration of requests for waivers
concerning the TRIPS Agreement. Article 1X.3(b) of the AEWTO provides
that all waiver requestsegarding the TRIPS Agreement must first be
submitted to the TRIPS Council for consideration for a period not exceeding
90 days and, after 90 days, the TRIPS Council is meant to submit a report

on the waiver request to the Ministerial Conference. If thisreno

16 Agreement on TradRelated Aspects of Intellectual Property Rights (adopted on 15
April 1994) 1869 UNTS 299 (TRIPS Agreement) art 68.
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consensus, a decision can be taken by the Ministerial Conference to grant

the waiver request by the vote of thHfieerths of the WTO members.

However, given the usual practice of seeking consensus at the’WRO,

reality, where no consensus has been reached on a waiver request, further
consultations are held in order to arrive at a consefsusportantly, as

noted in the introduction, it is this practice of consersaeking that
encourages states to engag®in het or i c al actiondé which ul

the adoption of unhelpful solutions and agreements.

Furthermore, Article X.1 of the AEWTO empowers the TRIPS Council to
submit to the Ministerial Conference proposals to amend the provisions of
the TRIPS Agrement. Thus, the 2003 decision that waived the obligation
contained in Article 31(f) of the TRIPS Agreem€&nwas subsequently
submitted for adoption as a permanent amendment to the TRIPS Agreement
in 2005%° This amendment eventually entered into force ailar3ibis of

" See Article IX.1 of the AEWTO wih provides in part that: o6The V
the practice of decisiemaking by consensus followed under GATT 1947. Except as
otherwise provided, where a decision cannot be arrived at by consensus, the matter at issue

shall be decided by voting. o
®“Se James Harrison, 6Legal and Political Oversi
Journal of International Economic Law 1 1 , 412 (noting that, O0A requ

should first be submitted to the specific Council responsible for administering the

agreement from which a waiver is sought. However, a formal decision is made by the

Ministerial Conference or General Councis with all other decisions in the WTO,

Member States should attempt to seek consensus on the grant of a waiver. In the case of a

waiver, on the other hand, the search for consensus is specifically time limited so that after

ninety days, a vote may beken. The consent of thrdeurths of the Members is needed

for the adoption of a waiver. Although Article 1X.3 [of the AEWTO] provides for voting,

the Chair of the General Council has stated that decisions on waivers will ordinarily be

sought in accordanceith Article 1X.1. In other words, consensus is to be preferred to

voting. 06) ; WT O, 6Statement of t h e-Makimge si dent of
Procedures under Articles IX and Xl of the WTO Agreement, as agreed by the General
Council on 15 Novemdbr 1995, 6 (24 November 1995) WT/ L/ 93. I
accordance with Article 1V.2 of the AEWTO, the General Council of the WTO is

empowered to conduct the functions of the Ministerial Conference in the intervals between

the meetings of the Misterial Conference.

YWTO, 6l mplementation of Paragraph 6 of the Doha
and Public Healthdé, Decision of 30 August 2003, \
PWTO (Council for TRIPS) 61 mpl eme@dauriti on of Par

Decision of 30 August 2003 on the Implementation of Paragraph 6 of the Doha Declaration
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the TRIPS Agreement in 2017 after it was accepted bytiwds of WTO
members. Therefore, discussions and negotiations (including consideration
of waiver requests) at the TRIPS Council can potentially lead to an
amendment of the TRIPS Agmeent. Thus, as demonstrated by the
adoption of Article 3bis of the TRIPS Agreement, the consideration of a
waiver request can ultimately result in nesetting in international
intellectual property law via an amendment of the text of the TRIPS

Agreement!

INDIA AND SOUTH AFRICA B8 WAIVER PROPOSAL AND THE E UD

COUNTER-PROPOSAL

Prior to analysing the debates and discussions surrounding the waiver
proposal, it is necessary to examine the precise content of the waiver
proposal ( as wauhtdrpromosal). tn hCetobdt 2@28, in
response to the COVHR9 pandemic, India and South Africa tabled a
proposal before the TRIPS Council requesting for the waiver of the
obligations of certain provisions of the TRIPS Agreement for the
prevention, contaiment and treatment of COWAD9?* In their
communication to the TRIPS Council in this regard, India and South Africa
stressed the importance of ensuring that intellectual property rights do not
become barriers to timely access to affordable medical podeetded to
combat COVID19:

13

on the TRIPS Agreement and Public Healthé (6 Dec
Decision on an Amendment to the TRIPS Agreement).

“l sabel F e WaitetPower of thedMT®:eéOpening the WTO for Political Debate

on t he Reconciliation of ChBuropeart Joorgal of nt er est s 6
International Law615.

2WTO (Council for TRIPS) 6Waiver from Certain Pr
the Preention, Containment and Treatment of Ceti® 6 (2 October 2020) | P/ C

(Communication from India and South Africa).
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éit is important for WTO Members to w
intellectual property rights such as patents, industrial designs,

copyright and protection of undisclosed information do not create

barriers to the timely accetsaffordable medical products including

vaccines and medicines or to scaluny of research, development,

manufacturing and supply of medical products essential to combat

COVID-19%

Observing that there are O0sevhbts al report
hindering or potentially hindering timely provisioning of affordable medical

product s t ©thaytherefopeadqiestad fostide,waiver of certain

obligations under the TRIPS Agreement. A major component of the waiver

request is the contentioaf the sponsors regarding the difficulties that

developing countries face when they use or try to use the existing

flexibilities in the TRIPS Agreement. Indeed, the sponsors stressed that

Article 31bis of the TRIPS Agreement, which as noted in the intctidn

codifies a waiver decision originally adopted in 2003, is not particularly

helpful to countries with insufficient or no manufacturing capacity.

According to the sponsors:

émany countries especially devel opi
institutional and ledadifficulties when using flexibilities available

in the Agreement on TraeRelated Aspects of Intellectual Property

Rights (TRIPS Agreement). A particular concern for countries with

insufficient or no manufacturing capacity are the requirements of

Article 31bis and consequently the cumbersome and lengthy process

for the import and export of pharmaceutical prodétts.

23 ibid [3].
24ibid [9].
%5 ibid [10].
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The operative paragraphs of the waiver request (annexed to the
communication to the TRIPS Council as a draft decision text) are

reproduced dew:

1. The obligations of Members to implement or apply Sections 1, 4,
5 and 7 of Part Il of the TRIPS Agreement or to enforce these
Sections under Part 11l of the TRIPS Agreement, shall be waived in
relation to prevention, containment or treatment of Y9, for

[X] years from the decision of the General Council.

2. The waiver in paragraph 1 shall not apply to the protection of
Performers, Producers of Phonograms (Sound Recordings) and
Broadcasting Organizations under Article 14 of the TRIPS

Agreement.

3. This decision is without prejudice to the right of least developed
country Members under paragraph 1 of Article 66 of the TRIPS

Agreement.

4. This waiver shall be reviewed by the General Council not later
than one year after it is granted, and thereateually until the
waiver terminates, in accordance with the provisions of paragraph 4
of Article IX of the WTO Agreement.

5. Members shall not challenge any measures taken in conformity

with the provision of the waivers contained in this Decision under

subparagraphs 1(b) and 1(c) of Article XXIll of GATT 1994, or

through the WTOb6s Dispute Settl ement |

The text of the waiver request reveals a number of things about the objective
and scope of the proposed waiver. Firstly, the proposal seeks er wathe
obligations relating to the implementation and enforcement of the provisions
relating to copyright, industrial designs, patent rights, and the protection of

undisclosed information under the TRIPS Agreement. However, with regard

139



(2022) 12 Indian Journal of Intellectual Property Law 14(

to copyright, Aricle 14 of the TRIPS Agreement is specifically exempted
from the scope of the waiver request. Secondly, the waiver is aimed at the
prevention, containment, or treatment of COWVIB. Thirdly, the duration

of the waiver is not specified. Understandably amtsurprisingly, the
waiver proposal was supported by a number of developing countries but it
was opposed by developed countries including the United States and the
European Union. However, in May 2021, the United States eventually
expressed its support ftre waiver proposal although this support is strictly

limited to the production of vaccinéS.

Subsequently, on 25 May 2021, India, South Africa, and otheponsors
submitted a revised waiver request to the TRIPS Council. According to the
co-sponsors bthe revised text, the submission of the revised waiver request
i's ai med at -dased didcusdioast taking intd wceourit the

di scussi ons an d? Therevisédaextkdoes eoutani seneed 6 .
clarifications regarding the scope and dunatof the waiver proposal. The

operative paragraphs of the revised waiver proposal are reproduced below:

1. The obligations of Members to implement or apply Sections 1, 4,
5 and 7 of Part Il of the TRIPS Agreement or to enforce these
Sections under Partl lof the TRIPS Agreement, shall be waived in

relation to health products and technologies including diagnostics,
therapeutics, vaccines, medical devices, personal protective
equipment, their materials or components, and their methods and

®sSee Office of the United States Trade Represen
Katherine Tai on the COVIA 9 TRI PS Wai ver o (5 Ma 'y 2021)
<https://ustr.gov/abouts/policyoffices/pressoffice/pressreleases/2021/may/statement
ambassadekatherinetai-covid-19-tripswai ver > accessed 25 June 2022 (s
Administration believes strongly in intellectual property protections, but in service of

ending this pandemic, supports the waiver of those protections for GO¥MNaccines. We

will actively participate in texbased negotiations at the World Trade Organization (WTO)

needed to make that happen. 6) .

WTO (Council for TRIPS) 6Waiver from Certain Pr
the Prevention, Containment and Treatment of Gavld (25 May 2021)
IP/C/W/669/Rev.1.
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means of manufagte for the prevention, treatment or containment
of COVID-19.

2. This waiver shall be in force for at least 3 years from the date of
this decision. The General Council shall, thereafter, review the
existence of the exceptional circumstances justifyingihieer, and

if such circumstances cease to exist, the General Council shall

determine the date of termination of the waiver.

3. The waiver in paragraph 1 shall not apply to the protection of
Performers, Producers of Phonograms (Sound Recordings) and
Broadcasting Organizations under Article 14 of the TRIPS

Agreement.

4. This decision is without prejudice to the right of least developed
country Members under paragraph 1 of Article 66 of the TRIPS
Agreement.

5. This waiver shall be reviewed by the GendZaluncil not later
than one year after it is granted, and thereafter annually until the
waiver terminates, in accordance with the provisions of paragraph 4
of Article IX of the WTO Agreement.

6. Members shall not challenge any measures taken in conformity
with the provision of the waivers contained in this Decision under
subparagraphs 1(b) and 1(c) of Article XXIll of GATT 1994, or
through the WTO's Dispute Settlement Mechanism.

As can be seen from the revised text, some key changes have been made to
the orginal text. First, while the revised waiver proposal still requests for a
waiver of the obligations to implement the provisions relating to copyright,
industrial designs, patent rights, and the protection of undisclosed
information under the TRIPS Agreentg this aspect of the request now

specifically includes a request for a waiver of the obligations to enforce
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these parts of the TRIPS Agreement under Part Il of the TRIPS Agreement.
In other words, the esponsors were now specifically requesting a waive
of the obligations to apply provisions of the TRIPS Agreement dealing with
enforcement with regard to copyright, industrial designs, patents, and the

protection of undisclosed information.

Second, the egponsors equally clarified the aim of the waiwathile the

initial proposal was ai med at the

14:

Opr eve

COVID-1 9 6 , t he revi sed t ext now states

health products and technologies including diagnostics, therapeutics,
vaccines, medical devicegersonal protective equipment, their materials or
components, and their methods and means of manufacture for the

A

prevention, treatment or containment of COVID® . 6

Third, the duration of the waiver is now clearly stated in the revised text.
Accordingtohe revi sed waiver proposal , t

| east 3 years from the date of t hi

Counci l shall Orevi ew t he exi stence

justifying the waiver, and if such circumstan@eEsase to exist, the General
Counci l shall determine the date of

waiver did not clearly specify the duration of the proposed waiver.

Between October 2020 when the initial proposal for a waiver was submitted
and May 2021 when the revised waiver proposal was submitted to the
TRIPS Council, India and South Africa were able to secure the support of
more countries. Also, as noted above, the United States equally expressed
its support for the waiver albeit strictly limiteéd vaccines. Nevertheless, a
number of other developed countries remained steadfast in their opposition
to the revised waiver proposal. In this regard, the EU is worth singling out.
The EU did not just oppose the revised waiver proposal, it equally satdmit

its own counteproposal.
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T he EUDO sproposalis dorgained in two documents submitted to the

TRIPS Council I n June 2021. The first d
Policy Responses to the Covid9 Cr i si s: Intell ectual Pro
submittel to the TRIPS Council on the 4th of June 282The second

document is a oODraft General Council Dec
and Publ i c Heal th I n t he Circumstances

submitted to the TRIPS Council on the 18th of June 2621.

The main thrust of both documents is that the EU takes the view that a

clarification of the provisions relating to compulsory licensing in Articles 31

and 3Dbis of the TRIPS Agreement is a better response to the C&9ID

pandemic. Specifically, the relevaportion of the operative paragraphs of

the text of the EU6s propB8sed Draft Decl :

We agree that:

a. A pandemic is 6éa national emer gen
extreme urgencyd within the meaning o
Agreament. For the purposes of issuing a compulsory licence
pursuant to Articles 31 and 31bis of the TRIPS Agreement, a
Member may waive the requirement of making efforts to obtain

authorization from the right holder, provided for in Article 31(b).

b. In the arcumstances of a pandemic and to support manufacturers
ready to produce vaccines or medicines addressing the pandemic at
affordable prices for lowand middleincome countries, a Member
may provide, for the purposes of determining the remuneration to be

paid to the right holder pursuant to Article 31(h) and paragraph 2 of

BWTO (Council for TRIPS) 6Urgent-19TCrissde Policy R
I ntell ectual Propertydéd (4 June 2021) | P/ C/ W/ 680
Union to the Council for TRIPS).

2WTO (Council for TRIPSp Dr aft Gener al Counci l Decl aration o
and Public Health in the Circumstances of a Pa
gOCommunication from the European Union to the Council for TRIPS).

ibid.
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Article 31bis of the TRIPS Agreement, that the remuneration reflects
the price charged by the manufacturer of the vaccine or medicine

produced under the compulsory licence.

c. In the cicumstances of a pandemic, for the purposes of Article
31bis and paragraph 2.c) of the Annex to the TRIPS Agreement, the
exporting Member may provide in one single notification a list of all
countries to which vaccines and medicines are to be supplidteby t
exporting Member directly or through indirect means, including
international joint initiatives that aim to ensure equitable access to
the vaccines or medicines covered by the compulsory licence. It
shall be presumed that such joint initiatives suppbséhvaccines
and medicines to eligible importing Members within the meaning of

paragraph 1.b) of the Annex to the TRIPS Agreement.

The EUG6s Draft Declaration can be read a:
flexibilities in the TRIPS Agreement, especyalhose contained in Articles

31 and 3bis of the Agreement, are insufficient to address the needs of

developing countries with regard to the COVID pandemic. Nevertheless,

the countesproposals contained in the Draft Declaration arguably do not go

far enough in terms of rectifying the situation.

The first poi nipropmdal i hpeint @i daimedby the e r
EU as a clarification of Article 31(b) of the TRIPS Agreeni&nArticle

3WTO (Council for TRicyRBjponsed toghe iCovid Trisisd e Pol

I ntell ectual Propertyd (4 June 2021) | P/ C/ W/ 680
Article 31(b) of the TRIPS Agreement, which provides that a compulsory licence may be

granted if "the proposed user has made &fftwr obtain authorisation from the right holder

on reasonable commercial terms and conditions and that such efforts have been

unsuccessful for a reasonable period of time". Article 31(b) further provides that "this

requirement may be waived byrmaemberin the case of a national emergency or other

circumstances of extreme urgency or in cases of publiccooomercial use". The EU

proposes to clarify that the circumstances of a pandemic fulfil the requirement of a national

emergency and therefore the requiesinto demonstrate the efforts to negotiate for a

certain period of time can be waived. Waiving this requirement ensures that any WTO

member can proceed quickly to issue a compul sory
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31(b) of the TRIPS Agreement provides in part that theireopent to make

efforts to obtain a voluntary license from the right holder on reasonable

commercial terms within a reasonable period of time prior to the grant of a

compul sory | icense Omay be waived by a N
emergency or othesircumstances of extreme urgency or in cases of public

nonc ommer ci al use. 060 It i's no-proposalal |y cl ea
offers any further clarity to the already clear text of Article 31(b) of the

TRIPS Agreement . Ev e n -pragdogalhibis highly he EUO® s
doubtful whether any WTO member can seriously challenge a claim that the

COVID-19 pandemic is a circumstance of national emergency or a

circumstance of extreme urgency.

I n relation to the s epmoposal, th&dclams of t he E
that this is aimed at clarifying the provisions of Article 31(h) of the TRIPS

Agreement in the context of a panderfficArticle 31(h) of the TRIPS
Agreement provides that, where a compul s
right holder shall be pa adequate remuneration in the circumstances of

each case, taking into account the econo
this regard, the EU is proposing that, in the context of a pandemic, the
remuneration paid to t hpecechargedbytheol der s h
manufacturer of the vaccine or medicine produced under the compulsory

|l icence. 6 While this i1s not completely u
that the text of Article 31(h) of the TRIPS Agreement is already flexible

#ibid[ 11] (noting that: 6P ofiAmide 31(H) onthe adequater ns a c | ar i
remuneration to be paid to the right holder. Article 31(h) provides "that the right holder
shall be paid adequate remuneration in the circumstances of each case, taking into account
the economic value of the authorisatioRaragraph 2 of Article 3is specifies this rule for
circumstances of export to countries that lack manufacturing capacity. It provides that in a
situation of a compulsory licence for export purposes the adequate remuneration is to be
determined takingnito account the economic value of the licence to the importing
member. The EU proposes to clarify that in the circumstances of a pandemic, WTO
Members can set the remuneration to the right holder at a level that reflects the price
charged by the manufacer of the vaccine or therapeutic under a compulsory licence. This
would support production and supplies of vaccines and therapeutics at affordable prices to
lowand middlek ncome countrieséd).
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enough to permistates to do what the EU is now proposing that states

should do in the context of a pandemic.

The third poi nt-prapdsal tah be rdgdudied as,cnmre ort e r

less, an explicit admission of the complexities associated with using the
waiver mechanis contained in Article 3dis of the TRIPS Agreement. This
indicates that the EU concedes that, as it currently exists, Artitlis 8.

the TRIPS Agreement is quite unhelpful in the fight against CG1AD
Indeed, as at the time of writing, no WTO membas Isuccessfully used
Article 31lbis of the TRIPS Agreement in response to the COY®D
pandemic. In its explanation of this particular aspect of its proposal, the EU
stated that:

Under point (c), the EU proposes to tackle a procedural aspect of
Article 31bs and the Annex to the TRIPS Agreement. Under the
procedure established in the Annex, each eligible importing Member
makes a notification to the TRIPS Council that specifies in particular
the names and quantities of the product needed. At the same time,
the exporting Member must also notify the Council for TRIPS of the
grant of the licence, including any conditions attached to it. The
exporting Member must include the information of the licensee, the
product and the quantities, the duration of the licencd the
"country(ies) to which the product(s) is (are) to be supplied”. The
EU proposes that in the circumstances of a pandemic, the WTO
Members agree that the exporting Member may provide in one
single notification a list of all countries to which vaccinasd
therapeutics are to be supplied directly ... The objective is to ensure
that with a single notification providing the elements required under

Article 31bis for transparency purposes, the export can go dhead.

#ibid [12].
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While this is a welcome proposal, one wlens whether it would have been

more helpful for the EU to propose an amendment of the text that is at the

source of this problem, i.e., Article 31(f) of the TRIPS Agreement. Article

31(f) of the TRIPS Agreement provides that the grant of a compulsory

icence should be O0predominantly for the s
the Member authorizing such usebodo. Thus,
waive the requirements of Article 31(f) of the TRIPS Agreement in the

context of a pandemic instead of tweakthe complex provisions of Article

31bis of the TRIPS Agreement would perhaps be a more realistic and

beneficial proposal from the perspective of developing countries, especially

those developing countries with insufficient or no domestic manufacturing

cgoacity.

Thus, given the tokeni s-proposal mathisur e of tr
regard, it is unsurprising that it has not helped to resolve the current impasse

at the TRIPS Council regarding the debates surrounding the waiver

proposal. Having consideredeth t e xt s of the waiver propo
counterproposal, it is now necessary to critically analyse how both sides of

this debate have presented their case before the TRIPS Council.

A RHETORICAL ANALYSIS OF THE TRIPS CouNciL 65 DISCUSSION OF THE

WAIVER PROPOSAL

To start with, it must be acknowledged that both sides of the debate agree
that the COVID19 pandemic is a global problem that requires a global
solution. However, beyond this, the parties are not agreed on what this
global solution should be. Bsntially, while India, South Africa, and the
other cesponsors of the waiver proposal believe that a waiver of some of
the obligations under the TRIPS Agreement is the best global solution,
opponents of the waiver proposal such as the EU believe thatdtestion

of intellectual property rights is an integral part of any global solution to the
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pandemic. What follows below is a rhetorical analysis of the discussions
and debates on the waiver proposal at the TRIPS Council.

As noted in the introduction, ¢hfocus will be on the contributions made by
India and South Africa (as proponents of the waiver proposal) on the one
hand and the EU (as opponents of the waiver proposal) on the other hand.
Specifically, the rhetorical analysis shows how both sides alebate have
carefully selected issues, ideas, and facts in presenting their narratives to the
TRIPS Councif* Thus, the rhetorical analysis below shows how both sides
have not really presented the complete picture regarding the precise and
appropriate ra of intellectual property rights in the fight against COVID

19 while arguing for or against the waiver proposal at the TRIPS Council.

I. COVID-19 is a Global Problem that requires a Global Solution

As noted above, one point on which both sides of the waveposal
debate seem to be agreed upon is the fact the CQ9lpandemic is a
global problem that requires a global solutfors stressed by India at the
October 2020 meeting of the TRIPS Council:

At the outset, we would like to emphasize that thisoisanproposal
only for India but for the global community at large. India may be

having the required manufacturing capacity, the national legislations

% Due to space constraints, only some of the issyes debated by the parties will be
analysed here.

®According to So 9 doesAdt respeca natiodalChordtersPnor does it
care about the gross domestic product of a country, no country in the world can insulate
itself, even the best planll be laid to waste. Let us ensure that everyone has access to

effective vaccines in the shortest possi bl e ti me
Meeti ngo, held on 23 February 2021, I P/ C/ M/ 97/ Ad
equally acknowleded the fact that covid9 requires a global solution. It noted that there

was a Oneed to find solutions for everyone, w h
countries, because it is a challenge we face together and because no one is safe until
everyoneisafe. 6 WTO, Council for TRI A&OQctoleMi nut es of

and 10 December 2020, IP/C/M/96/Add.1, (16 February 2021), para 1026.
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to cater to its needs but we believe that in a global pandemic, where
every country is affected, we neadjlobal solutiorf®

Nevertheless, while the proponents of the waiver proposal take the view that
the waiver proposal is the best global solufibthe opponents of the waiver

proposal disagree with this viett.

Il. Are Intellectual Property Rights a Barriera6olution?

The proponents of the waiver proposal claim that intellectual property rights

are hindering or could potentially hinder access to medical products. In

presenting the original waiver to the TRIPS Council in October 2020, South

Africa noted that6 [ t ] her e are sever al reports abc
rights hindering or potentially hindering timely provisioning of affordable

medi cal pr odu &tnshe same véin, mdiatpoirged ousthad

€ there can be no denying the fact that theettgyment of and
equitable access to the todlssuch as diagnostics, therapeutics,

% WTO (Council for TRIPS) IP/C/M/96/Add.1 (n 35) [1408].

As India notes: 6O0Our \peniawdexpedied globa solationts e pr esent s
allow uninterrupted collaboration in development, production and supply of health products

and technologies required for an effective COMI® response. The Proposal is targeted

and proportionate as it seeks waiver &limited period from four specific sections of

TRIPS Agreement, namely patents, copyrights, industrial designs and undisclosed

information, in so far as they hinder the production of health products and technologies, for

prevention, treatment and controf COVID pandemic. Every country has been taking

extraordinary and unprecedented measures, unheard of before. This includes requiring

weeks and months of lockdowns, imposing quarantine, nationalising private hospitals,

mandating wearing of masks, seekingitary help etc. Viewed against that, the waiver is
definitely a proportionate response to the probl e
for TRIPS) IP/C/M/96/Add.1 (n 35) [1411]. In the same vein, South Africa contended that:
6é0ur TRI PS rs\@alobalesolution.f Theeworld is facing its worst ever crisis

since perhaps World War Il, and the response of WTO Members opposing the Waiver
Proposal is to engage in "business as usual" approaches, and for WTO to do nothing to
address IP monopolies armithe technology and knelow, to scale up production and to

bring this crisis to an end. & WTO (Council f
¥As the EU pointed out: 6There is no doubt t
in this global fight aginst the COVID pandemic: to rapidly develop and manufacture safe

and effective therapeutics and vaccines and to distribute them equitably across the world as

soon as possible. However, our extensive discussions have shown that our views as to the

best way o f achieving t his objective ar e far apart
IP/C/M/97/Add.1 (n 35) [141].

WTO (Council for TRIPS) 6Minutes of Meetingd | P/

or TF
hat ;
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treatments, vaccines dtaequired to fight the COVIEL9 pandemic

are limited by IP barriers. It is quite evident from an array of
lawsuits filed by private companies irffdrent parts of the world for

IP infringement on COVIEL9 products. In the past few months, we
have also seen that IPRs do come in the way of scaling up
production of test kit reagents, ventilator valves, N95 respirators,
therapeutics, fluorescent proteirand other technologies used in

development of vaccines €ft.

The proponents of the waiver further claim that monopoly rights such as

intellectual property rights are unnecessary for inventors to recoup their

investments in situations such as the COMMD pandemic where

governments have expended a lot of public funds on the development of

medical products such as vaccifie¥he EU, however, disagrees with this

perspective. While acknowledging that public funding has been provided to

support the developmemtf vaccines against COVHD9, it stressed that
researchers and the pharmaceuti cal i ndus
efforts into the development of future treatments and vaccines against

COVID-1 9% According to t-foretioniBUintelecifala] wel |

“Cibid [867].

“! ibid [ 86 8] (India stating that: 6égovernments ac
development of new health technologies, in particular vaccines by pouring billions of USD

of public funds into resear ch-repeated argienent | op ment &

that monopoly rights are needed to allow the inventors to recoup their investment does not

seem to apply in case of development of health products and technologies required for
handling the ongoing COVIR 9 cr i si s. 6) . I n the same vein, Sou
ONever has there been a weaker case for the gra
been funding the development of COVID drugs and vaccines, and no company is able to

meet the global demand. In the context of COMI®} despite the billions of taxpayer

dollars invested in R&D, and announcements that COWDvaccines should be

considered a public good, no government has openl
ibid [1164].

“2ibid [1027].
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property rights system is crucial to ensure that these efforts are adequately
incentivise® and rewarded. 0

The EU equally questions whether intellectual property rights have been a
real barrier with regard taccess to COVIEL9 related medical products.
According to the EU, the problem here may be dueter alia, an increase

in demand and the lack of manufacturing capacity:

There is no indication that IPRs issues have been a genuine barrier in
relation toCOVID-19related medicines and technologies. While we
agree that maintaining continued supply of such medicines and
technologies is a difficult task we all face, pefficient and
underfunded healthcare and procurement systems, spike in demand
and lack ofmanufacturing capacity or materials are much more
likely to have an impact on the access to those medicines and
technologie$?

Thus, in the EU6s vVview, rather than serv
rights can actually play a role in expanding asce® COVID19 vaccine§®

One could however argue that the debate regarding whether or not

intellectual property rights are a barrier or a solution in this regard is only

relevant to countries that already possess domestic manufacturing capacity

“ibid. According to the EU aand$uppor8iddontribuigThe publ i c
significantly to the development of the future vaccines, potentially within a timeframe

between 12 and 18 months. However, it is the researchers and the industry with their know

how, previous and current investment that willdetivering these new vaccines, including

the running of clinical trials in parallel with investing in production capacity to be able to

produce millions, or even billions, of doses of a successful vaccine. This work must be

incentivised and adequately redad and the IPRs system is one the main economic
incentives. 06) .

**ibid [1028].

“ibid [1271]-[ 1272] (According to the EU: 6The chall eng
The manufacturing at huge scale, the distribution of vaccines, their storage andedwven th

administering will test our financial capacity, our logistical skills and perhaps, most of all,

our global collaboration and solidarity in the face of this crisis. We believe that the

intellectual property system, with its checks and balances, doestamat in the way of

these efforts. Indeed, it is part of the solution to the challenge of universal and equitable
accesstovaccinesand COVID9 t r eat ments. 6) .
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to producemedicines and vaccines. Thus, for countries such as- least
developed countries that are currently exempt from implementing the
TRIPS Agreemeiit but that equally lack domestic manufacturing capacity,
the debate on this particular issue is largely irreleaarthey will still need

to depend on countries with domestic manufacturing capacity for the supply
of medicines and vaccines. Whether or not countries that lack domestic
manufacturing capacity may nevertheless still benefit from the proposed

waiver is anissue that is addressed in section 3.4 below.

Are the Existing Flexibilities in the TRIPS Agreement Sufficient?

The proponents of the waiver proposal claim that the existing flexibilities
contained in the TRIPS Agreement are insufficient to tackle theepaiod
They stress that even the waiver mechanism codified in Artidles 81 the
TRIPS Agreement is unhelpful to countries with insufficient or no
manufacturing capacit}/. As stated by South Africa:

6 | eastdeveloped countries were initially given ten years to implement the TRIPS

Agreement (Aticle 66.1 of the TRIPS Agreement). This has been extended a number of

times and the latest extension took place in July 2021 when they were granted a further

extension till July 2034 with regard to the implementation of the TRIPS Agreement; see

WTO (Court i | for TRIPS) O6Extension of the Transition
Devel oped Country Membersd (29 June 2021) | P/ C/ 8¢
2015, leastleveloped countries were granted a further extension till January 2033 with

regard to the provision of patent protection for pharmaceutical products; See WTO

(Counci | for TRIPS) O0Extension of the Transition
Agreement for Least Developed Country Members for Certain Obligations with Respect to
Phar maceuti cal Productsdé (6 November 2015) | P/ C/ 7

47 With regard to Articles 31 and Bis of the TRIPS Agreement, India pointed out that:
6Article 31 compul sor y -by-daseecountepy-comtryebasiss sued on a
according to national patentwgorocedures and practices. It is an impractical option if one
takes into consideration the need for regional and international collaboration to scale up
supply, the need to source materials from various countries, and the need for economies of
scale to mke manufacturing viable. We have already highlighted the limitations associated
with the use of Article 31bis. Countries that have never utilised compulsory license or the
Article 31bis mechanism will have to consider what are the national proceduresifa d

so, what to do if procedures do not exists, who should request this license, who should issue
the license, what would be the adequate remuneration to be paid, what are the requirements
of Article 31bis, can an importing country that has not implemdnteticle31bis in its

national law utilise the provision, what are the Articldi3Tequirements for the exporting
country, what are the national law requirements in the exporting country. Many a times,
countries also have to deal with pressures from rotinading partners and from
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émany countries especially developir
institutional and legal difficulties when using flexibilities available

in the Agreement on TraeRelated Aspects of Intellectual Property

Rights (TRIPS Agreement). A particular concern for countries with

insufficient or no manufacturing capacity are tteguirements of

Article 31bis and consequently the cumbersome and lengthy process

for the import and export of pharmaceutical proditts.

The initial response of the EU to the claim that the existing flexibilities in
the TRIPS Agreement are insufficientthre fight against COVIEL9 was to
disagree and instead claim that the existing flexibilities are indeed enough to
respond to COVIBL9. At the October 2020 meeting of the TRIPS Council,
the EU contended that:

The TRIPS Agreement together with the princspendorsed in the
Doha Declaration, is fit for purpose and allows for the necessary
flexibilities in relation to IPRs protection, including in the case of a

health emergency, such as the COMI® pandemic.

If all voluntary solutions failed and IP becambaarier to treatments
or vaccines against COVHD9, mechanisms to overcome it are

already available. The EU has consistently supported the use, where

pharmaceutical companies while dealing with such issues. Given the urgency to save lives

and the time it takes to get a compulsory license implemented on ground in most of

developing countries, use of this flexibility in context COVID-19 pandemic does not

present a viable solution. & WTO, Coulbci | for TRI
October and 10 December 2020, IP/C/M/96/Add.1, (16 February 2021), [14186].

“8 ibid [860]. This line of argument was also echoed by India a[ 8 7 0 ] (6éwith regard
existing flexibilities under the TRIPS Agreement, the same are not adequate to address the

fastchanging landscape of COVAIDO. Of particular concern for countries with insufficient

or no manufacturing capacity is Article [3% which is limited to pharmaceutical products,

and was not designed to address challenges arising from pandemics of this scale and

magnitude. Medical devices like ventilators, dialysis machines etc. that are crucial for

combating the ongoing pandemic, may bet covered under the scope of Articleb&l

There is a reason why the Special Compulsory Licensing system has been used only once.
Requirements under this System that exporters and importers have to comply with, are

extremely onerous and timmnsumingthereby rendering it of no practical utility towards

handling the ongoing pandemic. 6) .
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necessary and justified, of the flexibilities provided under the TRIPS
Agreement and the Doha Declaratiith the objective of ensuring

effective access to medicines.

In particular, the TRIPS Agreement provides for the possibility,
under certain conditions, of issuing a compulsory licence for local
consumption of medicines and provides for 4aatk procedres in
health emergencies. The TRIPS Council Secretariat has, regularly
and consistently, offered its services to any WTO Member that sees
itself in the need of getting help to manage the process of Article
31bis. This was confirmed in the presentationsae the previous

day.

This system is accompanied by other inbuilt TRIPS flexibilities,
applying to the various IP rights. In addition, we note that the least
developed countries are exempt from the application of the TRIPS

Agreement and, in particulatsipharmaceuticaelated provision&’

In response to this, South Africa countered by restating its previous position
that the existing flexibilities are not enough and that the waiver proposal
offers the best global solution in the circumstances:

We head the refrain from the EU and others that the TRIPS
Agreement is fit for purpose and its flexibilities are usable without
limitation or any problem? We once again contest this this notion.
Delegations that have taken the floor to condemn this waiver
propoal claim that that TRIPS flexibilities already include the

option to issue compulsory licences where necessary.

The proposal for a waiver on certain IP provisions offers an
expedited, open and automatic global solution that allows for

uninterrupted collatration in development and scale up of

“9ibid [1038]i [1041].
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production and supply and that collectively addresses the global
challenge facing all countries. Countries should continue to use
TRIPS flexibilities to safeguard public health, including issuing
compulsory licences ral placing limitations on or making

exceptions to exclusive rights.

However, the ficase by caseo0 or Apr od
required when using flexibilities to address IP barriers at the national
level could be limiting during the pandemic. Some ntdes also
face limitations with respect to their national laws, pressures from
their trading partners, or lack the practical and institutional capacity
required to exercise TRIPS flexibilities during the pandemic quickly
and effectively. The existing mieanisms for compulsory licences
under Article31 and Article 31bis of the TRIPS Agreement contain
territorial and procedural restrictions that make the practice of
issuing produeby-product compulsory licences a complex process,
making it difficult for countries to collaborate. Article 31 requires
that compulsory licences are issued on a-tgsease basis and used
predominantly to supply domestic markets, thereby limiting the

ability of manufacturing countries to export to countries in need.

Article 31bisrequires that any product produced and exported under
a compulsory license be identified with specific packaging and

quantities, which can lead to unnecessary delays in the context of
COVID-19 where countries need urgent access to medical tools.
There iseven less experience in areas such as industrial designs,
trade secrets, algorithms and copyright, applying compulsory

licences to such areas may be legally complicated and tovel.

*Oibid [1153]1 [1156].
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The EU however eventually changed its tone regarding the difficulties
expeaienced by developing countries with the use of the existing flexibilities
under the TRIPS Agreement. At the meeting of the TRIPS Council in June
2021, the EU presented its own couspesposal to the waiver proposal
which centres on clarifying the ruleggarding compulsory licensing in
Articles 31 and 3ais of the TRIPS Agreemenit.As pointed out in section 2
above, one can construe the cowmtar o p o s a | contained in the
Declaration as a tacit admission that the existing flexibilities in thd®>3RI
Agreement are insufficient to address the needs of developing countries
with regard to the COVIEL9 pandemic. The tokenistic nature of this
counterproposal has already been examined in section 2 above and will,

therefore, not be repeated here.

The promnents of the waiver proposal are, therefore, correct in highlighting
the fact that developing countries have experienced difficulties with using
the flexibilities contained in the TRIPS Agreement. Indeed, the waiver
mechanism codified in Article ®ls of the TRIPS Agreement has only been
used once prior to the COVHDI pandemic and (as at the time of writing) it
has in fact not yet been successfully employed by any country in the context
of the COVID 19 pandemic.

Nevertheless, one could also argue thaheut domestic manufacturing

capacity, a number of the flexibilities in the TRIPS Agreement may not be

»WTO, Council for TRIPS, o6Minutes of Meetingo,
IP/C/M/100/Add.1, (20 October 2021), [279 ( According to the EU: &6The di
Council for TRIPS since the start of the COVID pandemic have identified aspects

related to the use of compulsory licensing that, in the view of a number of WTO Members,

limit the use of this tool. In ordeo address these aspects, provide more legal certainty and

enhance the effectiveness of the system, the EU considers that all WTO Members should be

ready to agree on the following: first, the pandemic is a circumstance of national emergency

and thereforghe requirement to negotiate with the right holder may be waived; second, to

support manufacturers ready to produce vaccines or therapeutics at affordable prices,

especially for low and middleincome countries, on the basis of a compulsory licence, the

remuneration for patent holders should reflect such affordable prices; and third, the

compulsory licence could cover any exports destined to countries that lack manufacturing
capacityed).
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particularly helpful. In this regard, it should be recalled that {degeloped
countries are currently exempt from implementing the TRIPS Agreement
but this does not mean that they have the capacity to produce medicines and
vaccines. Thus, even if the proposed waiver is adopted, the fact still remains
that several leasteveloped countries would still be dependent on other
countries that possess domestianufacturing capacity for the supply of

medicines and vaccines.

Will the Proposed Waiver Help Countries that Lack Manufacturing
Capacity?

A key claim of the proponents of the waiver proposal is that the waiver
would be helpful to countries that possessuificient or no manufacturing
capacity. As India contended at the TRIPS Council meeting in October 2020
when the initial waiver request was
to emphasize that this proposal is, particularly important to catehdset

who have insufficient or no manufacturing capacities in the health products

required to comb &tAt thehneeeting@VtheDTRIPS i si s .

Council in February 2021, South Africa also argued that the waiver proposal
would help countries to tap intowused production capacity:

The Waiver Proposal constitutes a very real compromise that will
immediately enable countries to tap into unused production capacity
by accessing spare capacity in the developing world which will
satisfy the ongoing demand fa@€OVID-19 vaccines (including
therapeutics and diagnostics) and will also negate the need for any
donations from rich countries. Take the African continent for
example: as a whole, Africa currently imports more than 80% of its
pharmaceutical and medical samables. This is unsustainable and

puts the continental population of 1.3 billion people at the mercy of a

15

pres:

0

WTO, Council for TRIPS, 6 Milé OQdobesandol® Meeti ngo,

December 2020, IP/C/M/96/Add.1, (16 February 2021), [865].

157



(2022) 12 Indian Journal of Intellectual Property Law 15¢

few monopolistic companies. This is a recipe for disaster as we have
witnessed not only with the COVHD9 pandemic but with all other

diseases andamdemics that continue to affect the contirént.

At the same meeting, Il ndia equally stat
manufacturing capacity can be used for mass manufacturing by providing

legal certainty to manufacturers over [the] use of COY&lated IP, which

is the chief objective of the Waiver, then humanity can accelerate the fight

t o win ov #&Howeverendia seems $o.héve tacitly admitted that

implementing the waiver alone may not necessarily be enough to increase

global manufactung capacity for the production of vaccines as the scaling

up of production capacity may require further investments to either enhance

existing capacity or to create new capacity:

€éOnce the Waiver is in place, the exi
worldwide can be put to immediate use for production of COVID

products. Our past experience suggests that if supported with

adequate regulatory framework, vaccines are relatively quick and

inexpensive to make. The other option is to scale up the existing

capacity hrough browrfield investments which can be done in a

few months. Yet another option is to invest in creating new capacity

through greesfield investments, a matter of a few quart&rs.

The proponents of the waiver proposal further contend in this rejgatd t
voluntary licences are not the best way to expand manufacturing capacity in
response to COVIEL9 due to the unwillingness of pharmaceutical

companies to offer neaxclusive licenses with worldwide coveraj&hus,

% WT 0, Counci l for TRIPS, 6Mi nutes of Meetingo,
IP/ICIM/97/Add. 1, (7 April 2021), [17].

**ibid [69].

*5ibid [75].

®WTO, Council for TRI P%eldob¥516 Qctobes and 10 Meet i ngo,
December 2020, I P/ C/ M/ 96/ Add. 1, (16 February 2072

have heard from some Members in the previous meetings that voluntary licenses are the
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in the view of the proponents of theawer proposal, only the proposed
waiver can help to scale up manufacturing capacity across the globe.

The EU however takes the view that voluntary licensing, and not the waiver
proposal, can help to expand the manufacturing of CGMDvaccines.
Accordingto the EU:

What is most needed now, beyond developing vaccines, is the
ramping up of manufacturing of vaccines and the best way of
achieving that is by disseminating the technology and kinow of

those who developed the vaccines through licensing arrangements.
Manufacturing cannot take place without the required technology
and knowhow. In addition, we need these vaccines to be produced
in a manner that ensures their efficacy and safety. Intellectual
property is a key factor in providing a framework that enableethes
arrangements. Developers of vaccines can enter into manufacturing
agreements, transfer technology and expand production with their
licensees. Our main concern is that suspending the relevant IP rights
will not enhance such collaboration and manufactuboyg to the
contrary, will slow it down or even block it, to the detriment ofall.

most appropriate solution to scale up manufacturinggéponse to COVIEL9. However,

the fact remains that not a single IP holder has shown willingness to commit to the COVID
19 Technology Access Pool {TAP) and the ACTAccelerator voluntary initiatives
launched under the aegis of WHO. In fact, the represeatitom WHO in the Council
admitted in response to a question that no pharmaceutical company has committed to
sharing its IP and technologies in theT&P pool since its launch more than five months
ago. Given the refusal by pharmaceutical industry tdimely offer nonexclusive licenses

with worldwide coverage to facilitate global access, clearly the solution to ending the

pandemic does not I|ie in voluntary |licenses.

rights can be exercised by their owsi¢o decide on whether to grant a license or withhold
from licensing the technology, designs and knowhow required for manufacturing or for
further developing the products required for COWIB. By enforcing exclusive rights
backed by IP, such as patengharmaceutical companies slow down research and
innovation. The use of restrictive voluntary license terms limits the catching up and
i nnovation made bipd[@ed9.eri c competitors. d
*ibid [1274].
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In addition, the EU contended that, even if there is underused capacity
anywhere in the world, the best way to utilise this capacity is through the
transfer of technologynd knowhow and this can only be facilitated by
intellectual property rights which provide a basis for collaborafidn.this
regard, the EU pointed out the examples of some pharmaceutical companies
that had already entered into partnerships with compaim developing

countries to facilitate the manufacturing and distribution of vaccines:

Many pharmaceutical companies have committed publicly and are
already working closely with governments to ensure that the
vaccines will be available and affordabéedll who need them. We

also see agreements on expanding manufacturing capacity, we
understand that e.g. AstraZeneca entered into agreements with
companies in various countries to support the manufacturing,
procurement and distribution of vaccines. It aksatered into a

technology transfer agreement with Serum Institute of India to
supply doses for low and middiecome countries. We also

understand that Johnson & Johnson entered into manufacturing

service agreements for largeale manufacturing for itsaecines.

®The EU notes in this riggdstsdndtcdanae deplayddher e such
quickly, the best way of using it to the fullest is by disseminating the technology and know

how of those who developed the vaccines through a collaboration with other companies

that can contribute to the developers' manuf@aay capacity. Intellectual property is a key

factor in providing a framework that enables this collaboration. This is because the IP

system is crucial in providing a legal framework for the collaboration and dissemination of

any new technology. The objae of an IP system is not merely to create exclusivity for

the owner of intellectual property, but also to ensure the publication and dissemination of

research results when otherwise they would remain secret. And this dissemination is

precisely what we eed now. The IP system enables commercialisation of the research

results and their transfer through licensing agreements. Developers of vaccines can enter

into manufacturing agreements, transfer technology and expand production with their

|l icenseeGouwncWnlmO,f or TRIPS, OMi nutes of Meeti ngd,
IP/C/M/97/Add.1, (7 April 2021), [152] [153].
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And there are other examples, also as regards collaboration to
increase manufacturing of promising COVID therapeutics’

It is not really clear how the proposed waiver would help countries with no
or insufficient domestic manufacturing capaci@rucially, even if the
waiver can help to increase manufacturing capacity in other countries that
possess such capacity, it is not entirely clear how private pharmaceutical
companies can be compelled to disclose the necessaryhamevand trade

secretshat may be required to produce medical products such as vaccines.

Indeed, the EU had requested the proponents of the waiver proposal to
6explain in more detail how concretely t
to the vaccine production, including tharsfer of the required technology

and knowh o W’an.response to this, India contended that:

€The EU has sought an explanation as
operate with regard to the vaccine production, including the transfer

of the required technology anddéwh o w é

éln the area of vaccines, there are t
protection of undisclosed information. Patents are used to protect
various aspects of the underlying technology as well as the product

itself.

In addition, manufacturing knowwow, test data, and cell lines are
needed to facilitate diversification of vaccine production. Hence the
importance of addressing protection of undisclosed information
under Article 39 of the TRIPS Agreement.

The wide range of patents and patent applioatias well as

exclusivity related to undisclosed information creates a complex and

*WTO, Council for TRIPS, 6 Milé Qcobes and 10 Meet i ngo,
December 2020, IP/C/M/96/Add.1, (16 February 2021), [1275].
ibid [1283].
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uncertain legal environment for scaling up vaccine development,
production and supply. The waiver, if granted, would provide
potential manufacturers the freedom to operatel achieve

economies of scale, thereby incentivizing production and supply of

therapeutics and vaccin&s.

While it is true that a waiver may make things easier for other potential
manufacturers, besides the owners of patent rights, to engage in vaccine

producti on, I ndi ads response does not actu
the question of how private pharmaceutical companies with frewand

trade secrets regarding the production of vaccines can be compelled to

transfer such to other manufacturers.sTmay not be a problem when it

comes to the production of patented medicines. But it may arise with regard

to the production of vaccin&8lf a key objective of the waiver proposal is

to ramp up the production of vaccines, then this is a problem thatesqui

viable solution.

Thus, it is unclear how a waiver would be useful with regard to the
production of vaccines as patent rights are quite distinct from trade secrets
and knowhow. It is true that there could be some potential shortcomings in
relation torelying on voluntary licences such as the inclusion of restrictive
terms in licensing agreements or the inclusion of restrictions with regard to
the territories where the licensed products can be supplied to. It is however
far from certain that simply waing intellectual property rights (in

particular, the protection of undisclosed information) would encourage or

®1 ibid [1419] i [1422]; South Africa also did not provide a satisfactory answer to this
qguestion. I't simply stated in this regard that:
31bis only address patent barriers while there are alsoesigglk with respect to protection

of undisclosed information, a barrier which remains unaddressed. Our colleagues have
addressed problems surrounding Artidlde 39.3 so |
[1494].

As the EU poi nt smplechenical médZioes that are rglatitely easy to

replicate, COVID19 vaccines involve a complex biological process which requires the

relevant knowh ow. 6 WT O, Council for TRIPS, OMinutes of
June 2021, IP/C/M/100/Add.120 October 2021), [275].
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compel private pharmaceutical companies to disclose their technicat know
how or trade secrets to other potential manufact§rers.

CONCLUSION

In sum, a rhetorical analysis of the debates and discussions of the proposed
waiver at the TRIPS Council between October 2020 and June 2021 reveals a
number of things. First, both the proponents and the opponents of the waiver
proposal agree that the COVII® pandemic is a global problem that
requires a global solution. However, they differ with regard to what the
appropriate global solution should be. Proponents of the waiver proposal
believe that the waiver proposal is the best solution but opponente of t

waiver proposal disagree with this.

Second, whether or not intellectual property rights are a barrier or a solution
with regard to tackling the COVH29 pandemic is only relevant to
countries that possess domestic manufacturing capacity. Third, diépite
difficulties with using the existing flexibilities in the TRIPS Agreement,
only countries that possess domestic manufacturing capacity can even
meaningfully consider utilising the existing flexibilities in the TRIPS
Agreement to produce medicines amdeines to combat COVHDO.

Fourth, a key claim of the proponents of the waiver proposal is that the
proposed waiver would be helpful to countries that possess insufficient or
no manufacturing capacity because it would help to scale up manufacturing
capady across the globe. However, even if it is true that there is unused

production capacity waiting to be unlocked after the proposed waiver is

8 Of course, it may be possible to produce vaccines without the transfer ofHavewer

trade secrets through the process of revenggneering. This would however only require

the waiver of the obligations relating to patemghts but not the waiver of the obligations
regarding the protection of undisclosed information. The key point being made here is that
it is not entirely clear from the narratives of the proponents of the waiver how the waiver of
the obligations regardingh¢ protection of undisclosed information would necessarily
compel or encourage pharmaceutical companies to transfer the requirechdwoand

trade secrets that may be needed for the production of vaccines to other potential
manufacturers.
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adopted at the WTO, it is unclear how the proposed waiver can compel or
encourage pharmaceutical companies teloés® and share the technical
know-how and trade secrets that may be required to produce vaccines. In
this regard, the proponents seem to be conflating patent rights with the
protection of undisclosed information. Fifth, the cowmteyposal of the EU

is merely tokenistic in nature and it would not make any significant
difference to the situation of countries that lack domestic manufacturing

capacity to produce medicines and vaccines.

Thus, it appears that the members of the TRIPS Council are once again

enmged in 6rhetorical actiond which is wur
solution. As can be seen from the above, both the proponents and the

opponents of the proposed waiver are not really attempting to present a full

and complete picture of the precisedaappropriate role of intellectual

property rights in the fight against COVAI®. Both sides seem content in

presenting their carefully crafted narratives to the TRIPS Council.

Importantly, a more viable solution that may be useful both to countries that

possess manufacturing capacity and those that do not is, perhaps, an
amendment of Article 31(f) of the TRIPS Agreement to permanently

remove the requirement that compul sory ||
used o6for the suppl e Meimbetahtlorizdhgsuad st i ¢ mar
useo. The removal of this requirement
situations such as when there is a pandemic like the CQ9lpandemic.

This would enable states with domestic manufacturing capacity to grant

compulsory licenss that can be used to export products like medicines and

vaccines to other countries that lack domestic manufacturing capacity.

Crucially, under this proposal, states with domestic manufacturing capacity

can use the threat of compulsory licensing as arége to obtain better

terms for voluntary licences from pharmaceutical companies.
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It is further suggested here that developing and -@astloped countries

should equally intensify their efforts with regard to improving their national

and regional capaes to produce medicines and vaccines. Ultimately,
enhancing a countrydés domestic manufactu
to unlock that countrydés ability to make
the TRIPS Agreement. In this regard, the initiatbeing spearheaded by the

World Health Organization (WHO) to boost the manufacturing capacity of

countries in Africa and in other developing countries outside Africa in order

to help them produce vaccines is a welcome developffidnis worth

pointing ou that one of the reasons why India has been able to make use of

the flexibilities in the TRIPS Agreeméntis because it does possess

domestic manufacturing capacity.
POSTSCRIPT

After this article was written, but prior to its publication, WTO members

adoped a TRIPS waiver decision at the Twelfth Ministerial Conference in

June 2022° As highlighted below, a critical assessment of the text of the

TRIPS waiver decision confirms the thesis of the article that, considering

the engagement bybothsidbeseftthe COVD waivarc t i on 6

“WHO, 6 WH @nces rrinsb Technology Recipients of mRNA Vaccine Hub with

Strong Support from African and European Partne
<https://www.who.int/news/item/182-2022who-announcedirst-technologyrecipients
of-mrnavaccinehub-with-strorg-supportfrom-africanandeuropearpartners>  accessed

24 June 2022; WHO, O6Moving Forward on Goal to Boc
WHO Establishes Gl obal Bi omanufacturing Trainin
February 2022) available at <httpamw.who.int/news/item/2®2-2022movingforward
ongoatto-boostlocalpharmaceuticaproductionwho-establisheglobal
biomanufacturingraining-hub-in-republicof-korea> accessed 25 June 2022.

“Emmanuel Oke, O6Exploring shérbBmeknbdi hadsies in TEF
Phar maceuti cal P a tCemmbnweadthviawoBullet®0 1 5) 41 ( 1)

®See, WTO, Ministerial Conference, Twelfth Sessi
TRI'PS Agreement &6, WT/ MI N( 2 2t shoud/bd rotedRtethis. 2 (17 June
waiver decision is largely based on the outcome of informal quadrilateral negotiations

between the United States of America, the European Union, India, and South Africa. See,

WT O, Counci ICofmommunT RlIaR S ,0nd6 f r olRIC/W/688, B ®layai r per sonod
2022).
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proposal debate, it is highly likely that any outcome or agreement may be an

unworkable or unhelpful agreement.

The provisions of the TRIPS waiver decision are far from the demands
contained in the revised waiver prgab submitted by India and South
Africa. Indeed, one could plausibly argue that the waiver decision is closer
to the positions of both the EU and the US in this regard. In other words, the
waiver decision merely provides some concessions regarding the rule
governing compulsory licensing contained in Article 31 of the TRIPS
Agreement and its scope is limited to the production and supply of COVID
19 vaccines. Specifically, paragraph 1 of the waiver decision provides that:

Notwithstanding the provision of pmait rights under its domestic
legislation, an eligible Memberl may limit the rights provided for
under Article 28.1 of the TRIPS Agreement (hereinafter "the
Agreement") by authorizing the use of the subject matter of a patent2
required for the productionnd supply of COVID19 vaccines
without the consent of the right holder to the extent necessary to
address the COVIR19 pandemic, in accordance with the provisions
of Article 31 of the Agreement, as clarified and waived in

paragraphs 2 to 6 below.

Nevertheéss, when compared with the permanent waiver codified in Article
31bis of the TRIPS Agreement, one could say that the provisions of the
waiver decision are not as cumbersome and complex as the provisions

contained in Article 3liis of the TRIPS Agreement.

In terms of aspects of the TRIPS waiver decision that may be considered as
positive or gains for proponents of the waiver request, a few points are
worth pointing out. Paragraph 2 of
Member &8 t o ¢ a uhelsubject matter df & patent inader Astitle t

31 without the right holder's consent
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be done via executive orders, emergency decrees, government use
authorisations, and judicial or administrative orders. In this regalde 061 a w
of a Memberd pursuant to Article 31 of t

not limited to legislative acts for the purposes of the waiver decision.

Perhaps, the most significant concession in the waiver decision can be found

in paragraph 3(b) whicper mi t s an eligible me mber
requirement of Article 31(f) that authorized use under Article 31 be
predominantly to supply its domestic mart
provide that an eligible member O6may all
manufactured under the authorization in accordance with this Decision to be

exported to eligible Members, including through international or regional

joint initiatives that aim to ensure the equitable access of eligible Members

to the COVID19 vaccine coeed by the authorization. 0
departure from the strictures codified in Article b&l of the TRIPS

Agreement which was ironically originally intended to address the problems

associated with Article 31(f) of the TRIPS Agreement especially for

countries with no or insufficient domestic manufacturing capacity. Although

the scope of the waiver decision is currently limited to the production of

vaccines, paragraph 3(b) of the waiver decision is an implied admission of

the practical difficulties aciated with the use of Article Bik of the

TRIPS Agreement.

According to paragraph 6 of the waiver decision, eligible members can

apply the provisions of the waiver deci s
this Decision. 6 The hsbetatesritdt the dunatiomnce o f p
of the waiver decision may be extended
Another positive aspect of the waiver decision can be found in paragraph 4

which provides that: ORecogni zing the im
of andaccess to COVIEL9 vaccines, it is understood that Article 39.3 of

the Agreement does not prevent an eligible Member from enabling the rapid
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approval for use of a COVIR 9 vaccine produced wunder
One could however contend that this merelynfomns the existing
flexibilities in Article 39.3 of the TRIPS Agreement, although it is certainly

helpful to clarify this in the text of the waiver decision.

An examination of what could be perceived as the negative aspects of the
TRIPS waiver decision prides an insight as to why it may be considered
to be a compromise that may not necessarily be helpful in the fight against
COVID-19. First, whereas the waiver proposal requests for the waiver of
obligations relating to copyright, patents, industrial glesi and the
protection of undisclosed information, the waiver decision only covers the

compulsory licensing of patents.

Second, as noted previously, the scope of the TRIPS waiver decision is

limited in paragraph 1 to the production and supply of CO¥fvaccines.
Furthermore, paragraph 8 of t he waiver
than six months from the date of this Decision, Members will decide on its

extension to cover the production and supply of COYfbdiagnostics and

t herapeut ieaswhyit was deemed necessdry to postpone the

decision on diagnostics and therapeutics to a later date.

Third, the definition of an o6eligible
decision is quite restrictive to say the least. While the first sentence of
footnote 1 states that all developing country members are eligible members,

the second sentence of footnote 1 goes
Members with existing capacity to manufacture COMI® vaccines are

encouraged to make a binding comment not to avail themselves of this
Decision. ®6 So, on the one hand, onl vy
members; on the other hand, those developing countries with manufacturing
capacity are not supposed to use this waiver decision. This, in a sense,
undermines the waiver of Article 31(f) of the TRIPS Agreement in

paragraph 3(b) of the TRIPS waiver decision.
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Fourth, while the waiver proposal requests for the waiver of all obligations

relating tothe protection of undisclosed data, the TRIPS waiver decision

only addresses Article 39.3 of the TRIPS Agreement in its paragraph 4.

Fifth, there are equally obligations regarding taking reasonable efforts to

prevent the rexportation of vaccines importeda this waiver decision

(paragraph 3(c)) and to notify the TRIPS Council of any measures adopted

pursuant to this waiver decision (paragraph 5). Although it should also be

noted that footnote 3 of the waiver deci
circunstances, an eligible Member mayexport COVID19 vaccines to

another eligible Member for humanitarian and-fustprofit purposes, as

|l ong as the eligible Member communicates
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COMPARATIVE _ANALYSIS OF JUDICIAL

ENFORCEMENT OF TRADEMARK LAWS IN MAURITIUS

WITH INDIA AND SOUTH AFRICA

Veera Singh
Abstract

Counterfeit hotspots in the form of physical marketplaces in Mauritius are a
testament to its struggle with the rampant trade of counterfeit products.
With references to the new Industrial Property Act 2019 passed by
Mauritius, this paper examines the dgons of Mauritian civil courts while
enforcing trademark laws and studies whether such decisions efficiently
curb the illegal trade of counterfeit goods as compared to corresponding
measures undertaken by India and South Africa. The paper uses a
comparatve methodology to draw on differences in approach between
Mauritian civil courts and its Indian as well as South African counterparts
while dealing with trademark infringement cases. It then examines the
effectiveness of the civil remedies granted by Mauricourts to deal with,

inter alia, infringement of and brand names, treatment of-lwredwn. It is
followed by a brief look into how Indian and South African courts dealt with
the same issues. The paper reflects on the manner in which the courts make
up for any deficiencies in the law and help in achieving objectives outlined
by the Mauritian IPPolicy. While there is no best formuta curb the
illegal trade of counterfeit goods, the paper suggests that studying Indian
and South African casgecisions ould assist in incorporating their best
practices in Mauritian judicial decisions to tackle a common enemy i.e.,
trademark infringement. This endeavour would entail creative tailoring of

civil remedies based on the facts of each case.

" JD Candidate at Sidney Law School, University of Sydney.
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BACKGROUND

Trademarks are primarily used to condition the consumers to expect a
certain quality from the product that bears the mark and identify it among
others. The practice can be traced back to Ancient Romans marking their
most valued product, wine, with a tridguattern mark or inscriptions on the
jug describing its origins and manufactudstails.

Counterfeiting is a kind of theft that harms thehi®lder as well as its users.

For instance, the financial proceeds from the sale otdaterfeit article

never each the IFholder even if the counterfeiter used the mark without

permission and profited from the sale of a knotkkor use of the IP

hol derds mar k. Mor eover, since the count
any industrial regulatory standards, the sutmer may end up with a sub

standard product, qualiyise. There are two situations where a counterfeit

product is sold: one where the consumer is deceived into believing the good

is genuine and one where the consumer is aware the product is not 8riginal.

In the first scenario, the fact that the consumer does not intend to breach the

I P hol derds right makes it di fficuldt f o
counterfeiting. However, in the second scenario, the case is of non

deceptive counterfeiting, and & & major driving force behind creating a

demand for such products despite its illegal nature.

'Benjamin G. PasTheir 6Eaabdemddi s or y: Part I 6 (1¢
Reporter 551

‘Gene M Grossman and Carl Shapiro,Natioabr ei gn Count
Bureau of Economic Research, 1985

<https://www.nber.org/system/files/working_papers/w1915/w1915.pdf>accessed 5

September 2022

5Ni col as Hamel i n, Sonny Nwankwo and Rachad EI Ha c
Responses t o Count el2@®dournal n gob Coffs@nterl 2 )
Behaviour<https://onlinelibrary.wiley.com/doi/full/10.1002/cb.1406?saml_referrer>

accessed 5 September 2022
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Yet, the ill egal business grows due to t
fake-branded products at a much cheaper price. As per the statistics released

by Organization for Economic Cooperation and Developm@m(D) and

EU Intellectual Property Office EUIPO)* on seizures by custom

authorities, the fake items that were mostly seized were footwear, clothing,

leather goods, and electrical machinery and eletrequipment. In June

2021, OECD and the EUI PO [Globalnftadey publ i sh
in Fake$ , t hat estimated that counterfeit a
about 2.5 percent of world trade in 2019, which amounts to about US$464

billion.>

Mauritius is among several other countries that are battling the rampant

instances of counterfeiting in its physical marketpldceMauritius has

enacted legislations that comply with the WTO requirements and has also

incorporated TRIPS within its provisisn. Maur i ti us®6 mar ket pl ac
havens for counterfeit items, this is influenced by social, economic, political

and historical factors which are unique to Maurifius.

I. Choosing India and South Africa as Comparators.

Mauritius shares a common paddil history and legal origin with India and
South Africa, since they were under British Rule hence, their legal system
bears features of English Common Law. India and South Africa gained
independence from British rule in 1947 and 1961, respectively, attend
same time as Mauritius, in 1968. Importance of this period stems from fact

that when the European nations entered into multilateral agreement to

* Organisation for Economic Cooperation and Development (OECD) and EU Intellectual
Property Office (EUIPO)Y) Gl ob dE 1T n aCEEGN Publshing, 22 June 2021)
5<https://www.oecd.org/gov/globfhlladein-fakes74c81154en.htm> accessed 8 June 2022.

ibid.
® Tim Lince, 0Counterfeit Hot spots in Mauritius T
(World Trade Mark Review, 30 JuR020) <https://www.worldtrademarkreview.com/anti
counterfeiting/counterfeibotspotsin-mauritiusbrandownersmustbe-awareof> accessed
8 June 2022.
"ibid.
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protect their IP interests in 1883heir colonies in Africa and Asia
automatically found themselves bourxy an international intellectual
property frameworR. By the time Mauritius, India and South Africa
emerged as independent states they inherited a body of domestic laws
formulated by the English along with obligations inherited from
international agreemén This essentially gave all three countries, more or
less, the same jumpstart to build their IP regime. Notably, all three countries
struggle with trade of counterfeit goods despite a comprehensive body of

laws governing IP rights.

India and South Afria gained independence from Britiglle in 1947 and
1961, respectively, i.earound the same time as Mauritius, in 1968. The
importance of these years is buoyed increased by the fact that when the
European nations decided to enter into multilateral ageeé to protect

their IP interests in 1883, their colonies in Africa and Asia automatically
found themselves under the aegis of theund by the international
intellectual property framework systethBy the time Mauritius, India and
South Africa emergedsandependent states they already had domestic laws
formulated by the English along with obligations inherited from
international agreements. This essentially gave all three countries, more or

less, the same jumpstart to build their IP regime.

Notably, allthree countries struggle with trade of counterfeit goods despite
a comprehensive body of laws governing IP rights.

Il. EconomicDisparity andCulture ofBuying CounterfeitGoods

8 paris Convention for the Protection of Industrial Property (adopted on March 20, 1883,
entered into force September 24, 1976) 828 UNTS[B@&inafter Paris Conventian]

° Okediji R, 'The International Relations @itellectual Property: Narratives Of Developing
Country Participation In The Global Intellectual Property System' (2003) 7 Singapore
Journal of International & Comparative Law 315
<http://www.commonlii.org/sg/journals/SGJlintCompLaw/2003/14.pdf> acce®Sedpril

2022

9 paris Conventiofin 8).

1 Okediji R(n 9).
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There are two situations where a counterfeit product is seldone where

the consumer is deceived into believing the good is genuine and one where

the consumer is aware the product is not origih&d. the former case the

fact that the consumer does not intend to breachthe &l der 6 s ri ght mak
it difficult for the consumer to partake in the counterfeiting. However, in the

latter scenario, the case is of adeceptive counterfeiting, and it is a major

driving force behind creating a demand for the such products despite its

illegal nature*®

Counterfeiting is genatly attributed to the averagear ni ng consumer 0 ¢
desire to show that they belong to a particular social class, and in the

process give up the functional aspect i.e., buy the lower quality of the

product in exchange for the status associated with the .btaftis

tendency neatly ties in with the fact that countries with high disparity in

distribution of wealth are breeding grounds for Ju®Teptive

counterfeiting®> In Mauritius, the disparity in wealth distribution is

discussed in the same breath as higheoo mi ¢ gr owt h due to a 0§
s h i florh &aditionaland low skill sectors. This shift resulted in skilled

workers being paid a lot more, thus widening the income gap with respect

to poorer householdS.Similarly, India is home to about 119 billiaines

where the top 10% of the population holds 77% of the total national

2 Gene M Grossman and Carl Shagin®).

3 Nicolas Hamelingt al (n 3).

YAmmar Hussai n, Al exander Kofinas and Sandar Wi n
Luxury Products: A Comparative Study Between Paki

29(5) Journal of International Consumer Marketing 331.
!> ChenlL, Lian Z and Yao S&Cornsumer Status Signalling, Wealth Inequality and Non

deceptive Count er 2@21)t s 6 SSRN
<https://papers.ssrn.com/sol3/papers.cfm?abstract_id=3889503> accessed 1 August 2022.
®WorldBank,6 Maur i tius: Earnings Mobility and Inequali
Mar ket i n Four (2021) Chartsé

<https://www.worldbank.org/en/country/mauritius/publication/maurigasningsmobility-
andinequalityof-opportunityin-the-labormarketin-four-charts> accessed 5 September
2022
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income!” The income inequality in South Africa also is so out of control
that 20% of the richest population controls almost 70% of the resdfrces.
This economic disparity common thet 3 countries, actively fosters ron
deceptive counterfeiting which causes a substantial loss to each economy. In
2019, Mauritian Customs Department seized 261,267 counterfeit goods
worth US$2.3 million:® While South African revenue service data from
2018reported seizures worth US$116 million in just 6 morthedia saw a

rise in counterfeit incidents, lately, which costs its economy almost US$13.4

billion per year*!

Among other enforcement agents, courts play in important role in
implementing trademarkaWs through criminal and civil proceedings to
curb illegal activities. Not only do such proceedings penalize the guilty, they
also compensate the IP holder for the harm suffered. However, when an
instance of trademark infringement surfaces, the first ¢anaiethe injured

party is to stop the offender through an injunction to prevent any further
damage rather than pursuing a criminal action. Thus, civil courts reinforce

the meaning of law through creative remedies to make up for any

' Oxfam India, 61 ndi a: Extr eme | n d@xiara,| 2007 i n
https://lwww.oxfam.org/en/indiaxtremeinequalitynumbersaccessed 1 Sepnber 2022

8 Oxfam South AfricadRec | ai mi ng Power : Womanédés Wor Kk
South (@%famj c a 6 2020) <https://www.oxfam.org.za/wp
content/uploads/2020/11/oxfagainequalityin-southafricareport2020.pdf> accessed 1
September 2022

17!

19 US Department of Staté§2021 I nvest ment Cl i m@o2e) St atements

<https://www.state.gov/reports/202ivestmentclimate statements/mauritius/accessed 5
September 2022

% Liam Ngobenio Count erfeit Goodsi Exp eRrétgiaRekos, A Ec onomy

2019) <https://rekord.co.za/204963/counterfgibdscrippling-economyexperts/>
accessed 1 September 2022

2 Jinoy Josep Counterfeiting Costs | ardEnaoventte Lakh

C E Q6he Hindu Business Line, 2020) <https://www.thehindubusinessline.com/info
tech/counterfeitingostsindia-1-lakh-croreeveryyearennoventure
ceo/article32358558.ecaexcessed 28 August 2022
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deficiencies in practal application of legislations, and protect the WP
hol derds interest.

The next sections will examine judicial enforcement of trademark laws
through a study of decisions by Mauritian, Indian and South African civil

courts in the cases that dealt with tnradek infringement.
COMPARATIVE STUDY OF JUDICIAL DECISIONS

Among several matters that are dealt by the courts the following are a few
that have instigated the Mauritian courts into giving out judgements that

have affected IP holders.

I.  Infringement of brancthames
. Treatment of Wetknown Marks

[ll.  Parallel imports of trademayirotected products

Each of the above is also discussed in the context of Indian and South
African cases that actively contributed to making their economies investor
friendly. The rationalefor examining these particular aspects is that the
courts primarily deal with these issues when adjudicating matters involving
trade of counterfeit goods. And it is these areas and the corresponding
decisions that directly affect the rights of the-hiélder as well as the
circulation of counterfeit products in the economy. Ultimately the study will
identify the practices/rationale behind decisions dealing with counterfeit
goods cases in India and South Africa that the Mauritian courts can

seamlessly incograte in own their decisions.

l. Infringement ofBrandNames

,Counterfeit trademar k goneahsnygoads per Art |
that either bMakAé) athatbdemarke(Ofii cal t o

2Khadijah Mohamed an dghtiniR €auntexfeitinga Impdaaméedof 6 F i
Enforcement of I nt el | ect uadurnalP of olgegnational Ri ght s 6 (
Commercial Law and Technolo@49.
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registered (Mark B") in respect of such goods, or Mark A cannot be
distinguished in its essential aspects from such registered Mark B. Both of
these cases, the Mark A infringes the rights of the owner of the Mark B

under the law of the country of importatith.

The role of he court is seen as one that not only penalizes the infringing

party but also inculcates a sense of accountaBflity.
a) Mauritius

Mauritius grants statutory protection only to registered trademarks under

Section98 of the Industrial Property Aé.However, ike its predecessor,

the new legislation does not extend this protection to unregistered marks.

This stance was highlighted in the case Syhart For Success Ltd v

Platinium LeisureLtd®®wher e the plaintiffXIAdhad regi s!H
only after the defedant started using it. In this case, the plaintiff had used

the mark for some time for its trade and, sought to restrain the defendant

from using the mark in its logo.

Ultimately, the Supreme Court refused protection to the plaintiff on the
grounds thator marks to be protected under Patents, Industrial Designs and
Trademarks Act 2002 it needs to be registered and no protection can be

granted to unregistered marks on the mere basis of usage or trade.

The protection of unregistered marks will be dis@dgdurther under the
O0Treat meKhowh Weahdad 6 sub

23 Agreement on TradRelated Aspects of Intellectual Property Rights (adopted on 15

April 1994) 1869 UNTS 299 (TRIPS) art 51.

“Kaushi k Goburdhun, O6Enfor cemélassingorfCurset el | ect ual
A Perspective fr om fiitaDevelopnent$3d. (2007) 32(3) A

5 Industrial Property AcR019 (Mauritius).

62018 SCJ 183.
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b) India

The provisions of the Indian Trademark Act provide sufficient protection to
the registered HPholder and the courts used international jurisprudence to

set a framework to streamlinestpplication of laws in India.

In FDC Ltd v Docsuggest Healthcare Services (P),{tthe plaintiff
alleged infringement of its registered trademark, ZIFI, and domain name.

6 zi f by.defemdant because of its use of the mark ZIFFI/ ZIFFI.COM.
The court noted that both the marks were phonetically, structurally and
visually similar. It concluded that t he
similar and relied on the case Bfitish SugarPIc v James Robertson &

Sons Lt&® where the UK court laid the objective test for similarity of
description of goods/services: if the respective use is the same, intended
purpose of each product was diverse, same client base, physical nature of
the goods a similar insofar that that it confuses the customer, whether both
products are in the same sectors, and same trade channels to reach the

customer are the same.

Applying the test, the Del hi Hi gh Court
productwasaramy of medi ci nes whereas the defenc
fixing appointments with doctors/diagnostics for medical chguk--- both

catered to the same demographic, i.e. patients. Moreover, the available

evidence suggested that the goodwill and reputatoh t h e pl aintiff
registered mark inherently made it distinctive and, thus, warranted

protection from defendantés infringement .

7(2017) 1 HCC (Del) 16.
281996 RPC 281.
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c) South Africa

In Accounting Made Easy CC v School Accounting Made Easy (Pty) Ltd,

Gauteng Divisiof?, the plaintiff alleged infngement of its registered mark

whereas the respondent challenged the registration on the grounds that the

mar k i1tself was generic and descriptive
GAccounting Made Eay wher eas the respondent trad:é
&chool Acounting Made Ea$y and both the parties, i n

lessons in accounting.

Here, the court referred to the principle framed by the European Court of
Justice inSabel BV v Puma AG, Rudolf Dassler SPaihd a South African
case, PlasconEvans cag® which observed that The 4®wner ought to
prove that a substantial number of people will probably be confused as to
the origin of the goods or the existence or -#earstence of such a
connection. The court must only consider the marks side by sid&daut
must view them separately. The marks also ought to be viewed as they
might be seen in the marketplace. The court must consider any dominant
feature or idea contained in the mark that is likely to make an impact on the
mind of the consumer. When compay marks, the court must consider
sound, appearance and meaning. The court also ought to consider whether
the average customer is likely to be deceived. On the basis of above
principles, the court held that the marks were unique and there was no
infringement.This case also indicates an inclination to rely on the element of
confusion. In the prior South African caseR¥asconEvansthe court noted

the impact of the similarities of the trademarks on the consofmererage
intelligencewho were likely to prchase the goods that bore the mark, even

in cases where goods were not placed side by side. Thus, relying on the

29(81365/2016) [2019] ZAGPPHC 215.

%011997] ECR 06191, [1998] RPC 199 (ECJ) 221.

31 pPlasconEvans Paints (TVL) Ltd v Van RiebeRaints (Pty) Ltd(53/84) [1984] ZASCA
51[1984] 2 All SA 366 (A).

179



(2022) 12 Indian Journal of Intellectual Property Law 18(

imperfect recollection of the ordinary purchaser, South African courts
placed the onus on the plaintiff to show that the likelihood of dexept

confusion exists.

Similarly, in the Sabelcase the European Court of Justice analysed the

likelihood of association as follows:

(1) where the public confuses the sign and the mark in question (likelihood
of direct confusion); (2) where the publicakes a connection between the
proprietors of the sign and those of the mark and confuses them (likelihood
of indirect confusion or association); and (3) where the public considers the
sign to be similar to the mark and perception of the sign calls to thend
memory of the mark, although the two are not confused (likelihood of

association in the strict sense).

Here the concept of the likelihood of association was used to define the
scope of the likelihood of confusidh.

d) Observations

All of the three jurisdictions have similar legal structtirat protectghe
registered trademarks. However, as was apparent in the c&mwaoffor
Success Ltd v Platinium LeisyteMauritius grants protection to whichever
party fitshtafled i & @ mégistration of the tradematklt was for

this purpose that the court considered the time frame in which the mark was
unregistered while deciding whether the mark was protected. Although, both
India® and South Afric®f o | | ofwi 1t $ite rud @ detesnmdif the

%2 sabel BVn 30).

% Smart for Succegs 26)

¥6Mauritius -TmadeMark AtarmegssSmi t & V Smit &Wark 6 ,

Wyk (Webpage, 2021) <https://www.svw.africa/maurititedemarks> accessed 1

September 2022

P Australia, 61 P Pr Adseatiat i 50 nJune POA) | ndi ad (
<https://www.ipaustralia.gov.au/understandipgaking-your-ip-global/ip-protection

india>accessed 1 September 2022

180



(2022) 12 Indian Journal of Intellectual Property Law 18:

party is entitled to trademark rights, this means the party that proves the
prior use of the trademark in the concerned jurisdiction will have superior
rights as compared to the party that seeks to use or register the trademark

later.

This could impact the way the courts deal with infringement cases. Another
mechani sm t hat fhierlsptsulecdhisfaffofdepdotection he 6
to the first mark that files the trademark application even if other party
shows prior uselWhereasth®@ t her pif a ¢ tsit ceeognisds prerd

use of the mark.

Thd i d st rutemight help énéquick disposal of cases as compared

dirsttous® j uri sdictions, because the | atter
prior use of the mark. However,ehf 6 r st rileo does previde

unregistered marks some protection in cases where there are no statutory

safeguards.

Another notable aspect is that tBenart for Successase is a fairly recent
decision, which could possibly indicate that the Maurit@urts have
gravitated towards rigidly policing infringement. According to this case, if
the subject mark is unregistered, no protection will be afforded on the basis

o ftradé and usage .

However, this is only one ground of protection is not valid in Mauritius i.e.
protection on the basis of registration of mark. Few landmark decision
ensure that Mauritian unregistered marks are not left defenceless, as

discussed in the following section.

Il. Treatment of Unregistered and Wg&lhown Marks

% Spoor & Fisher 6Trademar k Rights andlLe®logy,tlécti on I n S
December 2018)<https://www.lexology.com/library/detail.aspx?g=1f6842055240bb
82h4-5c54075fec60accessed 29 August 2022
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Trademark is possibly one of the most important marketing tools that helps
grow clientele and businessednregistered trademarks are marks that are
granted protection under common law on the basis of tsadgowever,

this protection is not secure since it is not backed by statute, which is why
the practice of registering trademarks is favoured more. An owner of
unregistered mark bears the burden of proof of proving the usage and
goodwill attached to the markVhereas the registered mark holder enjoys
the benefit of the presumption that he is indeed the owner, a kind of
statutory protectionUsing unregistered trademarks is not illegal but a
decision that business owners need to take.

On the other hand, whilehé concept of the weknown marks is not
defined by the Paris Convention, TRIPS agreement and WIPO Joint
recommendations of 1999, the Joint recommendations does provide uniform
guidelines to assist its member states in formulating criteria that identifies
well- known marks, including Article 2(b), which lists a rexhaustive list

of considerations for identifying a wethown mark. Article 4(1)(b), which
protects welknown marks even in cases where the mark is not registered in
a member country, and t#ale 4(1)(c), which suggests that member states
may require a welknown mark to be recognised by the public at large. A
well-known mark could be understood as a trademark that enjoys
widespread reputation and public recognition which grants is it a wider
protection than an ordinary mark.

11K UnregisteredM arks

a) Mauritius

Before the enactment of the Industrial Property Act 2019, it was the now
repealed Protection Against Unfair Practices (Industrial Property Rights)
Act 2002 PUPA) that addressed unregisteteaidemarks. Discussion about

3" Department of Trade and Industry, 'Making a Mark' [2013] lectlial Property for
Business Series 12
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infringement of unregistered marks in Mauritius would be incomplete
without mention of the landmark decisions FPolo/Laurent Co Ltd
Partnership v Dinoo and Othe¥sand Polo/Laurent Co Ltd Partnership v
Regent Ltd and Othet$(Polo case} In thePolo caseshe Mauritian courts
proactively shutdown the trade of counterfeit articles. In these cases, the
right-holders sought an injunction against the trade of the counterfeit
products bearing the pojdayer marks, for instance POLO, POLO SPORT,
POLO etc. On th other hand, the respondent contended that, in the absence
of local registration, there existed no legal grounds to bar exploitation of
these marks.

The Court held that the Respondentds use
practiced unde usedP3gdiadn.5 (Chusiag cahtusion with

respect to another's enterprise or activities) and Section 6 (Damaging

another's goodwill or reputation) of PUPA as legislative support for

decision, since Sections 5(2)(a) and 6(2)(a) both protected marks

irrespectie of whether they were registered in Mauritius.

In Sofap Ltd v Mauvillac Co L the applicant was the registered owner of
PERMOFI X and had sought injunction agai
PROFIX on the ground that it would cause confusion to the palviae it

was similar to its own registered trade name and both tradenames were used

in relation to cement based tile adhesives. The applicant also argued that the
respondent s use of PROFI X was in breach
amounted to unfair e¢opetition and was contrary to honest commercial

practice. The court identified factors clarifying the grounds for an action of

passingoff that would create confusion in the minds of the puBifid@hese

82004 SCJ 44.

92004 SCJ 45.

492010 SCJ 143.

“ Kaushik @burdhup 6 An overview of the application of th
i N Ma u rhttps:/iwang. yumps.com/en/document/read/31523744/trademarkritius

researckcouncib accessed 1 September 2022
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factors are: the psychological reaction and mentsda@ation, whether the

totality of the proposed trademark was such that it would likely to cause

mistake or deception or confusion, similarity in ideas conveyed by the

marks, and whether the person who sees the proposed trademark in the

absence of the othetrademark, might be deceived. The court then

concluded that to an average purchaser who was accustomed to the
applicantdés PERMOFI X, the mar k, PROFI X w:
t he respondent 6s mar k was seen wi t hout

differeniate. On this ground, applicant was granted an injunction.
b) India

Unlike Mauritius, India does not provide statutory protection to unregistered
marks but allows the use of Sections 34 and 35 of the Indian Trademark Act
1999 to grant protection to the prioser of the unregistered mark allowing
them to continue their busine$s.

Another remedy that owners of unregistered marks in India resort to is
Opassing offd. I n several cases, I ndi an
the duration of the use, the impent element to prove passing off are the

|l oss to the reputation and goodwil | of t
the infringing act. InBritannia Industries Ltd v ITC Ltd and Of3 the

plaintiff claimed that the red and yellow colours onthe dedend 6 s packi ng

of the product were similar to its own and could possibly create confusion in

the minds of the customers and was hence passing off. India allows

registration of colour combinations as matk&ut in this case, the plaintiff

had not registerethe red and yellow colour combination. The Delhi High

Court eventually decided in the favour of the defendant on the basis that

42 SeeTrade Marks Act 1999, s 34 and s 35.
432017 SCC OnLine Del 7391, (2017) 70 PTC 66.
“ Trade Marks Act 1999, s 2(m).
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they found stark dissimilarities in the packing and that it would not cause
any confusion to the consumer. It also held that:

Passing off has to be viewed from the perspective of the customer who
wants to purchase the product. Is he, having earlier bought the product of
the plaintiff, likely, on later coming across the product of the defendant,
likely to confuse it as having beenade by the plaintiff? Are the packs so
similar that the customer, of average intelligence and imperfect recollection
may, on later coming across the defendants' pack, associate it with the
plaintiff?*°

c) South Africa

South Africa, like India, relies orcommon law to protect against
infringement of an unregistered trademark i.e., actions for passing off and
unlawful competitiorf®® In Capital Estate and General Agencies (Pty) Ltd
and Others v Holiday Inns Inc and Oth&rsthe Supreme Court of Appeal

described the essence of passing off as action:

The wrong is known as passing off consists in a representation by
one person that his business (or merchandise, as the case may be) is
that of another, or that it is associated with that of another, and, in
order to determine whether a representation atsoitna passing

off, one enquires whether there is a reasonable likelihood that
members of the public may be confused into believing that the
business of the one is, or is connected with, that of anSther.

“5 Kaushik Goburdhuiin 24).

“®Spoor & Fisher (n 36)

47(227/2015) [2016] ZASCA 74, 1977 (2) SA 916.
“8ibid.
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The Capital case adopted an approach that enquiveldether the
representation confused the pubficThis approach was later adopted in

more recent cases.

While dealing with passingff cases, South African courts prefer using
6reputationd i isHebaldone (Pty)dtd and dtleislvl 6 .

Infitech Technologies (Pty) Ltd and otiémsom the year 2009 until 2014,

the plaintiff BRBhgtedinddd héotradesamesocont ai
root extract believed to have aphrodisiacal properties. Since 2014,
respondeéehyto AndoododHind i npedadmi on with the pl:
product. However, none of the parties had registered the tradename. The

court held that to prove passing off firstly, the reputation of the business,

whether there is a misrepresentation that will likely deceive the pubtic int

believing it is the others business and damage was suffered due to the
misrepresentation must be established. These principles are the classical
trinity test dif emancessdndespect of & passindJff 6 s

action.

The South African aart adopted thelif Lemontest for this case and
concluded that the respondentds product
product was one that enjoyed a reputation in South Africa under that name.

The issue before the court was whether the plaintiffy@tjaa reputation in

South Africa. It was held that the plaintiff failed to prove that the reputation

in the mark vested in it and not the respond@nt.

“9'W Alberts, 'The Relevance of Prior Trade Mark Use In South African Common Law'
(2007) 2 Journal for Juridical Science 47
<https://lwww.bowmanslahttps://www.bowmanslaw.com/article
documents/Wim%20Article%20Trade%20Mark.pdf> accessed 20 November 2021.

0 Wayne Meiring, 'Goodwill Hunting' [2018]Intellectual Property Magazine
<https://www.spoor.com/wgontent/uploads/2021/09/pasgioff.pdf> accessed 5
September 2022.

°1(204/2016) [2017] ZASCA 8; [2017] 2 All SA 347 (SCA).

2 Reckitt & Colman Products Ltd v Borden [1®90] 1 WLR 491.

*3 Herbal Zone v Infitech Technologié04/2016) [2017] ZASCA 8, [2017] 2 All SA 347,
349.
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This test is supplemented by requirement listed Piemier Trading
Company (Pty) Ltd v Sporttopia (Pty}d,>* to prove the existence of a
reputation and deception or at least confusion caused by the conduct of the
defendant which would influence members of the public to purchase the
goods. In cases where reputation cannot be preeckitt and Coleman SA

(Pty) Limited v SC Johnson & Son (SA) (Pty) Lintitéde court held that in
absence of direct evidence of widespread reputation, inferences can be made
from the facts on record. For instance whether the reasonable customer

could distinguish the prominent froany other mark.

V. Well-Known Marks

a) Mauritius

In Mauritius, the welknown marks were protected by PIDTA under
Secton36(2) (e) which barred rieidentisal r at i on
with, or confusingly similar to, or constitutes a translation of, a mark or
trade name which is weknown in Mauritius for identical or similar goods

or services o f.° This prdvisian placednan ebligption om e
the controller & Industrial Property Office to refuse registration of well
known marks even if the {Rolder does not object. Otherwise, the owner of
the weltknown IP could sue the infringing patfy The weltknown trade
names were also further protected under sectiof(2) PIDTA which
provides that trade names shall be protected whether or not the mark is
registered. Like its predecessor, Section 91 of the Industrial Property Act
2019 protects famous marks against identical or confusingly similar third

party trademarkd$or the same types of goods and services. However, the

% Premier Trading Company (Pty) Ltd and Anr v Sportopia (Pty)[L&09] ZASCA 48,
2000 (3) SA 259 (SCA).

%5 Reckitt & Colman SA (Pty) Ltd v SC Johnson & Son (SA) (Pty)10@5] 1 All SA 414
(T) 417-418; 1995 (1) SA 725 (T).

*° patents, Industrial Designsa@firademarks Act 2003 36(2)(e).

" patents, Industrial Designs and Trademarks Act 26@D(2) and s 40 (4)
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Act falls short of protecting well known trademarks from use for dissimilar

goods and services.

The observations of the court Rolo cases indicate how serious the courts
are when it comes to proterg a weltknown brand from infringement by
local vendors even if it was not registered locally,. In this case, the
respondent raised a possible employment crisis for thousands of people who
were employed by the infringing parties who would lose theirijaie

court granted the injunction. Despite such consequences the court took a
strict stand when it observed that the fault for such drastic effect lies not
with the copyright owner. It is the vendors who tried to reap benefit from
the work of the IFholders who through their skill, judgment, expense and
know-how had created a work. The court labelled the practice as fraudulent

and contrary to commercial morality.

With respect to proving that the mark was weibwn, inDeceuninck NV v
Zendow Comfort ColLtd and Ani®® the Supreme Court emphasised the
need to place relevant evidence on record to prove that the mark was used
over extensive number of years, wide recognised, registered in several
countries, known to the public as well as widely promoted acseseral

countries and has great value or prestige associated with the mark.
b) India

India has been known to protect well known marks using common law
(passing off) even before granting it statutory protection under Trade Marks
Act 1999. One of such famas cases was the 1994 caseéDafmler Benz

Aktiengesellschaft & Anr v Hydo Hindusfamhere the plaintiff objected to

®Nora Ho Tu Nam an dMawitus:iPwo®cting ¥dun \&Wekdosm , 6
Brands I n Ma(Maondaty i u s26 . September 2021)
<https://lwww.mondag.com/trademark/800048/protectingr-well-known-brandsin-
mauritius>accessed 2 September 2022

%9 Kaushik Goburdhuiin 24).

®0(2011) SCJ 51.

°L AIR 1994 Del 239.
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the use OHBEND hal oma ¢ k widiatéd haman being in a

ri ran@ t h eGermanrperfectiod. It need not be restrictednere
machines. Or horizord, i n rel ation to under wear by
Indian company. The plaintiff sued the respondent alleging passing off. The

Court held th&f:

Such a mark is not up for grabsiot available to any person to
apply upon anything r goods. That name [ é] i s
India and worldwide, with respect to cars, as is its symbol, a-three

pointed star.

This case was possibly the only one where the court did not indulge in the
analysis of the likelihood of confusion or deception srstiead relied on the
ubi quitous reputation and goodwil I attac

relation to the cars.

Enacted a few years later, Section 11(6) of the Indian Trade Marks Act
1999 lays down the factors to be considered while considering whathe
trademark was weknown, which include the knowledge or recognition of
that trademark in the relevant section of the public including knowledge in
India obtained as a result of the promotion of the trademark, the duration,
extent and geographical arehany use, promotion and registration of that
trademark, and the record of successful enforcement of the rights in that

trademark.

In 2016, the Delhi High court yet again proved its willingness to tread with

times in Toyota Jidosha Kabushiki Kaisha v pe& Mangaf* where the

mar Rrius® was not registered in I ndia. Toy
usi ng tHriesd mam kt e grounds of prior use o0
it was unregistered. Toyota also adduced

®2ibid.
% Trade Marks Act 1999, s 11(6).
642016 SCC OnLine Del 3809, (2016] PTC 374.
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extensiveuse of the mark worldwide. However, the decision was overturned
by the Supreme Court of India which invoked the principle of territoriality

and asked Toyota to produce evidence if it had used the mark iffindia.

Following this decision, just proving im@ational reputation would not be
enough to protect unregistered wellown brands in India. To seek an
injunction against a third party the mark owner will need to place evidence

on record showing that it enjoys considerable goodwill in India as well.
c) Sauth Africa

Like India, South Africa is one of the few countries that afford statutory
protection to welknown marks under sectior35®® and 10(6) of the
Trademarks Act SA Act). Owners of welknown marks are entitled to
prevent the use and registration of marks that constitute, whole or in part, a
reproduction, imitation, or translation of a trademark as per Section 35(1) of
the SA Act and which is used for goods or servickstical or similar to

the goods or services in respect of which the trademark.

Section35 of the SA Act prescribes due regard to the knowledge of the
trademark in the relevant sector of the public, including knowledge that has
been obtained as a resolt the promotion of the trademark to assess the
well-known aspect of the mark. However, only the South African nationals
or those with domicile or real and effective industrial or commercial
establishments in a convention country, are entitled to the ibeofef
protecting their wetknown marks, irrespective of whether they carry on
business or have any goodwill in South Africa, Ba foreign trademark is

not registered locally in South Africa but is registered and used by a person

% SeeToyota Jidosha Kabushiki Kaisha v Prius Auto Industries(26d8) 2 SCC 1.
% Well know marks are also afford@dotection under Paris Convention.
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in a foreign countrysuch foreign registration/use will not in itself bar any
person to adopt and register it in South Affita

19:

The case of/i ct ori ads Secret | flcisavcleaEdgar s St

example of the treatment of foreign wktown marks. Each party to the

(

disputehad applied to register as proprieto

Secr et O0VSH. VS | nc, the plaintiff,

sector, owned and operated a chain of more than 300 retail clothing stores

located throughout the United StatefsAmerica. Whereas, the respondent

was a South African that sold a wide range of goods, including clothes.
Identifying a substantial demand for intimate female wear with a satin
finish, the respondent | aunched a

usedt h e trademar k Victoriads Secret

respondentds claim to register the
deliberately adopted its marketing strategy and various aspects of their

trading style.

Since the parties wemmmpeting for registration of an identical trademark

the court, | ook ed encapsulatedhnehe graximdyui n g

prior est tempore potior est jure: he has the better title who was first in

point of timed .Here, 7 February 1986 was a cruci@éte when the

respondent filed a trademark application. Although it had not used the mark

yet , the respondent showedVsibthe i ntent i

immediate future. The plaintiff produced evidence of its advertisements
appearing in magazes and that it was registered in several countries (e.g.

Denmark, France, Ireland, etc.), however, it did could not prove that it used

the tr &/e mar kSobut h Africa before t

1986.

®Victoria's Secret Inc v Edgars Stores [1994] ZASCA 43, 1994 (3) SA 739 (AD).
% ibid.
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A

The plaintiff ds tdatfttould notl proye thatatyhadian t he f a
reputation in South Africa on the crucial date, especially since it never sold

its goods in South Africa. The court obs:
had a reputation in South Africa was based on speculatidmo evidence.

On this basi s, the court rejected the p
& a n dP LorillardeCd v Rembrandt Tobacco Co (Overseasul

support its reasoning.The rationale borrowed frotnorillard case is thaa

trade mark igurely a territorial concept. This means that nothing prevents a

person from asserting a proprietary right in a trademark in relation to which

no one else has acquired a similar right in the same territory.

d) Observations

The Mauritian decision in th®eceuninckcase identified specific factors
that could help the court in identifying wé&dhown marks. While helpful,

the court did not clarify if the considerations for identifying wkeibwn
marks listed in theDeceuninckcase were exhaustive. If not,eth it is
preferable to have the option of adding additional factors to the list over
time. The lack of statutory support to the wallown trademarks means the
courts will be free from a legislative straitjacket and that could assist them
in making additios to theDeceuninckfactors based on the need for each

case that is brought for judicial resolution.

The Indian considerations for ascertaining a watbwn mark bear close
resemblance to those set outDaceuninckcase. However, thBeceuninck
case dog miss out on including evidence to prove successful enforcement
of the rights in that trademark, especially by the court or relevant officer of
the Industrial Property Office. Such evidence could include prior litigation
involving the same mark or somespute that was already settled by the

officers of the Mauritian Industrial Property Office or tribunals.

691967(4) SA 353(T).
“Victoriao66nNSecret I nc
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Repercussions from such an exclusion could take the form of multiple
litigations in relation to the same mark where the courts refuse to lend
credenceo prior instances of enforcement of rights by other courts or the IP
officers/tribunals. While this may not hinder parties from producing these
records before the court, there is no guarantee that these will be given due
credit. Through decisions iRolo and Deceuninck,the Mauritian courts
have tried to protect the interest of the international brands by laying the
guidelines for future decisions. If the considerations in the cases are also
followed in the registration process by asking the Akethwn brands to
submit proof of conducting business in multiple countries, it could curb the

endless litigation.

For instance, inStrategic Foods International Company LLC v Meher

Banon Gokhoolthe Mauritian Industrial Property Tribunal ruled in the

favour of an iternational brand owner dhel a b e | andMinihe words
Créme Cookids . When the owner had applied for
words earlier, it was refused based on -dastinctiveness. However, the

brand owner challenged the successful registratioheosame words by an

importer of the cookies. The Tribunal justified its decision by extensively

relying on laws from the UK and EU. Now, in such a case, where the

Tribunal protects an unregistered mark by relying on several foreign case

laws, if the imporer goes on to file a fresh challenge before the courts, it is

di fficult to predict if the Tribunal ds d

consideration at all.

The Polo cases ensure considerable protection to the foreigrkwelin
marks from localinstances ofnfringement that comes as a major boost to
the foreigabased IPowners of an unregistered w&hown mark.
Comparing the Indian position above, it is unclear if the brand owner needs
to prove a presence in the Mauritian market as welleratise, the IP

owner 6s position in the Mauritian mar ket
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Mauritius seems better off than South Africa which does not bar registration
of a welkknown mark locally, even if it is being used in foreign countries
extensivey. However, this optimism needs to be taken with a pinch of salt
especially as th@olo cases happened about 18 years ago and unregistered
well-known marks for dissimilar goods and services are afforded no

protection by Mauritian law§"

Regarding unregisted weltknown marks concerning similar goods,
registration is seen as a strong deterrent against third party usage. Since
there is no register that lists well known trademarks, owners of unregistered
marks will be burdened to prove thH&eceunincKactors as opposed to
registered marks where the rightsholder is supported by the presumption of
validity of the registration and the rights conferred by the relevant IP

authorities.

On the other hand, the Indian Trade Marks Act 1999 (which entered into

force in D03) hasamoreclearut set of considerations t
job easier i.e.section 11(6). It not only expressly protects wkelbwn

trademarks for similar goods but also for dissimilar 6hasd even goes on

to maintain a register of welkinown marks based on court decisions that

have recognised these mafRs.This is a kind of organised structure is

missing from the Mauritian H3tructure.

V. Parallel imports of trademadirotected products

Parallel importation is a trading practice thatolves the importation of

genuine or original goods from another country without the permission of

" Nora Ho Tu Nanand Marius Schneidén 58)

2 Trade Marks Act 1999s 11(2) International Society for Krishna Conscioushess
(ISKCON) viskcon Appaeral (P) Lt@020 SCC OnLine Bom 729.

3 Mohandaskonnanath and Ranjan Naruldndia: Courts step up when it comes to
famous markd  (World Trademark Review, 1 November 2016)
<https://www.worldtrademarkreview.com/article/indiaurtsstepwhenit-comesfamous
marks> Accessed 30 June 2022.
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the IRholder’* Due to the territorial nature of the trademark, such
importation affects the right of the fdlder to place its products in the

market’®

The doctrine of exhaustion is another concept that has shaped the remedies

that IRholders have over the sale or resale of their goods. Per the doctrine,
theIRPowner 6s control over products bearing
undergoes the first validarn s act i on of sal e. This exhau
exclusive right to sell its products in the market after the first sale. The

different kinds of exhaustion are:

International exhaustion, wherein it is assumed that the entire world is one
market. And aftethe first sale of its trademarked goods, theoWher has

no control over further sales, no matter where the resale happens

Regional Exhaustion, under which after the first sale in a specific region, the
IP-owner cannot restrain further resale of its goods anywhere in that
particular region. Adoption of such a mode of exhaustion is seen in the

European Union, and;

National exhastion, which ensures that once theolner sells goods
bearing its trademark in a domestic market of a country, it does not have any
control over the subsequent sales. However, the right of the first sale in the
country belongs to the iPBwner. This meas the first sale in the country
has to be either by the-l®wvner directly or someone who has theolRvn er 0 s

permission to sell the trademarked goods in that country.

However, since Article 6 of TRIPS expr

Agreement shall be ed to address the issue of the exhaustion of

“Shrabani Rout, 6Parallel | (VMpmagt2¢ May@0d8) | nternati ol
<https://www.mondaq.com/india/internatiortehdeinvestment/703104/parall@hports
andinternationalexhaustion?login=trueaccessed 2 September 2022

> Christopher Hea h , 6Par alaiddInt ¢ mpat it ¢199) 283 rll€d e o
<https://www.wipo.int/edocs/mdocs/sme/en/atrip_gva_99/atrip_gva 99 6amifessed 1

September 2022
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7

intell ectual " pacto paton tisy freer o grames its , own

exhaustion regime.
a) Mauritius

Mauritius followed a national exhaustion regime that enableoWwRers to
take any instance of parallel impoa tourt unless it already exhausted its
right of the first sale in Mauritius.

In the Polo cases, the Supreme Court had confirmed the application of the
national exhaustion principle and went a step ahead when it held that a
genuine product could not be ionped from anywhere in the world to
Mauritius without the consent of the righolder even after the trademark

owner has already introduced its product in Mauritius.

This restriction even extends to circumstances where the parallel importer
was allowed toimport goods in the pdst This principle was then
reconfirmed inUnilever PLC v Matrix Impex Lt& In this case, Matrix

|l mpex was importing beauty products that
however, the customs did not provide clearance for it. Unilever PLC was a
registered owner of the trademarks in Mauritius and the beauty products
were being supd by its subsidiary, Unilever International. The court held
that although Unilever International and Unilever PLC were linked, no one
except the tradematbwner could provide the permission to sell unless such
party was authorised by the trademark owhiare the burden to prove that
they have obtained the consent of the trademark owner was on the parallel
importer. Such a provision protects not only thehtdfder but also its
authorised local distributors who often sell such products at a high priceas
compared to that sold in the market created by the activity of parallel

importation

TRIPS (n B) art 6.
" Nissan Jidosha Kabushi Kaisha v Zario 2012 SCJ 494.
82017 SCH27.
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The system of national exhaustion is now statutorily supported by Section
98(1) of the Industrial Property Act, 2019 which reproduces section 40 (1)
of the PIDTA, and provide t ro @drsom) other than the registered owner,

shall use a registered mark in relation to any goods or services for which it

has been registered, except with the agr
b) India

Section 30 of the Indian Trademark Act 1999 refers to #ieestion of
rights after the product undergoes the first sale in the market. It was unclear
til 2012, wiae tkinethedrovidioa meamt thendordestic or
international market i.e., whether India followed the doctrine of

international or natinal exhaustion

In Kapil Wadhwa v Samsung Electrorfit§ Samsung casé ) , t he Del hi
High Court clarified this term while dealing with the exhaustion regime and

the legality of parallel import in India. In this case, Samsung sued Kapil

Wadhwa, (the erstwlal authorized dealer of Samsung products) on the

grounds of paralleimporting Samsung products from foreign markets and

selling them at cheaper rates than Samsung India. The Delhi High Court

held that the parallel import of goods did not amount to infnmga of the

IProwner 6s rights, and further confirmed
International Exhaustion principle. This meant that once the product was

placed on the Omarketdéd, anywhere in the
and sold in India withoutie permission of the {Bwner.

However, it must be noted that Indian trademark law allowswRers to
take parallel importers to court if their trading of trademarked goods

compromises the goodwill, reputation, or the quality associated with the

9(2012) 194 DLT 23 (DB).
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mark®. This restriction is seen as a reasonable measure to protect the

reputation and quality of thed®wner 6 s assets even after
C) South Africa

South Africa, like India, subscribes to international exhaugtioBection
34(2)(d) of the Trade Mas Act 1993 protects the practice of parallel

i mportati on Dbthe ingortator ita onthe disthibation, gale

or offering for sale in the Republic, of goods to which the trademark has
been applied by or with the consent of the proprietoreheftf dibes not

infringe the registered trademark.

However, such permission is not unqualified. The South African courts have
tried to protect the integrity of the goods bearing registered trademarks by
clarifying in their decisions that parallel importsatthave been altered,

could constitute an infringement of the trademark to the extent of such
alteration. Moreover, the court observed the possibility of classifying an

altered product as a counterfeit.

In Hampo Systems v Audiolens (Cape)(Pty§ittue cout held that the sale

19¢

t

I.

o f gen@ine goods , properly marked by or on beh:

owner with its mark, does not constitute an infringement of the trademark.
However, the court noted that this protection would not extend to cases
where an originaproduct was adapted, altered, modified, or changed after
the affixing of the trademark and before its sale by the alleged infringer. The
key takeaways from t he c asgenuinée rie. @ .h,at

the trademarowner or its authorisedagent must have applied the

h

8 Aabir Shoai b, 6Legal ity  Qe&xlifePladmaa2021} | | mports

<https://lexlife.in/2021/02/15/legalitgf-parallelimportsin-india/> accessed 29 August

2022

8sarah McKeith, 6P h ®eveiegping Nationsc RarallelPmaporeaton s | n
And The Doctrine ©®-3)Ancimaleumal of bagdl StidiMridad |

Journal of Legal Studies 28%https://doi.org/10.1163/17087384£342030>accessed 5
SeptembeR022

8 Trade Marks Act 1993, s482)(d).

83 (282/85) [1987] ZASCA 33, [1987] 2 All SA 173 (A).
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trademark to the product. Thereafter, once the product bearing the trademark
reaches South African shores, it cannot be altered or changed in any way

before the sale.

Another relevant case waselevision Radio Centre (Pty) Ltd Sony

Kabushiki Kaish&* Here Sony successfully restrained Television Radio

from wusi ngSomphei nmasrekl 1d ng parallelly i mp
recorders. The recorders were made for the UK market and did not operate

properly in South Africa. So, Televisi Radio made its modifications to

Sonyds products to make them compatibl e

systems.

Sony placed expert evidence on record in support of its contention that the

alterations thus performed were major and inexpertly done. Asult,rthe

modified machines were inferior in quality in relation to their products. The

court held that it is a matter of fact and degree, whether the modifications
effected, were SO0 SuUbgenhund®t igolodtshatl ti twawa
concluded Televsi on Radi o had indeed infringe
rightly so since the integrity of the original product was compromised due to

the modifications”

d) Observations

While parallel imports allow for a free market and benefits the ultimate
consumer, redtting the practice benefits the IP owners and the local
licensees of the products. Moreover, assuring IP owners regarding the safety

of their products often translates into foreign direct and indirect investment.

Like India and South Africa, Mauritius gl look into possibly balancing

these interests, by allowing parallel imports as well as placing reasonable

8 Television Radio Centre (Pty) Ltd v Sony Kabushiki Kaisha t/a Sony Corporation and
Another(465/85) [1987] ZASCA 32, [1987] 2 All SA 196 (A).

0O H Dean, o6l nfringemedtTr aPdaernaarike! | nlfrrpionr g eame notnd
17BusinessmBands Law
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A

restrictions to protect thed®wner 6 s assets. Whil e the ex!|
protects the rights of the 48wners it could give impetus to monojstic

endeavours of trademark owners that may tip the balance of fair competition

in the market. Allowing parallel imports in the market allows traders apart

from the authorised dealers to sell the product. The benefits of this include

availability of optons to the consumer such that if a genuine product is

available at competitive market prices, the counterfeit version may not hold

as much sway with the public.

Moreover, while deciding trademark infringement cases courts often find

themselves navigating between the interests of not just thesiér but the

general public as well. Revisiting tiRolo cases, the Mauritian court dealt

with the O0publ i cdedision teat racsetod less indcated t of i ts
that a preinvestor attitude may not always benefit the people.

In these cases, an injunction was sought by th@nRers against the sale of

counterfeit products that bore the pglayer marks, like POLO, POLO

SPORT,POLO, etc. Among the main arguments tendered by the respondent

against the grant of an injunction, such a measure would mean thousands of

people would lose their jobs. Despite such consequences, the court took a

strict stand when it decided that the ude o6 pol 06 mar ks i nfrin
Copyrights Act 1997 and stated that no person must be allowed to steal and

reap the fruits of those who through their skill, judgement, expense, and

know-how had created the wofR.

While it seemed like a victory for the -l®vnea, the only losers were the
people who worked for the entrepreneurs who sold the counterfeit products
bearing the polana r k s . Foll owing the courtds orde

the counterfeit items in Mauritius were shut down and thousands of such

8 Polo/Laurent Co Ltd Partnership v Dinoo and (#804 SCJ 44Polo/Laurent Co. Ltd.
Partnership v Regent Ltd and (2804 SCJ 45.
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peopk had lost their job¥. The court did not make provisions to provide
them with any financial support and this only added fuel to the debate on
whether the protection of intellectual property rights superseded public

welfare.

Whereas in India, a catemd judgements show courts doling out creative
remedies and orders that tended to favour public interest in their decision
related to IFinfringement. This effort was gradually made to balance the
commercial and the public interest i.e., make the infringerg for the

wrong and promote public welfare.

20!

In Unilever PLC & anr v Masqgati Dairy Produg on t he pl aintiff;

application, the Bombay High Court granted the injunction and restrained

t he Respondent from usFeasp t mienilamt sgi st er ec

ma r k Chodo Feadi . And the infringing goods
distributed among poor children. A public interest approach like this favours

a welfarebased justice system where the courts protect the commercial

rights as well as use a pat the punitive damages in favour of public

interest.

Taking a different approach, the South African court used constitutional

values while dealing with commercial and public interestkangh It Off

Promotions CC v South African Breweries Internatiofiéhance) B.V t/a

Sabmark Internationd?® Laugh It Off Promotions CCL{OP) sold tshirts

that bore corrupted versions of wkhown trademarks. These alterations

were like a social commentary or a parody of the Akmetdwn marks. In this

case, LIOPpar odi ed the mark O6CARLI NG BLACK
registered by South African Breweries International (Finance), and printed

0 BLACK L AB OU-Bhot. South Afridars BretveriesSAB) alleged

Susan | slitdermtior@it Qodyright Law and Access Education In Developing
Countries(Brill 20132).

8 Commercial IP Suit (L) No 599 of 2019 (Bombay High Court).

89(CCT42/04) [2005] ZACC 7, 2006 (1) SA 144 (CC).
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that the tshirts caused a detriment to its reputation angylsbto restrain
LIOP from infringing its registered trademark whereas LIOP defended its

actions on the grounds of freedom of speech.

Considering the facts, an objective test was used whether an
independent observer who is sensitive to both thesipeech values of the
Constitution and the property protection objectives of trademark law, would
say that the harm done by the parody to the property interests of the

trademark owner outweighs the free speech interests inv8lved

So, trademark rights weredked at through the lens of the South African

Constitution and interpreted in a way that is least likely to interfere with the

freedom of expression aka public rightdt was held that LIOP had not
infringed the trademar kwilinghdsstestrikease i ndi c

a balance between the rights of the trademark owners and the%ublic

A Mauritian court could easily draw inspiration from the Indian tactic of
using public welfare as a manner of imposing a penalty on infringers in a
way that servethe society it caused harm to in any way. For instance, in the
Polo cases where the welfare of the people who lost jobs could have been
dealt with such that the infringer could have at least paid compensation to
them or ensured alternate employment so ttey did not lose their source

of livelihood. The lopsided decision compromised public welfare and laid
bare a need for a more creative solution that does not leave the public high
and dry, unable to care for their basic needs due to the loss of their
livelihoods. Indian and South African decisions showed a willingness to

temper the decisions to benefit public needs.

“ibid.

o Owen De a n ;Mark 6 Dilutiard eLaughed Off (2005) 447 De
Rebus<https://blogs.sun.ac.za/iplaw/files/2012/08/Tradark-dilution.pdf> accessed 1

September 2022

% Sebastian D Beewat t , 6Just Laugh 1t Off: Taofademark Par
User Ri g(Qa18) 6 30(2) Intellectual Property Journal
<https://lwww.cba.org/CBAMediaLibrary/cba_na/PDFs/SectionsfllaaghIt-Off.pdf>

accessed 2 September 2022
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CONCLUSION

The practice of counterfeiting flourishes in developing countries where
purchasing power concerning luxury commodities®sxin a market where
commercial transactions are unregulatddhe sheer volume of illegal
transactions strains the national resources that work to curb them and

renders their efforts ineffective.

Considering its steady economic growth, it is likely Maan consumers

are swayed by a brand enough to buy it for its promise of good quality and
the esteem attached to the product, even if it means compromising on
functionality or quality. It is probably this tendency that has the courts
coming down hard on & cases of infringement and actively advocating
registration of the marks through themart for Successcase. While
Mauritius, India, and South Africa have legal frameworks to protect
registered marks, the real test lies in the protection of unregisteméd.m

As discussed earlier, Mauritius statutorily protects unregistered marks but

not for dissimilar goods and services. One way to overcome this hindrances

to take a cue from Indian and South African decisions to build a common

law safety net i.e. judicladecisions that protect this excluded category of
unregistered marks. This is possible if the courts recognise the concept of

passing off which will allow claims for trademark infringement in case of

dissimilar goods but it might disturb the findings hretSmart of Success

case. Alternati vel yconduineace déloyae wmd empt i on
Articles 1382 and 1383 of the Mauritian Civil Code wherein the aggrieved

party wil/ heatddd it @. pr avhat 6t he of fendi
misrepresentedts products as those of the aggrieved pértf¥his is

possibly the only remedy available since no protection on the basis of trade

and usage can be granted owing toSheart for Successase.

% Federal Marine Ltd v Vijayen Veerap&899 SCJ 161.
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Apart from establishing a regime that protects commercial interests, the
Mauritian court decisions seem to lack sensitivity to public welfare which
may lead the public to lose trust in the courts and resort to illegal practices
like counterfeiting.Moreove, to invite and sustain weknown brands into

the country, it is imperative that Mauritius maintains a positive purchase
experience. While the legislative framework seems adequate, Mauritius
requires the support of the courts in a way that not only egigbs
remedies that work best per the circumstances of the case but also considers

general public welfare.

For a country that has consistently has taken arpestment stance (read

Polo cases), Mauritian courts could consider strengthening the traditio
recognising transnational reputation (i.e., global reputation of the brand) as
seen in the Indian case Dlaimler Benzlt is very similar to the decision

given in thePolocases where the <court t ook
business, goodwill, or patation abroad to grant protection to an

unregistered mark.

While India has reverted to the territoriality principle with Feyotacasé*
possibly to protect indigenous businesses, such a move may not benefit
Mauritius as much given its reliance on fgre investment i.e., in
September 2021 Mauritian foreign direct investment recorded a growth of
about 91% of its nominal GD® It would bode well with its aspirations of
economic growth to tread the fine line of keeping foreign trademark mark
owners proteted while balancing the interests of its own citizens as was

discussed earlier.

That being said, public interest can be pursued in ways that help economic
growth as well. For instance, parallel importation may also be good for the

% Toyota(n 65).

% 'Mauritius Investment: % Of GDP, 1999 2022 (CEIC Data 2022)
<https://lwww.ceicdata.com/en/indicator/mauritius/investmeominalgdp> accessed 2
September 2022
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Mauritian economy over thlong term as well. This practice may seem
detrimental initially since it ensures no one except the mark owner or its
authorised distributor trades in the marked goods. However, as discussed
earlier subscribing to international exhaustion will possiblgvalfor local
businesses to import the goods once it is placed in the market by the owner
the prices of the goods anywhere in the world, and allow the forces of the
market to decide the prices of the goods like seen in the Indian and South
African market.The competition will allow more people to contribute to the

economy and possibly avoid counterfeit products.

This also does not particularly harm the mark owners and their distributors,
just encourages them to price their products prudently to makentiaeket
friendly. This way Mauritius can encourage more local businesses to import
various goods and conduct business in a way that goods are legally sold
ensuring their public gets the worth of the money spent as well as

contributes to their economy.

Alas, no solution is foolproof. Yet the judicial initiative to venture beyond
the blackletter law will work wonders to iron out loopholes in the
Mauritian IP framework that currently allows for the counterfeit industry to

flourish.
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